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These pages have been removed from the 
non-confidential appendix due to confidential 

designations 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 



ARTHROCARE CORPORATION, 
Plaintiff, 

v. 

SMITH & NEPHEW, INC., 
Defendant. 



Civil Action No. 01-504 SLR 



CONFIDENTIAL - FILED UNDER 
SEAL 



PLAINTIFF ARTHROCARE'S ANSWERING BRIEF IN OPPOSITION TO 
DEFENDANT SMITH & NEPHEW'S SECOND MOTION FOR LEAVE TO AMEND 

ANSWER AND COUNTERCLAIM 



OfCounseh 

Matthew D. Powers 
Jared Bobrow 
Perry Clark 

WEIL, GOTSHAL & MANGES LLP 

Silicon Valley Office 

201 Redwood Shores Parkway 

Redwood Shores, CA 94065-1 175 

(650)802-3000 



MORRIS, NICHOLS, ARSHT & TUNNELL 

Jack B. Blumenfeld (#1014) 

Karen Jacobs Louden (#2881) 

1201 North Market Street 

P.O. Box 1347 

Wilmington, DE 19899 

Telephone: (302)658-9200 

Attorneys for Plaintiff ArthroCare Corporation 



August 16,2002 



A 1909 



These pages have been removed from the 
non-confidential appendix due to confidential 

designations 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 



ARTHROCARE CORPORATION, 



v. 

SMITH & NEPHEW, INC 

Defendant 



OA.No.Ol-504-SLR 

CONFIDENTIAL INFORMATION 
SUBJECT TO PROTECTIVE ORDER 

FILED UNDER SEAL 



™ E^SPTO ANT SMITH & NEPHEWS REPLY BRIEF 
IN SUPPORT OF ITS SECOND MOTION FOR LEAVE TO 
AMEND ANS WER AND COUNTERCLAIM 

^ . William J. Marsder^ Jr. (#2247) 

Dated: August 26, 2002 Keith A. Walter, Jr. (#4157) 

FISH & RICHARDSON P.C 
9 19 N. Market Street, Suite 1100 
P.O.Box 11 14 
Wilmington, DE 19899-1114 
Telephone: (302)652-5070 
Facsimile: (302) 652-0607 



MarkLHebert S> ^Sp 

225 Franklin Street 



Boston, MA 02110-2804 =*= Co 

Telephone: (617) 542-5070 



Facsimile: (617) 542-8906 

Kurtis D. MacFerrin 
500 ArgueDo Street, Suite 500 
Redwood City, California 94063 
Telephone: (650) 839-5070 
Facsimile: (650) 839-5071 

Attorneys for Defendant 
SMITH & NEPHEW, INC. 

™^^3L K NOT TO BE 0PENED NOR THE CONTENTS DISPLAYED, COPIED OR 
REVEALED EXCEPT BY COURT ORDER OR BY AGREEMENT OF THE pSffiS 
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These pages have been removed from the 
non-confidential appendix due to confidential 

designations 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 



ARTHROCARE CORPORATION, 
Plaintiff, 

v - ) CA* No. 01-504-SLR 

SMITH & NEPHEW, INC*, 

Defendant. 

MEMORANDUM ORDER 

At Wilmington this 27th day of November, 2002, having 
reviewed the papers submitted by the parties in connection with 
various motions filed by defendant; 

IT IS ORDERED that defendant's motion to stay pending 
reexamination <D.I. 187) is denied, for the reasons that follow: 

1. The United States Court of Appeals for the Federal 
Circuit recognizes that "tclourts have inherent power to manage 
their dockets and stay proceedings . . . , including the authority 
to order a stay pending conclusion of a PTO reexamination • ■ 
Ethicon, Inc. v, Ouigg. 849 F.2d 1422, 1426-27 (Fed. Cir. 1988) 
(citations omitted) ♦ Courts clearly have the authority to order 
their cases to trial. 

2. The Federal Circuit also has recognised that patent 
litigation in a district court and reexamination proceedings 



A 3334 




before the PTO do not implicate a "precise duplication of effort" 
because "litigation and reexamination are distinct proceedings, 
with distinct parties, purposes, procedures , and outcomes. • 
at 1427. 

3. Given the court's view that its primary purpose is 
to manage litigation in an expeditious manner in order to create 
an appropriate record (through motion practice or trial) for 
review by the Federal Circuit, the court generally will not stay 
its cases pending reexamination proceedings absent extraordinary 
circumstances. In this case, where only one of the three patents 
is undergoing reexamination, where the patents at issue relate to 
an evolving and highly competitive market, and where the 
reexamination proceedings to date have not been conducted with 
what the court would consider "special dispatch", the court 
declines to find this an exceptional case warranting a stay. The 
court understands that, prior to trial, the PTO may issue rulings 
that will need to be considered, thus causing some inefficiencies 
in the pretrial and trial process. Nevertheless, the court 
concludes that such inefficiencies are an inherent byproduct of 
concurrent litigation and reexamination and, therefore, do not 
constitute exceptional circumstances justifying a stay of the 
litigation at bar. 

2 
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IT IS FURTHER ORDERED that defendant's motion to 



bifurcate willfulness and damages and to stay discovery (D.I. 
107) is granted. Discovery on the issues of willfulness and 
damages will be stayed until after the verdict on infringement 
and invalidity has been returned; these issues will be tried to a 
new jury. 

IT IS FURTHER ORDERED that defendant's claim of 
privilege pertaining to redactions in certain documents (D*X. 
190) is denied. The court finds that the information redacted is 
equivalent to the information required to be included in a 
privilege log, and thus not privileged information. 

„ IT IS FURTHER ORDERED that defendant's second motion 
for leave to amend answer and counterclaim {D.I. Ill) is granted. 
However, discovery and trial of defendant's newly added 
counterclaim for antitrust violations are stayed consistent with 
the above ruling on the issues of damages and willfulness. 



reargument is denied, as is its motion to strike.. (D.I. 160, 



IT IS FURTHER ORDERED that defendant's motion for 



172) 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 



ARTHROCARE CORPORATION, 
Plaintiff; 

v. 

SMITH & NEPHEW, INC., 

Defendant 



CA.No.Ol-504-SLR 



SMITH & NEPHEW, INC, 

Counterclaimant, 

v. 

ARTHROCARE CORPORATION, 
andETHICORJNC., 

Counterdefendants. 



STIPULATED ORDER 

WHEREAS, by order dated November 27, 2002 (DA 206), the Court stayed discovery 
and trial of defendant's newly added antitrust counterclaim in the above action; now therefore, 

IT IS HEREBY STIPULATED AND AGREED, subject to the approval and order of the 
Court, that the deadline by which counterdefendant Ethicon, he. ("Ethicon") must reply, move, 
or otherwise respond to defendant's counterclaim is extended until 30 days after Ethicon's 
counsel receives notice, from defendant Smith & Nephew's counsel that there has been a verdict 
in the patent trial 
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FISH & RICHARDSON P.C. 



ln(LDl647)\ 



ASHBY & GEDDES 




William/. Marsden,\ 

Keith A. 

919 N. Market Street, Suite 1 100 
P.O.Box 1114 

Wilmington, DE 19899-1114 
302-652-5070 

Attorneys for Smith A Nephew. Inc. 



StevenJ.EkH&(LD.#2114) 

John G. Day (ID. #2403) 

222 Delaware Avenue, 17* Floor 

P.O.Box 1150 

Wilmington, DE 19899 

302-654-1888 

Attorneys for Ethicon, Inc. 



SO ORDERED this ^ day of ^»X>u>-fA^__, 2003. 

Chie'f Judge (J 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 
ARTHROCARE CORPORATION, 
PJaintifi; 



v. 



SMITH & NEPHEW, INC., ' 
Defendant 



CA. No. 01-504 (SLR) 



PLAINTIFF ARTHROCARE *S 
OPENING CLAIM CONSTRUCTION BRIEF 



OF COUNSEL: 

Matthew D. Powers 
Jared Bobrow 
Perry Clair 

WEIL, GOTSHAL & MANGES LLP 
201 Redwood Shores Partway 
Redwood Shores, CA 94065 
(650)802-3000 

March 4, 2003 



MORRIS, NICHOLS, ARSHT & TUNNELL 

Jack B. Bhanenfdd (#1014) 

Karen Jacobs Louden (#2881) 

James W. Paired, Jr. (#4292) 

1201 N.Maricet Street 

P.O.Box 1347 

Wilmington, DEI 9899-4347 • - 
(302)658-9200 

Attorneys for Plaintiff ArthroCare 

Corporation 
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patent should not be read into the broad language of a claim. See Electro Med. Sys* SuL v. 
Cooper Life Sciences, Jnc, 34 R3d 1048, 1054 (Fed. Cm 1994) (particular embodiments 
appearing in a specification will not be read into the claims when the claim language is broader 
than such embodiments*")* 



D« Connector 



Disputed Phrase 


ArtliroCarc Definition 


Smith & Nephew Definition 


"connector" 
('536: a. 45) 


Anything that electrically 
couples the electrode 
terminal to the high 
frequency power supply. 


A structure which * may be 
removably joined or linked 
together with a cooperating 
structure (Le., a matins connector). 



The ordinary meaning of the disputed claim tenn "connector" is "anything 



serving as a link between two separate objects or units." Dorland's Illustrated Medical 
Dictionary at 370 (28th ed. 1994) (Ex. 9), There is nothing in any of the specifications of the 
patents-in-suit that compels, or even suggests, that the Court should depart from the heavy 
presumption that a term should be given its ordinary meaning. See Johnson Worldwide Assoc, 
Inc. v. Zebco Corp., 175 F3d 985, 989 (Fed Or. 1999) ("(A) court roust presume that the terms 
in the claim mean what they say, and, unless otherwise compelled, give lull effect to the ordinary 
and accustomed meaning of claim terms." There is a "heavy presumption in favor of the 
ordinary meaning of claim language....") (emphasis added); York Prods^ Inc. v. Cent. Tractor 
Farm & Family Or., 99 F3d 1568, 1572 (Fed. Or. 1996) ("Without an express intent to impart 
a novel meaning to claim terms, an inventor's claim terms take on their ordinary meaning."). 

The term "connector" appears in Claim 45 of the 4 536 Patent (Ex. 1), which reads 
"a connector near the proximal end of the shaft electrically coupling the electrode terminal to the 
eledrosurgical power supply." ArthroCare's construction - "anything that electrically couples 
the electrode terminal to the high frequency power supply" — is derived from the term's ordinary 
meaning and its stated purpose in the claim in which it appears. 



A 3580 



22 

Many different fluids are used in electrosurgical procedures. Some of these 
fluids, such as distilled water, glycine, and soibitol, are broadly regarded by those having skill in 
the art as being electrically non-conducting fluids. See US. Patent Nos, 4,943,290 (Ex. 12) coL 
13:47-49 ("The preferred electrically non-conductive fluid in the method of performing an 
arthroscopic subcutaneous lateral release is sterile distilled water.* 9 ); 4,924,882 (Ex. 13) coL4:4S- 
48 ('This is done with retroperfusion of non-conducting, isotonic solution such as sorbitol' 
manniiol solution from the proximal end of the vein graft gently distending the valves closed*"); 
5,122,138 (Ex. 14) col 1:31-36 ("To solve this problem, Rcxroth invented a system 
schematically illustrated in FIG. 1 (Prior Art) which injects a flow of non-conductive fluid (E.G. 
distilled water) out the end of a flexible tube to thereby surround the tip of the RF electrode with 
the electrically non^nductivc fluid/*). Smith & Nephew, in its Control RF 1FU, calls sterile 
water and glycine "non-conductive" fluids. See (Ex. 6D) (Dyonics Series 7000 RF Arthroscopic 
Probe Instructions for Use) at 2] 

Thus, a proper construction of the phrase ^electrically conducting fluid*' should 
exclude those fluids regarded by those of ordinary skill as non-conducting, such as distilled 
water. Yet, under Smith & Nephew's proposed construction, distilled water would qualify as an 
electrically conducting fluid. This is because even non-conducting fluids such as distilled water 
"allow the passage of electrical current** and conduct some electricity. See (Ex. 15) (Liquid Level 
Control Systems, Sensitivity Data, Water-Distilled — 2 microMhos/cm (0.002 mS/cm) at 
http://ww.gemssensorsxom/PDF/^ 0ast visited March 1, 2003)). 

Thus, Smith & Nephew's proposed construction would render the phrase "electrically 
conducting fluid" meaningless. 

Because Smith & Nephew's proposed construction of "electrically conducting 
fluid** covers fluids which arc regarded by those having skill in the art as electrically non- 
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IN THE UNTIED STATES DISTRICT COURT U ^**ARE 
FOR THE DISTRICT OF DELAWARE Z0Q3HAR^ Pft ^ 22 

ARTHROCARE CORPORATION, 



Plaintiff, 



v. 



SMITH & NEPHEW, INC. 

Defendant 



SMITH & NEPHEW, INC, 

Counterclaim Plaintiff 



ARTHROCARE CORPORATION, AND 
ETHICON, INC., 

. Counterclaim Defendants* 



C.A.No.Ol-504-SLR 



FILED UNDER SEAL 



SMITH & NEPHEW, INC/S OPENING CLAIM CONSTRUCTION BRIEF 

FISH & RICHARDSON P.C. 



Dated: March 4, 2003 



this is Ujdoc 



Wflliani J. Marsden, Jr. (#2247) 
Keith A. Walter, Jr. (#4157) 
Eugene B. Joswick (#4271) 
919 N. Market Street, Suite 1 100 
P.O. Box 1114 

Wilmington, DE 19899-1114 
Telephone: (302)652-5070 

MarkJ.Hebert 
225 Franklin Street 
Boston, MA 02110-2804 
Telephone: (617) 542-5070 

KurtisD. MacFerrin 
500 Arguello Street,.Suite 500 
Redwood City, California 94063 
Telephone: (650) 839-5070 

Attorneys for Defend ant 
SMITH & NEPHEW, INC. 



THIS ENVELOPE IS NOT TO BE OPENED NOR THE CONTENTS DISPLAYED, COPIED OR 
REVEALED EXCEPT BY COURT ORDER OR BY AGREEMENT OF THE PARTIES 
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These pages have been removed from the 
non-confidential appendix due to confidential 

designations 
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CONFIDENTIAL INFORMATION HAS 
ftN REMOVED FROM THIS PAGE 
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CONFIDENTIAL INFORMATION HAS BEEN 
REMOVED FROM THIS PAGE 



j^as: 
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'jMKTDENTIAL INFORMATION HAS B 
^REMOVED FROM THIS PAGE 
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CONFIDENTIAL INFORMATION HAS BEEN 
REMOVED FROM THIS PAGE 
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IN THE UNITED STATES DISTRICT COURT 
. FOR THE DISTRICT OF DELAWARE 



ARTHROCARE CORPORATION, 
Plaintiff 

v. 

SMITH &NiEPHEW f INC 
Defendant 



SMITH & NEPHEW, INC, 

Counterclaim Plaintiff, 



v. 



ARTHROCARE CORPORATION, AND 
ETHICON.INC. 

Counterclaim Defendants. 



CA.NaOl-504-SLR 
FILED UNDER SEAL 



o 



ciurm A ftFPHEWS OPENING BRIEF IN SUPPORT OF ITS MOTION FOR 
5,697,536; 5^97,8*2 AND 6^592 



Dated: March 4, 2003 



tO0U39t<*x 



FISH & RICHARDSON P.C 
William J. Marsden, Jr. (#2247) 
Keitfa A. Walter, Jr. (#4157) 
919 R Market Street, Suite 1100 
P.O. Box 1 114 

Wilmington, DE 19899-1 U4 
Telephone: (302)652-5070 

MarkJ.Hebert 
225 Franklin Street 
Boston, MA 02110-2804 
Telephone: (617) 542-5070 

KwtisD.MacFemn 
500 ArgueBo Street. Suite 500 
Redwood City, California 94063 
Tekphooe: (650) 839-5070 

Attorneys for Defendant 
SMTTH& NEPHEW, INC 



THIS ENVELOPE IS NOT TO BE OPEN ED NOR THE ^^'^''^^SiMS* a2ti«*? 
1^ BY COURT ORDER OR BY ACREEMENT OF THE PARTIES 
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These pages have been removed from the 
non-confidential appendix due to confidential 

designations 
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IN THE UNITED STATES DISTRICT COURT 
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v. 



SMITH & NEPHEW, INC. 

Defendant 



SMITH & NEPHEW, INC., 

Counterclaim Plaintiff, 



v. 



ARTHROCARE CORPORATION, AND 
ETHTCON, INC, 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 



ARTHROC ARE CORPORATION, 
Plaintiff; 



v. 



SMITH & NEPHEW, INC. 

Defendant 



SMITH & NEPHEW, INC, 

Counterclaim Plaintiff, 



v. 



ARTHROCARE CORPORATION, AND 
ETHICON, INO, 

Counterclaim Defendants. 



OA.No.Ol-504-SLR 
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P.O. Box 1114 

Wilmington, DE 19899-1114 
Telephone: (302)652-5070 

MarkJ.Hebert 
225 Franklin Street 
Boston, MA 02110-2804 
Telephone: (617) 542-5070 
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IN THE UNITED STATES DISTRICT COURT 
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ARTHROCARE CORPORATION, 
Plaintiff, 

v. 

SMITH & NEPHEW. INC. 

Defendant 
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ETHICON.INC 

Counterclaim Defendants. 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 



ARTHROC ARE CORPORATION, 
Plaintiff 

v. ) CA. No. 01-504 (SLR) 

SMITH & NEPHEW, INC., 

Defendant 

ARTHROC ARE'S MOTION JN LIMINE TO PRECLUDE 
SMITH & NEPHEW FROM REFERRING TO JUDGE ORRICK'S 
DECEMBER 1, 1998 INTERLOCUTORY DECISION IN THE ETHICON CASE 

ArthroCare Corporation ("ArthroCare") hereby moves in limine to preclude Smith 

& Nephew, Inc. ("Smith & Nephew") from referring to, or offering any evidence concerning, - 

Judge Orrick's December 1, 1998 interlocutory decision in die earlier Ethicon case. 

STATEMENT OF FACTS 
On February 13, 1998, ArthroCare filed an infringement action against Ethicon 
Corporation ("Ethicon"), Mitek Surgical Products, Inc. ("Mitek"), and Gynecare, Inc. in the 
United States District Court for the Northern District of California, entitled ArthroCare Corp. v. * * 
Ethicon, Inc. (the "Ethicon case"). 1 Shortly thereafter, ArthroCare moved for a preliminary 
injunction against Ethicon and Mitek. On December 1, 1998, Judge William H. Orrick issued a 
Memorandum Decision denying ArthroCare's motion (the "Ethicon Decision," (Ex. A). The 



In the Ethicon case, ArthroCare asserted U.S. Patent Nos. 5,697,536 ("*he '536 patent") 
5,697,882 (the *82 patent"), 5,697,909 ("the 909 patent"), and 5,697,281 ("the 281 
patent 11 ). ArthroCare has asserted two of those patents against Smith & Nephew in this 
action - namely the '536 and the '882 patents — as well as an additional patent that issued 
after the Ethicon case, US. Patent No. 6,224,592 Bl ("the *592 patent"). 
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UNITED STATES DISTRICT COURT 
NORTHERN DISTRICT OP CALIFORNIA 



ARTHROCARE CORPORATION, 

Plaintiff, 

v«. • 

ETHICON, INC. , MITEK SURGICAL • 
PRODUCTS, INC., and 
GYNECARE, INC., 

Defendant*. 



No. C-98-0609 WHO 

MEMORANDUM DECISION 
AND ORDER 



I. 

ArthroCare contends that Ethicon and Hitelc are infringing 
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faiences. But also under the function, 

way lis) result, you need to consider the 

claim (19) construction. 

120) The beginning assumption of ours Is 

(2U correct when you do that. Our 

separate fluid |22( supply doesn't per* 

form the function — perform the (23) 

fluid over the electrodes, 

[24) On the *882 patent, we only have two 

Pago 146 

ID electrodes. We don't have fouroreven 
three* . 

m And one point I'd like to makc,i5) there 
are two cnor$,two alleged errors they Ml 
propose in their certificate of cor- 
rcction. One w is to change active 
electrode to electrode terminal. May- 
be I have that backwards. 
I7| The other is to change electrically t*t 
conducting terminal to electrically con- 
ducting |9| fluid. Even if you were to 
agree with them, itoi electrically con- 
ducting terminal to be mi electrically 
conducting fluid, you would still 1121 
have the other change that they made. 
U3I And unless you agree with them that 
tu) that change ought to be made three 
electrodes, and m we don't have three 
electrodes, we only have two. H4 The 
claim— Td also like to point out that on — 
It7| wcU, and then on the '592 patent, as 
you saw on 1191 that video, our products, 
when they're used, their it* return 
electrode touches tissue. 
120) That's not really disputed. And tan 
that's true for alt three of our products. 
t22| And that takes care of all of the (251 
asserted claims of the '592 patent, bec- 
ause |xi they're all dependent from 
Claim I to 23. 

[ P»9* 140 

UlThe Doctrine of Equivalents m shoul- 
dn't be read to a level of finding of 01 
infringement that would officiate in- 
effectively, w You'd be saying something 
that does contact is m equivalent to 
something that docs not contact. 16) That 
would officiate that limitation. 
17) But there is also no infringement, m 
because there is no infringement by ta 
Smith & Nephew. We sell devices. We 
don't treat not patients, 
mi So there's no conception or no ttai 
suggestion that we directly infringe 
these mm claims. And there's also no 
evidence of indirect mi infringement, 
(is) For indirect infringement, you need 
116} to show that we induce infringem- 
ent. And the tt7j evidence doesn't show 
that. 

list The instruction for use are the m 
Saphyre weren't warned against contact 
between a poj return electrode and 
nonuiget-An important 1211 distinction. 
tfg They don't warn against target mi 



tissue, they only warn against nontargct 
tissue, uq As you saw in the video, it 
would be pctposturous 



Pago 150 

tu for Smith & Nephew to warn against 
contact with m return electrodes bec- 
ause it does touch tissue in 01 its use. 
Hi And also,that video was nota is) return 
electrode. That was a sales training \e\ 
video. 

HI So this is how Smith Sc Nephew trains 
(•I people on hs devices. Return elec- 
trode , the pi electrode blade sales mater- 
ial that they point to ik» is completely 
misread. Those weren't against the tut 
edge, 

tt2) If you look at that electrode blade \m 
product that you have, you will see. a 
return im electrode that is on the 
outside, it has a bit of m air edge 
horizontally. But that only warns against 
HO the edgc.lt should be careful with the 
edge (i7i because it's sharp, 
twikdocsii^warnagainstotherwaystio) 
that you might contact tissue with return 
1201 electrodes. And the control RF, they 
have no pit evidence on that. 

122) And for contributory infringement, 

123) there's no contributory infringement 
if there's 121 1 substantial issucs^ven their 
slicing them up 

______ Pagotsi 

It) Into a million pieces argument for 
how to read 121 docs not contact tissue. 
mThere certainly are.you know, many hi 
methods that are being used where the 
return tsi electrode docs contact tissue. 
Those are t$ substantially non- 
infringement issues, so they m cannot 
prevail on the contributory infringem- 
ent w finding. 

m THE COURT: All right. Thank you not 
very much. 

Hit Plaintiff has 10 or 15 minutes. \w 1*11 
give you about 1 3 minutes to respond. 
ID) MR BOBROW: Thank you. Your ti4| 
Honor.rd like to address just a couple of 
claim (tsi construction issues, and then 
I'd like to have u«t Karen Jacobs Louden 
respond on the argument ti7) relating to 
the '882 patent, Claim t, and the not 
question about the certificates of cor- 
rection. 

Ii9illi try to be as brief as I carU ivx know 
that it's late. 

tail The first issue I wanted to address (221 
was electrically conducting fluid. We've 
had so me (25) discussion about that, and I 
wanted to follow-up (241 on the question 
that you asked me before our first 
______ pagttsa 

ID break. 

(2| And it appeared that Your Honor was 
131 concerned about simply letting the 



phrase hi electrically conductive fluid 
go to the jury in (5) those words, 
m Mr, Marsden raised a portion of a |7) 
specification of the '882 patent, and the 
portion w that he highlighted for you 
says — refers to m certain ranges of 
conductivity torn something like not 0.2 
millisiemens to 17, or words to that 
effect. 

(lit Having considered the issues and 1121 
lookinga t all of the issues Jet me suggest 
a km possible construction for elec- 
trically conductive ihi fluid that 1 think 
solves a lot of the problems nsi and a lot 
of the issues that the Court may have. 
(16) One construction that 1 think makes 
liTi sense would be for electrically con- 
ducting fluid ( tsi to be defined as a fluid 
with a conductivity 09i similar to blood 
or saline. 

I20i I think that has a number of \ut 
advantages. Advantage number one is 
that blood t22| and saline are the fluids 
that Smith & Nephew rat referred to in 
die claim construction. 
(2U Number two, blood and saline are 
_______ f^iisi 

tu referred to in the specification of all of 
the 121 patents, all three as being elec- 
trically di conductive. 
Hi And third, what Mr. Marsden pointed 
151 out to you with the ranges of con- 
ductivity.that 14 booty in the *882 patent 
and the '592 patent. 
171 That range information doesn't 1* 
appear in the *536 patent, but blood and 
saline I9t appear in the specification of 
each and every im patent, 
(in The otheradvantage of this proposed 
ti2i construction, I think, b that it avoids 
2 the 113) problem that Smith 3c Nephew's 
I current construction ihi would cover 
! distilled water, would cover deionlzed 
! 1 tsi water, wouMc o vcr glycincajod other 
fluids that ((Done in ordinary skia would 
say arc not H7i electrically conductive. 
uwSothatn-ygivearuccfrarncworkiw 
for the jury to understand the kinds of 
fluids pot that we're talking about in this 
litigation. 

I2u The second issue that I wanted to m 
discuss on claim construction was con- 
nector. Your t2)i Honor was handed a 
number of the accused 124 products. 

Pago1S4 

it) We do not dispute that the prong m 
chat goes into the generator is a con- 
nector. DJ That's not the dispute. 
H) What the dispute Is about Is whether 
»j that is cxdusrvely,andsotery.and only 
the (6t connector or whether there are 
other connectors. 

17) My impression from looking at all of m 
the graphics, and all of the slides,and all 
of w the documents is that connector is 
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ARTHROCARE CORPORATION. , 
Plaintiff, 
v. 

SMITH & NEPHEW, INC- , 
Defendant • 



Civil Action No. 01-504-SLR 
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C* Plaintiff's Motion for Partial Summary Judgment of 
- Infringement of Claim 1 of the % SS2 Patent and 
Defendant's Motion for Summary Judgment of Non- 
infringement of the Asserted Claims of the *592 Patent 

With respect to infringement of claim 1 of the % 592 patent, 

the parties base their arguments on the claim limitation *the 

return electrode is not in contact with the body structure 

Claim 1 of the % 592 patent recites: 

1. A method for applying electrical energy to a 

target site on a body structure on or within a 
patient's body, the method comprising: 

positioning an electrode terminal into at 
least close proximity with the target site in 
the presence of an electrically conductive 
fluid; 

positioning a return electrode within the 
electrically conductive fluid such that the 
return electrode is not in contact with the 
body structure to generate a current flow 
path between the electrode terminal and the 
return electrode; and 

applying a high frequency voltage difference 
between the electrode terminal. and the return 
electrode such that an electrical current 
flows from the electrode terminal, through 
the region of the target site, and to the 
return electrode through the current flow 
path. 

(»592 patent, col- 24, 11. 6-21) (emphasis added) 

Both parties have proposed a claim construction that 
' improperly imports a temporal limitation in the claim. The claim 
limitation in dispute has no relation to the time required to 



6 



A 14063 




perform the method. The claim limitation w the return electrode 
is not in contact with the body structure* is clear - the return 
electrode is not to contact the body at all during the 
performance of the claimed method. The court has determined that 
this phrase should be given its ordinary meaning . In doing so, 
the court rejects both parties' attempt to add a limitation not 
present in the claim. 

. As discussed, the parties' arguments actually, relate to the 
time required to perform the claimed method. The claimed method 
does not contain any time limitations. Thus/ the claimed method 
is performed yhen each of the three steps of claim 1 has been 
completed* See Bell Communications Resear ch, Inc. v. Vitalink 
Communications Corp. . 55 P. 3d 615, 622-23 (Fed. Cir. 1995) (MA]n 
accused product that sometimes, but not always, embodies a 
claimed method nonetheless infringes.*). Defendant does not 
dispute that, at times during the surgery, the return electrode 
of the accused product is not in contact with the body structure 
and each of the three steps of the claimed method cure performed. 
The court, therefore, finds that the use of the Saphyre product 
literally infringes claim 1 of the % 592 patent. 

Although the court finds that the use of the accused product 
literally infringes claim 1 of the *592 patent, plaintiff has 
failed to prove that defendant uses the accused product. The 

7 
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claim at issue is a method claim. A finding of infringement 
requires proof that the accused method has been performed. 
Plaintiff has not even alleged, much less proven, that defendant 
performs the claimed method. 

Plaintiff asserts that it is not necessary to identify 
specific individuals who use the product- The cases cited by 
plaintiff support this proposition when plaintiff is attempting 
to prove the direct infringement necessary to find inducement or 
contributory infringement. In the motion before the court, 
*Arthrocare did not move for summary judgment of inducement or 
contributory infringement (.3 " x (D.I. 297 at 2) 

For these reasons, plaintiff's motion for partial summary 
judgment of infringement of claim 1 of the *592 patent (D.I. 251) 
is denied. Defendant's motion for summary judgment of non- 
infringement of the asserted claims of the *592 patent (D.I. 2S5) 
is also denied. 

D. Defendants Motion for Summary Judgment off Non- 
infringement of the Asserted Claims of the *536 Patent 

Defendant asserts numerous arguments as its basis for 

summary judgement of non-infringement of the *536 patent. The 



^Literally, Arthrocare moved *for partial summary judgment 
that (the] accused Saphyre product . . . infringes claim 1 of 
tthe *592] patent-* (D.I. 251) Of course, a product cannot 
infringe a method claim. 

8 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 



ARTHROCARB CORPORATION, 
Plaintiff; 

v. 

SMITH & NEPHEW, INC. 

Defendant 



SMITH & NEPHEW, INC., 

Counterclaim Plaintiff 



ARTHROCARB CORPORATION, AND 
ETHICON, INC, 

Counterclaim Defendants. 



GA.No.OI-504-SLR 



FILED 

AP« 2 9 2004 



SMITH & NEPHEWS AMENDED NOTICE OF APPEAL 
PLEASE TAKE NOTICE that Smith & Nephew, Inc. ("Smith & Nephew"), 
defendant and counterclaim-plaintiff in the above-captioned case, hereby appeals to the 
United States Court ofAppeals for the Federal Circuit from: 

(1) the Revised Order, dated April 28, 2004, denying Smith & Nephew's 
motion for reconsideration of orders granting ArthroCaic Corp.'s ("AithroCarc") motion 
for permanent injunction and denying Smith & Nephew's motion to stay the injunction 
pending appeal (D J. 509); 

(2) the Order and Memorandum Opinion, dated April 27, 2004, denying 
Smith & Nephew's motion for reconsideration of orders granting ArthroCare's motion 
for permanent injunction and denying Smith & Nephew's motion to stay the injunction 
pending appeal (D J. 507 and 508) and the Revised Order; dated April 27, 2004, 
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dismissing Smith & Nephew's antitrust counterclaim and granting ArthroCare's motion 
to dismiss that counterclaim (D J. 506); 

(3) the Order, dated April 8, 20M,d^nymgSnum& Nephew's unopposed 
motion to lift the stay to oppose ArthroCare's motion to dismiss the antitrust 
counterclaim (DJ. 499); 

(4) the Orders and Memorandum Opinions, dated March 10, 2004, denying 
Smith & Nephew's motion for judgment as a matter of law pursuant to Fed. R. Civ. P. 
50(b), denying Smith & Nephew's motion for a new trial, denying Smith & Nephew's 
cross motion to strike motion for entry of judgment of no inequitable conduct, granting 
ArthroCare's motion for entry of judgment of no inequitable conduct, granting 
ArthroCare's motion for permanent injunction, and granting ArthroCare's motion to 
dismiss Smith & Nephew's antitrust counterclaim (DA 481, 482, 483, 484); 

(5) theJudgment for ArtotoCam agauist Smith & Nephew, dated June 20, 
2003 (DA 452); 

(6) those portions of the Memorandum Order, dated April 9, 2003, construing 
the disputed claim language in Patents '536, '882 and '592 in a manner that differed 
from that proposed by Smith & Nephew (DA 353); and 

(7) each and every order, opinion, ruling, finding and/or conclusion of the 
District Court which produced or is subsumed within those portions of such Judgment, 
Orders, Memorandum Opinions and/or Memorandum Order, and/or was adverse to Smith 
&Ncphcw. 
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No additional fee is required pursuant to Fed. R. App. P. 4(aX4)(B)(5i). 



Dated: April 29, 2004 



FISH & RICHARDSON P.C. 



By: 




William I. Marsdft, Jr. (#2247) 
Eugene B. loswick (#4271) 
919 N. Market Street, Suite 1 100 
P.O.Box 1114 

Wibnmgton,DB 19899-1 114 
Telephone: 002) 652-5070 
Facsimile: (302)652-0607 

MarfcJ.Hebert 
225 Franklin Street 
Boston, MA 02110-2804 
Telephone: (617) 542-5070 
Facsimile: (617) 542-8906 

RuffinB.Coide!l 
1425 K Street, N.W. 
Washington, DC 20005-3500 
Telephone: (202) 783-5070 
Facsimile: (202) 783-2331 

Attorneys for Defendant, Counterclaim-Plaintiff, 
SMITH & NEPHEW, WC 
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rURTIFICATE OF SERVICE 

I her eby certify that on this 29th day of April, 2004, a true and correct copy of the 
foregoing SMITH & NEPHEWS AMENDED NOTICE OF APPEAL was caused to be 
served on the attorneys of record at the following addresses as indicated: 



BY HAND 

Jack B. Blumenfeld, Esq. 
Morris,Nfchols, Arsht & TunneO 
1201 North Market Street 

P.O.Box 1347 

Wilmington, DB 19899-1347 

BY FEDERAL EXPRESS 
Matthew D. Powers, Esq. 
JaiedBobrow _ 
Perry Clark, Esquire 
Weil, Gotshal St Manges LLP 
201 Redwood Shores Parkway 
Redwood Shores, CA 94065 



BY HAND 

Steven J. Balk*, Esq. 

Ashby & Geddes 

222 Delaware Avenue, 17th Floor 

P.O. Box 1150 

Wilmington, DE 19899 



Attorney for PlarotiftfCtounterclaim- 
Defendant 

ArthroCare Corporation 



Attorneys for Waba^Counterclann- 
Defendant 

ArthroCare Corporation 



Attorney for Counterclaim-Defendant 
Ethicon, mc. 



208519464k 
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FROM MNA&T/302-658-3989 



(TOE) 5. 6*03 9:58/ST. 9:57/NO. 4261979049 P 2' 



3% 



Morms, Nichols, Axsht & Tunnell 



Wuiuu O.LtMorrv 

RlMUJ* O. A*JUW 

Wuit* CTwrnu 

Doiut* Ntuo« U*.» 
Do**** E.Ru& 



Tmoua* R. Nutm 
JU JPMOU SC4CM. p. 

Jaco** L*«»t» 

Oo«.i L Cnni 
lowifj. Onwrr 

E»c D. Scsvato 
D*m»C< A»m 



The Honorable Sue L. Robinson 
United Sutec District Court 
S44 King Street 
Wilmington, DE 19801 



1201 Mom Ma»»wt Stxjit 
F.O. Box 13*7 
WiucmoTOM, DtLAvxn 198$$- 1 547 

302 656 9200 
002 S$S 3H3F« . 



May 6, 2005 



JUcirti A. D«Atu 



0**m A.Kauu 

fATUCU O. V*UA . 

Ctsoorr W. Wiunuu 
Do.** L. Hum 

ft. V»U**MKX 

C**««r ft. 
r**w H. ****** 

MtUMAXDlVaMtMA 



Onuct D. Km 

JamiCCUmmh 
Jam* A. Cwcru 

lautA^uMn 



Re: A l flHB&a Cftm V. Smith frN^ h cW: (■> a ja ^gflj a n 
Dear Chief Judge Robinson: 

both . hard co£ £ W « P"*"* W inactions. 



cc: 



Peter T. Dalleo (w/enc.) (by band) 

WaUaai J. Marsden, Jr.. Esquire (w/enc.) (by hand) 
Mark J. Hebert, Esquire (w/enc) (by ffc) 1 
Jared Bobrow, Esquire (wAarc.) (by fax) 
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FROM WIAW/302-65H989 {TUB 5. 6*03 10:O7/ST. 9:57/»a 4261979049 P 4$ 

ofthe claimed method Tfc claimed method dots not contain any timalb^tious. Tnus.the 
claimed method is panned wkca each of the toe steps of the claim has been completed. 

4. "HettricaIljrCwidBrttegItlulira B< | -EleelricaDy CondocrJvellold" 
C0ttSi$,ent ^ °"«n«y definition, -electrically conducting fhu<r and 
-electrically conductive Mi« shall be conned to mean "any flaid that Acilitates the passage 
of electrical current" Examples ofefccWcallyeonduclmg fluids areblood and..**. 

5 * SnSli W De8VeriDg Eitttric * U * C«dnctfw Fin Id to ft* 

This phrase shall be co^ed consent with its ordinary meaning; no further 
construction is necessary. 

6. "Electrode Terminal." 

Consistent with the intrinsic evidence of the pate*, * auit, -.fectrode tcmrinaT 
means "one or more active electrodes." 

7. "Attire Electrode." 

The comt shall apply the ordinary definition of the tern, "active electrode- in the 
relevant.* The term -active electrode" means "a siting electrode . . . applied to tissue for 
and fished finm (a return electrode) by having a ^ area of contact. Urns 
affording a higher current denary." 

*. "Retom Electrode." 

As contrasted with ao active elcctmde, the term "return electrode" means -an 
electrode havfcg , large, area of contact than an active electrode, thus affording a lower current 
density." 
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M THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 



ARTHROCARE CORPORATION, 
Plaintiff; 

v. 

SMITH & NEPHEW, INC. 

Defendant 



SMITH & NEPHEW, INC, 

Counterclaim Plaintiff; 

v. 

ARTHROCARE CORPORATION, AND 
ETHICORINC, 

Counterclaim Defendants. 



CA.No.Ol-504-SLR 



FILED 



CONFIDENTIAL 
FILED UNDER SEAL 



MAY 9 2003 

~H c DISTRICT COUHf , 
OISTOCT OF DELAWARE 



SMITH & NEPHEWS RULE 50(A) MOTION FOR JUDGMENT AS A 

MATTER OF LAW 



Dated: May 9, 2003 



20626551 



FISH & RICHARDSON P.C 
William J. Marsden, Jr. (#2247) 
Keith A. Walter, Jr. (#4157) 
Eugene B. Josvick ((#4271) 
919 N. Market Street, Suite 1 100 
P.O. Box 1114 

Wthmngton; DE 19899-1114 
Telephone: (302)652-5070 

Mark J. Hebert 
Thomas M. Johnston 
225 Franklin Street 
Boston, MA 02110-2804 
Telephone: (617) 542-5070 

Kurtis D. MacFcrrin 
500 Arguello Street, Suite 500 
Redwood City, California 94063 
Telephone: (650) 839-5070 

Attorneys for Defendant 
SMITH & NEPHEW, INC. 



'•I * 



.... 



THIS ENVELOPE IS NOT TO BE OPENED NOR THE CONTENTS DISPLAYED, COPIED OR 
REVEALED EXCEPT BY COURT ORDER OR BY AGREEMENT OF THE PARTIES 
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CERTIFICATE OF SERVICE 

I hereby certify that on this 9th day of May, 2003, a true and correct copy of 
SMITH & NEPHEW'S RULE 5 0(A) MOTION FOR JUDGEMENT AS A MATTER 
OF LAW was caused to be served on the attorneys of record at the following addresses as 
indicated: 



BY HAND DELIVERY 
Jack B. Bhimenfeld, Esq. 
Matthew D. Powers, Esq. 
Morris, Nichols, Arsht & Tunncll 
1201 North Market Street 
P.O. Box 1347 
Wilmington, DE 19899-1347 

BY FEDERAL EXPRESS 
Matthew D. .Powers 
Jared Bobrow 
Perry Clark 

WEIL, GOTSHAL & MANGES LLP 
201 Redwood Shores Parkway 
Redwood Shores, CA 94065 -1 175 • 

BY HAND DELIVERY 
Matthew D. Powers 
Jared Bobrow 
Perry Clark 

WEIL, GOTSHAL & MANGES LLP 
G/6 1201 R Market Street 
Wilmington, DE 19801 

BY HAND DELIVERY 
Steven J. BaHck, Esquire 
Ashby & Geddes 
222 Delaware Avenue 
Wilmington, DB 19801 



Attorneys for Plaintiff 
Arthrocare Corporation 



Attorneys for Plaintiff 
ArthroCarc Corporation 



Attorneys, for Counterclaim Defendants, 
Ethicon, Inc. 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 



ARTHROCARE CORPORATION, 
Plaintiff; 

v. 

SMITH & NEPHEW, INC, 
Defendant 



CA.No.0J-504SLR 



ARTHROCARE'S REVISED SUPPLEMENTAL COVENANT NOT TO SUE 
SMITH & NEPHEW ON CERTAIN CLAIMS OF THE PATENTS-IN-SUTT 

To reduce and focus (he issues for trial plaintiff ArthroCaro Corporation 
(**ArthroCare M ) has' decided to withdraw its allegations that the accused products of Smith &. 
Nephew, Inc. ("Smith & Nephew") and their use infringe certain claims of the patents-in-suit 
Specifically, ArthroCare unconditionally agrees not to sue Smith & Nephew or its customets to 
whom it owes an indemnification obligation with respect to the below listed products, now or in 
the future, -for direct, induced or contributory infringement of: (1) claims 45, 55; 58-59, and 
61-62 of.U.S. Patent No. 5,697,536 (the ^536 patenf), (2) claims 1, 18, 21, 23-24, 26, 28-29, 
37-38, 47-50, and 54 (as it depends from 2S) of UJS. Patent No. 5,697,882 (the w 882 patent"), 
and (3) claims 2, 9, 13-15, 18, 30, 34-36, and 39 of U.S. Patent No. 6^24,592 Bl (the "'592 
patent") (referred to collectively as the "Withdrawn Claims") based on its manufacture, use, 
importation, sale, or offer of sale of the following accused products as configured to date: 

Saphyre 90-degree, 3 mm Bipolar Ablation Probe, Integrated 
Cable, REF 925001 / 7209686 

Saphyre 90-degree, 3 mm Suction Bipolar Ablation Probe, 
Integrated Cable, REF 92501 1 / 7209683 

Saphyre 90-degree HP Ablator, 7209684 

Saphyre 60-degree, 3 mm Bipolar Ablation Probe, Integrated 
Cable, REF 925003 / 7209685 
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Saphyre 60-degrec, 3 nun Suction Bipolar Ablation Probe, 
Integrated Cable, REF 925013 / 7209682 

Saphyre 90- degree HP Ablator with suction, 7209681 

Saphyre.9 0-degree HP Ablator, REF 7209684 

Saphyre 90-degrec HP Ablator with suction, REF 7209681 

Dyonics Series 9000 Electroblade Resector 43 mm Full Radius 
Blade, REF 7205961 

Dyonics Series 9000 Electroblade Resector 4.5 mm Elite E/S 
Resector, REF 7209700 

Dyonics Series 7000 RF Arthroscopic Probe, Type RS, 
REF 7205956 

Dyonics Series 7(KK) RF Arthroscopic Probe, Type RSX, 
REF 7205957 

Dyonics Series 7000 RF Arthroscopic Probe, Type RE, 
REF 7209034 

Dyonics Series 7000 RF Arthroscopic Probe, Type REX, 
REF 7209035 

Dyonics Series 7000 RF Arthroscopic Probe, Type AP, 
REF 7209036 

Dyonics Series 7000 RF Arthroscopic Probe, Type APX, 
REF 7209037 

Dyonics Series 7000 RF Arthroscopic Probe, Type MR, 
REF 7209038 

Dyonics Scries 7000 RF Arthroscopic Probe, Type MRX, 
REF7209039 ■ ■ 

Dyonics Control RF Generator Adaptor, REF 7207908 



This covenant is without prejudice to any assertion by ArthroCare of infiingemeot 
of any other claim of the 4 536 patent, the 4 882 patent, or the *592 patent or any assertion of the 
Withdrawn Claims against any other products or methods. Nothing in this covenant shall be 
construed as an admission by ArthroCare that any product or method is not covered by the 
Withdrawn Claims. 
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MORRIS, NICHOLS, ARSHT & TUNNELL 

Jack B. Blumenfcja (#1014) 
Karen Jacobs Louden (#2881) 
James W. Parett, Jr. (#4292) 
1201 N. Market Street 
P.O; Box 1347 
Wilmington, DE 19899-1347 
(302)658-9200. 

Attorneys for Plaintiff ArthroCare 
. Corporation 



OFCOUNSEL- 

Matthew Di Powers 
Jarcd Bobrow 
Perry Clark 

WEIL, GOTSHAL & MANGES LLP 
201 Redwood Shores Parkway 
Redwood Shores, CA 94065 
(650) 802-3000 

May 9, 2003 
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CERTIFICATE OF SERVICE 

I, Karen Jacobs Louden, hereby certify that copies of the foregoing were caused 
to be served this 9* day of May, 2003, upon the following in the manner indicated: 
BY HAND 

William J. Marsdcn, Jr. 
Fish & Richardson 
919 K Market Street . 
Wilmington, DE 19801 



Karen Ja^Jbs Louden 
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I 

2 PROCEEDINGS 
3 

4 (Proceedings commenced in the courtroom, 

5 beginning at 3:30 am, and the following occurred .without 

6 the presence of the jury.) 
7 

8 THE COURT: All right You all can let me know 

9 what is going on. 

10 MR. BLUMEHFELD: Your Honor, Mr. Marsden and 1 

11 spoke last night after the conference that wc had yesterday 

12 afternoon. I guess we haven't spoken since last night 

13 But I guess our view; plaintiffs view, is to go forward 

14 with the cntiie trial on the schedule that was set, so wc 

15 will go the next three days, and then next week. Idont 

16 know whether William has any different view on that or not 

17 THE COURT: Can you tell me if there is a very, 

18 very good reason why we should go forward and not 

19 accommodate Mr. Marsden's problem? . 

20 MR. BLUM ENFEUfc Vet The reason, vour Honor 

21 is thst, in terms of the suggestion that your Honor made 

22 yesterday, our infringement expert isn*t available next 

23 Monday and Tuesday. He has surgery scheduled. So even 

24 if we wanted to try to put things into next week, our 

25 witness, our main witness just isn't available at the _ 
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1 beginning of next week, when we would be putting our 

2 i ^^nngr mr rtf eft on* 

3 THE COUFT: It astounds me how people can 

4 schedule Hangs and things can happen so that there is 

5 absolutely no flexibility. 

6 MR. BLUMEHFELD: Your Honor, be moved surgery 

7 from .this week to next because of the way the trial was 
S scheduled. -That is where we are. 

9' THE COURT: Mr. Marsden, 

10 MR MARSDO* Your Honor, we appreciate Jbe 

11 proposals that you have made and we would welcome either 

12 of them. That is cither to start infringement on Monday 

13 or to push the entire trial to August Appreciate the 

14 Court suggesting those as possible alternatives and we 

15 would welcome cither of them. 

16 THE COURT: well, it doesn't sound like the 

17 oac that makes the roost sense works out because of the 

18 plaintjfTs mfrmgement expert So I am not confident 

19 that I can accommodate yoa I guess, for purposes of the 

20 record, you need to fee me know, for purposes of the 

21 record you can make whatever rep^ 

22 make in terms of your dient But 1 think, unfortunately, 

23 we do need to go forward, under the circiTrnstnnccs, 

24 mr. MARSDEN: I appreciate that Your Honor, 

25 one last proposal would be to start infringement on • 
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1 give you a schedule tomorrow. However, that doesn't 

2 necessarily include your juror ddtberatiens. So we will 

3 be done our job, and our trial time doesn't necessarily 

4 include the time that you win need to review the evidence 

5 Because I time my trial, it is real important 

6 that we start prompdy and end promptly. So we would 

7 appreciate yw cooperation in getting here so we can 

8 start at 9*30 and cod either at 3:00 or 4:30. 

9 We try to resolve the evidentiary disputes 

10 before you get into Court so theoretically when you are 

11 hoc you will be bearing evidence and not a lot of argument 

12 between the lawyers and me. 

13 . That Is kind of the fundamentals of trial here 

14 in my courtroom. 

15 We are going to recess for the day. You need 

16 to follow Franceses. She will take you back to the jury 

17 room so you can familiarize yourself with that and how to 
IS get in and out of chambers. 

19 I will just remind you not to discuss anything 

20 about the case, except your schedule, with anyone, and we 

21 will look forward to seeing you tomorrow morning at 9*30. 

22 (At this point the jury then left the 

23 courtroom.) 

24 THE COURT: All right. I forgot to mention the 

25 temperature variations. It will either be freezing or too 
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1 of hours allocated to each party. I have decided that I 

2 think we can accoinrnodatc, rather than 36 - well, I will 

3 ha vc to go back_ We need to dmn^te a (ew riours from 

4 each side because we arc dinunating a few hours today. 

5 So instead of 18 hours each, I think we might have to be 

6 down to 16 hours each. I will look at my schedule and 

7 see how mat comes tup. 

8 Are there any other issues which we need to 

9 address yet today? 

10 HcpcruOy, you afl will know enough about what 

11 is planned for the day to bring to my attention before we 

12 start the trial day. Any evidentiary issues? Because at 

13 this point, if I decide that you knew about an issue end 

14 failed to bring it to my attention when the jury was not 

15 here, you win lose that motion even if -or lose that 

16 issue even if it is meritorious. The idea is to know 

17 what's going to happen and to bring issues up so that we 

18 don't waste the jury's time. Tlw time b the most 

19 valuable here in the couiuooroL 

20 Mr.Blurnenfdd 

21 Mfc. BUJMENFELlh Your Honor, on thai note* I 

22 <£d raise, before the jury came in, the 5104£*s. My 

23 recollection of the way that played out is that Smith & 

24 Nephew moved to exclude its 510-K's as w* relevant to 

25 irdrtogement Our response was that neither side's 
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warm, So you have to dress in layers, those of them who 
can dress in layers. 

Why dent we have a scat and just go over the 
one or two other things. Then you can take off for the 
rest of the day. 

With respect to the snmmyy judgment issue 
that was brought up at the very end, I denied that motion- 
Therefore, as far as I am concerned, nothing f said in 
that modon is binding. Hot my frnaings of fact, not 



1 
2 
3 
4 
5 
& 
7 
8 
9 

10 anyrJhing, beca u se 1 denied it Therefor^ although there 

11 was an inference that we made from the evidence, that is 

12 not an inference that is binding and it can be challenged 

13 here in Court with the presentation of evidence. 

14 With respect to the inducing infringement 

15 issue, that docs involve proving specific intent, which is 

16 always difficult to prove. Based on what I have heard and 
1? the kind of evidence that is going to go to that, I find 

18 it relevant, and I don*t find it unduly prejudicial. Now, 

19 that is not to say that at some point in time after I 

20 actually bear the evidence I might have a different view." 

21 But at this point, I think it is an appropriate part of 

22 the story. So 1 am going to allow ArthroCarc to go 

23 forward on the limited evidence that we talked about 

24 this morning. 

25 There will have to be a change olthenumbcr 
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1 510-K*s should get in. Theirs wouldn't come m on 

2 irdringement, ours wouldn't come in on validity, because 

3 neither siaVs were relevant 

4 The Court's order said 51 0-KV 

5 wouldn't be admitted We still do have that issue, because 

6 I think Mr. Hcbcrt - at least be <fidn*t say that he wasn't 

7 going to try to use that with Mr. Eggers tomorrow. 

8 THE COURT: All right 1 looked at my order, 

9 because I don't use a whole lot of words, my order isn't 

10 always very helpful I would almost have to go back and 

11 look at the actual motions in limine to see how it played . 

12 out Before I do that, Mr. Hebert, perhaps you can replay 

13 for me the scenario in which you think Smith & Hephcw 

14 should be allowed to present this evidence. 

15 MR.HEBEKT: Yes, your Honor. Referring to 

16 the modon in limine, this is addressed in Footnote 1 of _ 

17 cur motion, in which we draw the contrast between the 

18 different uses and Che different 

19 relevance between the 510 subrmssions. 

20 510-K submissions require that the applicant 

21 who is subrnitting s<xncthing to the FDA say whether - 

22 they have to be substantially equivalent to some prior 

23 device. The words substantially equivalent, that term is 

24 a loaded term which has a very, very different meaning in 

25 the patent infringement case context than it does in the 
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PROCEEDINGS 



(Proceedngs commenced in the courtroom, 
beginning at 930 ajxt, and the following occurred without 
the presence of the jury.) 

THE COURT: I know you've got issues. Someday 
I'm going to make a decision and we can all move oa and 
nobody writes me letters again and again and again about 
the decision I've made. 

The only issue I want to hear about, the only 
issues I want to hear about arc issues regarding opening 
statements. -THere arc issues about opening statements. I 



15 will hear them now. Otherwise, we will bring the jury in 
and we will have opening statements and then we will 
recess briefly to have a ciscussion about the issues for 
the first witness. 

So opening statements. 

mil blumenfeu* Your Honor, we don't have any 
is sues for opening yt^it'Cii ryn tT. * 

MR.MARSDEN: Your Honor, the only issue that 

23 we (fid send was renewing our argument on secondary 

24 consideration, Of course, our concern was once there's 

25 an opening on the copying issue, the prejudice will be. 
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1 done. And we've set forth some additional reasons setting 

2 principally out things well have to bring out in our case 

3 to rebut that copying evidence and testimony. For that 

4 reason, we renew our request that they be excluded 

5 THE COURT. The problem is it was fikd 

6 Yesterday at 4:30 and I just received it walking in. 

7 Therefore, I'm not prepared to address your argument 

8 Lefs hear from ArthroCare as to what — how 

9 much the copying issue is going to be highlighted in the 

10 opening statement of ArthroCare, if at alL r . 

11 MR. BOBROW: Cood morning, your Honor. • 

12 We do intend to introduce the subject of 

13 Smith & Nephew's interest in ArthroCare, Their approach • 

14 to ArthroCare bade in 199S. And we also intend to show 

15 pictures of one or two documents. I dont think anything 

16 more man that. It will simply show Smith & Hephew had 

17 knowledge of our patents and were mterested in AjtbroCare 

18 We're not going to show any lab oc^cbooks. We're not going 

19 to show any information like that in the opening stat em e nt, 

20 but we do want to give the etiological story that wc 

21 believe the facts will demonstrate during the course of 

22 the trial 

23 THE COURT* So what kind of documents are you 

24 going to show during opening because, obviously, there must 

25 have been Bgreerncot by Smith & tephew, because you're not 
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1 talk to a number of orthopedic surgeons who were 

2 practicing in the field of arthroscopy, to bear their 

3 point of view on what was deficient, what improvements 

4 would they like to see. 

5 Q. And what did you determine orthopedic surgeons 

6 would want from a device? 

7 A. Well,oneof the |^lems that, and I will try to 

8 visualize it, if this is the knee joint and the two bones 

9 on either side of the joint, which, of course, are 

10 designed to move, there's a pad in between there. It's a 

11 cartflage-type material. It's a material that over time, 

12 whether it's a sports injury, an accident, wear and tear 

13 with age, too much jogging on hard surfaces, whatever, 

14 that- that r^ gets damaged, som^ 

15 frayed, and so there's a very close space. Andoneof 
15 the problems is getting instruments in and being able to 
17 repair that without damaging surrounding tissues, to do 
IS it m preferably an isotoru^ 

19 efficiently so that the 

20 And one of the problems with the existing 

21 instruments is to get access, often they had to use one 
72 instrument to go in from one direction and then perhaps 

23 the same or » (filTerent instrument to come in from another 

24 (firecdoa Itwasrjard togamaexxss to th^ 

25 site. 
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Furthermore, there was the problem of bleeding, 
whkh the mechanical instruments did not address and often 
required then that when tbey are in the middle of a 
procedure and they ran into bleeding, they would have to 
take their instrument out, their shaving or their biting, 
cutting irrstrument, which was a mechanical device only, 
was not capable of sealing the blood vessel, and then go 

8 back in with an ekctrosurgery instrument and apply power 

9 to that sp<* to see if they cou^ 

10 that instrument out, come back in. 
So this repetitive process made the procedure 

long, made it expensive because they bad to maybe open 
three or four cr five diiTcrcnt devices, which are 

14 considered disposable, meaning they can only use them 

15 for that procedure and they would have to discard thrpy 
So there were matters of time, there were 

17 matters of cost, there were matters of complexity of the 

18 procedure and also the finished product of the procedure, 

19 what they realty wanted is someming mat \vouldU smooth 

20 and sculp ted so that the tissue that was being worked on 

21 would be most amenable to being p re se r ve d under further 

22 use and not continue to break down or tear under normal 

23 operation of, say, walking. 

24 Q. Now, after you determined what the goals of that 

25 device were that you were trying to develop, did yog 



I 
2 
3 
4 
5 
6 
7 
8 
9 
10 
11 
12 
13 
14 
15 
16 
17 
18 
19 
20 
21 
22 
23 
24 
25 



Page229 

actually look at the conventional dectrosurgkal devices 
that were available at that time? 
A. Yes, we did. 

Q. Did those devices accomplish goals that you were 
trying to achieve? 
A. No, they did noc 
Q. And why not? 

A. Well, the conventional nionopoiar dccrxcsurgical 
devices ~ 

Q. And Dr. Eggers, would it be helpful toillustrate 
your testimony if you had an opportunity to draw on the 
board? 

A. Yes, wim the permission -wta 

the COURT: Certainly, as long as you keep 

your voice up when you step down. 
THE WITNESS: Fardon? 

THE COURT* as long as you keep your voice up 
when you step down. . 

THE WITNESS: Yet, I got you that time, 
THE COURT: All right 

(At this point the witness stepped down from 
the witness stand and approached the easel) 

MIL HEBERTi Excuse me, your Honor. May 17 
THE COURT: Oh, absolutely. 
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fi Y MR. DeMASX: 

Q. Now, can you explain to the jury generally the 
conventional types of electrcsurgical devices that were 
available at that time? 

THE COURT: That goes for the lawyer as well. 

MR. DeMASt nn sorry. 

THE COURT: Okay. 

THE WITNESS: Well, I will drvido this into 
two sides and I will explain these terms in a minute. 

Monopolar and bipolar. Andbothof these arer 
what we're referring to as dectrosurgery devices: 

Can everyone hear mc okay? Is that loud 
enough? 

THE COURT: The jury and the Court Reporter are 
the most important people, 

MR. DeMASf: a little bit louder. 

THEWTTKESS: Okay. 
BY MR. DCMASfc 

Q. So can we start with monopolar? 
A. Yes. So we'll start with monopolar and I will draw 
it in two parts. First remember the patient, drawn with 
das Diagram, and there's a leturn electrode and a 
monopolar, conventional monopolar surgery, there's a pad 
that's placed exterior to the body on the back or side, 
depending on where me jmxedin^ g being dcoe> And to 
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! there's a second electrode, which a surgeon holds, and 

2 brings it in contact with the tissue, and I will draw that 

3 up above here. 

4 And what is happening is that this monopolar 

5 electrode — mono meaning one, one electrode - connected 
6* to a generator, I wiU rodicate with the letter G, which 

7 completes the circuit, that when the high voltage is 

8 applied and this electrode is brought close to the tissue, 

9 which I will indicate with a T, that there is very intense 

10 concentration of current right here (indicating) and a lot 

11 of beating as the current actually passes into the tissue 

12 and makes its way down through the patient's body to that 

13 return electrode that's exterior to their body. 

14 Q. This is in air? 

15 A. Yes. As I've shown it here, this would be baa 

16 operating room setting, so this would be in air. 

17 Q. Did this monopolar device work in saline requirement? 
IB A. Now, the problem, if this was operated in saline. 

19 These blue lines I wifl inark as current I will mark as 

20 current flux lines making their way down to the return 

21 electrode. 

22 If you put saline in here, now, what 

23 unfortunately would happen is there would be a tremendous 

24 amount of current because the saline is electrically 

25 conductive, That would flow from this electrode, not just 
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spaces of the joint And what we were challenged with 
doing is coming up with a device that could get into this 
very dose space and very carefully and very smoothly and 
without bleeding remove this section of tissue, leave this 
now intact so it wouldn't tear further. 

And this device is really designed for sealing 
bloodvessels. It really wasn't designed for sculpting. 
And this device was designed for cutting and it wasn't 
suitable to use in an electrically conducting fluid, the 
10 joint of the knee or the shoulder. 

MR, DeMASfc Thank YOU. 
I think you can go back up on the stand, 

please. 

(At this point the witness then resumed the 
witness stand.) 
IS BYhGLDeMASh 

Q. So, Mr. Eggers, did you and Dr. Thapliyal come up 
18 with any ideas for devices that would satisfy all the 

goaisthatyou were trying to satisfy? 
» A. Yes, we (fid. 

Q. And, Mr. Eggers, pkasc turn to FX-5 U in your bock* 
22 of exhibits in front of you? 

And could you tell me what FX-5U is? 

24 A. FX-51S is two pages, and they're my handwritten 

25 notes, dated February 19th, 1993. 
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1 at the pinpoint area where they wanted the current to be 

2 applied and where the cuttmg action was occurring, but 

3 they would cause unwanted damage because the currents 

4 would flow quite extensively. 

5 Q. And where would that damage be? 

4 A. That damage would be all around the vicinity and it 

7 may even be to other structures that were nearby to either 

t side or behind. 

9 Q. Okay. And the bipolar? 

10 A. Well, die ccmventional bipolar and the most common 

11 of the conventional bipolar was in the form of — of a 

12 forceps. Think of it was a tweezers. 

I) And now you have an dectrode on either side 

14 of the tissue. Pinchanging colors here, but and in 

15 this bipolar range, this could be air. It could even be 

16 a fluid around here. But wba^s really rumpening is with 

17 this bipolar arrangement, the current is Howing from one 
1$ electrode to the other through the tissue. 

19 Q. Now, in this arrangement, did this bipolar device 

20 meet the goals of the device that yon were trying to develop 

21 for arthroscopy? 

22 A. No. This device old not meet the ieoin>ements because 

23 wbaiwcwexeattemptuTgtodowas,tfI 

24 we might have this cartilage I talked about, which might 

25 have a tear in it, and in between this very dose space. 
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1 Q. And did you create those notes in the normal course 

2 of your work? 

3 A. Yes, I (fid. ' 

4 MR. DcMASk Your Honor, I offer FX-Jis into. 

5 evidence. 

6 THE COURTt Any objection? 

7 MR. HEBEKT: NO, YOUT Honor, 

8 THE COURT. Thank you. 

9 *** (Plainu7rsE3Q^tK6. 5Uwasrectt 

10 evidence) * 

11 mjl peMASt* Chris, could you please put up the 

12 drawing? 

U BY MR. DeMASI: 

14 Q. Mr. Eggcrs, this is the second page of PX-5lt. 

15 Could you please describe the various parts, 

16 and I think you have a laser pen. ^ 

17 A. Yes. 

18 Q. Could you please describe the various parts of that 

19 devke that is drawn on the top part of that page? 

20 A. First of all, this region right here (indicating) is 

21 aprobc,bml wiU- whatlwinreferto 

22 and it is made up of an active dectroo^ that's this 

23 central menibcr, which has a heavy black line around the 

24 outside, which is an insulation layer. So essentially it's 

25 an insulated wire, but it** a tingle electrode, active 
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electrode. 

And when I refer to die term active, what 
that's referring to is that this is the portion of the 
probe where we are going to have an intended or purposeful 
effect on the tissue that we're going to coroe in proximity 
with. 

Recessed back, and it's shown here to be, if 

8 you can read rlifc writing, o 

9 nKh,soaiiacti<mofaa 

10 member, this sleeve, because you're looking at a 
It CTOSS-scctioiL So this is a cylindrical sleeve 

12 this wire and Ascribed as a metal tube, and that's the 

13 return electrode. 

14 Q. What is a return electrode? 

r 15 A. A return electrode in contrast to an active 

16 electrode is an electrode mat is designed to have a lower 

17 current density and to punamae or to have no effect on 

18 any tissue that It might be near or even incidentally come 

19 in contact with, 

20 Q. Now, how was this deviotused? 

21 A. Okay, As shown on ae lower part of the-of the 

22 illustration, there's ft <£sh and filled with saline, a 

23 laboratory dish. Picture scxr*thing about this big in 

24 diameter @iw£carjng), perhaps two or three inches high, 
23 end it has a specimen, In this case, the specinxn was 
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A. This is an early prototype of a single electrode probe 

Q. Were you involved in making that probe? 
A. Yes, I was, 

Q. Where was that probe made? 

A. In Dublin, Ohio, in my laboratory. 

MR. rxMASt Your Honor. I oficr rx-232 into 
evidence. 

MR. HEBERT: HO objection. 

PtWIY CLERK: SO marked 

THE COURT: Thank you 
(Plaintiffs Exhibit Ho. 232 was received into 

evidence.) 
BYMfLDeMASfc 

Q. Mr. Eggers, can you please describe thevarious 
parts of that probe to the jury? And I realise it's smalL 
A* Right 

MR. Dcmasl* Your Honor, can we have permission 
to just — 

THE COURT; Certainly. 

MR. DeMASfc - move a little closer to the jury 
and explain it? 

(At this point the witness stepped down from the 
witness stand and approached the jury box.) 

THE witness: Actually, if I hold it this way, 



Page 236 

1 cow cartilage, sometimes referred to as nniuscus, tins 

2 pad between the joints of our human knee, for example, 

3 but from a cow, selected because it had very similar 

4 characteristics. 

5 This probe would be brought down into the 

6 solution and submerged so that this entire - this isn't 

7 drawn rxcessarOy to scale, but so that the return 

8 electrode and the rip of U* electrode would all be 

9 essentially under the saline. 

10 Q. And how would the current flow in that device? 

11 A. And the current would flow from this active electrode 

12 surface, this bare surface I'm now pointing to, back to 

13 the return electrode, as I'm drawing these current Hex 

14 lines and in the process of doing that, cause tissue 

15 removal even. 

16 Q. Did there ever come a time wrxrc you actually built 

17 a device that looked similar to PX-3IIT 

18 A. Yes, there did 

19 MR DeMASt: Your Honor, may 1 approach the 

20 witness? 

21 THE COURT: Yes; you may. 

22 8Y MR. DeMASfc 

23 Q. Mr. Eggers, I am handing you what has been marked as 

24 FX-232. can you please teUine what it is? 
25 



Page 238 

1 it will be in the same orientation as you see up on me 

2 board. 

3 At the tip ofmy finger is the active electrode, 

4 which is that lower portioo that Ibave just pointed to. I 

5 wm pass this. 

6 THE COURT: Can you hear? Not for me, for the 

7 Court Reporter. 

8 THE witness: The lower electrode at my finger 

9 tip is the lower part that you see up on the figure on the 

10 board and recessed back from that active electrode is r . 

11 this larger cylindrical rube, which is the so-called 

12 return electrode. And m use, as this is submerged under 

13 electrically conducted fluid, current would flow from 

14 this very tip, where my frnga- is located, through the 

15 dectricafly ccoducting liquid to this larger cylindrical 

16 sleeve that you sec, which is me return electrode, and • 

17 where the action would occur in terms of volumetric 

18 removal If this was actually energised, as I did this, 

19 it would remove tissue from the end of my finger. 

20 MR. DeMASb Your Honor, may I pass may I pass 

21 fX-m to the jury? 

22 THE COURT: Yes, you may. 

23 (Exhibit passed to the jury). 

24 MR. DeMASfc Co back, please, 

25 (At this point the witness then resumed the 
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1 BY MR. DtMASfc 

Q. During opening, Mr. Marsden referred to the '882 
patent, which is this patent, as the patent that requires, 
that is the multiple electrode patent 

Mr. Eggers, could you please read aloud the 
paragraph that is highlighted there? 
A. It states. It should be clearly understood that the 
invention is not limited to electrically isolated electrode 
terminals, or even to a plurality of electrode terminals. 
10 For example, the array of actrve dectrode termirials may 
1! be connected to a single lead that extends through the 

12 probe shaft to a power source of rughrrrecuency current 

13 Alternatively, the probe may incorporate a single 

14 electrode that extends directly through the probe shaft or 

15 is connected to a smglcle^ 

16 source. 

1? Q. And what did you mean by that? 

18 A. It means what it states: That our invention was 

19 intended to cover single electrodes or multiple electrodes. 

20 Q. Okay. Now Td like to get back to where we left 

21 off here before the break, and that is with the founding 

22 and growth of ArthroCare. 
When was ArthroCare founded? 

24 A. In May of m3. 

25 Q. And who were the principal ccr fouxxte? 
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1 Q. And ArthroCare, did it have an office? 

2 A. Yes. It had an office in the San Francisco Bay area. 

3 Q. An it have manufacturing facilities? 

4 A. No, 

5 Q, Did it have a sales force? 

6 A. No. 

7 Q. Did it have a product? 

8 A. Not at that stage. 

9 Q. Did It have any revenues? 

10 A. None, 

tl Q. What was your role at ArthroCare at that time? 

12 A. My role was really heading up the research and 

13 development As I described earlier, that's what my 

14 consulting firm does, and my firm, Eggers & Associ at es, 

15 really served not as an employee of ArthroCare, but as 

16 a consulting firm who (fid the development work in our 

17 laboratory, and we took the early concepts that Hira and 

18 I had. We had a laboratory already b place, so it was 

19 a way for ArthroCare to quickly begin doing research and 

20 development without waiting until staffing op, bmlcfing 

21 up their own facilities. 

[22 Q. And where <fid you do these experiments? 

23 A. They were actually done in my laboratory b Dublin, 

24 Ohio." 

Q. And where is mat laboratory? -. 
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A. Hira Thapliyai and 1 were ^ j«i>c^ co-f oimd» 
Q. And where <fid you get the money to actually create 
ArthroCaic? 

A. Well, initially, we used our own money to do the 
early research and development and during the early months 
or carry half of 1995 and the last half of 1992,butta 
the latter part of 1993, we were able to interest outside 
investors, again referred to often as venture capitalists, 
a company that was interested in, a firm that was 
10 interested b investing in our ideas. 

Q. And what was the purpose of creating ArthroCare? 
12 A. The purpose of crcatmg Art 

ideas and our patents that were then filed and to develop 
them, to take them through the regulatory process, to take 
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1 A. At that time it was b the baseme n t of my home. 

2 Q. And Dr. Thaptiyal, did he do any experiments? 

3 A. Yes. He did some bdependently and m collaboration 

4 with me. 

5 Q. And where did he do those ^experiments? 

6 K Initially, fa his home, 1 think I recall m his 

7 kitchen sink. 

8 Q. How long did you do research and development for 

9 ArthroCaic? 

1 10 A. Between five and six years. r 
[11 Q. And why was it that you stopped doing research and 

12 development for ArthroCare? 

13 A. Well, over time as ArthroCare matured as a company, 

14 they would, and it was the btcotion all along thai they 



them Through the commercialization process, which meant we|15 would build up the* own research and development 

16 organization and hire engmeers and have people mat were 

17 then quite expert m building prototypes, doing testing, 

18 and so my role dirrinished over time as ether than working 



13 
14 
15 

16 bad to come im with a device tr^ 

17 approvable and manufactnrabie and acceptable to the 

18 positions and all of those steps take considerable 

19 bvcstnacnr, which was beyo^ on the very advanced concepts tat, for the inost part, w 

20 tobvest 120 work tapered off at probably the end of 1 999. 

21 Q. When you fcamdcdArthroC^ Q* And «yo«stfflacoiwitontfof ArthroCare? 

22 ithave? P* A. Yes, I am, 
2* A. Two employees. p Q. And what does mat now bvolvt? 

24 Q. Who were there? * A. Dealing with legal matters. 

25 A. Hint Thapliya! and bis technician. |25 Q. Are yon bebg conirjcnsat ed ~ is that legal matters 
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1 would be like this case, for example? 

2 A. Correct 

3 Q. Are you bckg compensated for the work thai you - 

4 for the time you're spending on this case? 

5 A. Yes. [am. 

6 Q. And at what rate? 

7 A_ MyraieformyfinnisJ20Dperhour. 

8 Q. Is that your normal coosuiting rate? 

9 A. Yes,itis. 

10 Q. Were you ever a sharclwlcfcr of ArthroCare? 

11 A. Yes. 

12 Q. Arc you currently a shareholder of ArthroCare? 

13 A. Yes, tarn 

14 Q. Going back to the early days of ArthroCare, did 

15 there ever come a time where ArthroCare actually started 

16 to sell products that ernbocHed your invention? 

17 A. Yes, there wax 

18 Q. And when was mat? 

19 A. The latter part of 1995. 
» Q. Did you ever have a formal launch of Arthrocare's 

21 products? 

22 A. Yes, we <fid 

23 Q. And when was that? 

24 A. That was fa February of 1996, 

25 Q, And where was that? 
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Q. And at that time, how many crrmlc^es did ArthroCare 
have? 

A. To the best of ray recollection, perhaps 50 or 60 
employees. 

Q. Mr. Eggcrs, arc you proud of the bvimUom that you 

created? 

A. Yes, I am. 

Q. And why is that? 

A. Well, ArthroCare was me, really the - tte fruit of 
25 years of labor on my part, working in the 
dcctrosurgical area alone and 30 years a: mat point of 
doing research and devdopmcnt on medical devices. And 
so, you know, after aU those years to see something go 
frcrnnxybaserncntawiHim's 
passion to develop something that would be useful in the 
memcal Held, and to have it be a product that's now sold 
worldwide and have 500 employees and created a lot of jobs 
to the process is gratifying. 

MK-DeMASt Vena* Hooor, I have no further " . 
questions at this tune. 

THE COURT: All rigfaL Thank you. 

MR. hebert. Thank you, your Honor. 

In view of the fact that this is also Smith & 
MephcVs direct, could your Honor perhaps mention that to 
the jury cr should 17 
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1 A. That was on the occasion of the Academy of 

2 Orthopedic Surgeons, that was in that particular year in 
San Francisco. 

Q. What were the sales cfArthrocare^ products in 
1995? 

A. I recall they were in the rjeighborhood of 200,000. 
Q. And how about in 1996? 
A. Over 6 million. 

Q. Did you ever take ArthroCare public? 

10 A. Yes,we<fid 

11 Q. And what docs it mean to take a company public? 

12 A. To take a company public, I mentioned earlier that 

13 wc sought in May of 1993 |«vate bvestors, venture 

14 capitalists, which means mat only certain individuals 

15 at that point could invest b the company besides stock 

16 ownership that the fouiidcrs like Tl^liyal and I had 

17 But when you go public, it means that any per so n who 

18 would pick up and would pursue or learn about ArthroCare 

19 could buy iu stock thrc^ the Stcck Excb^ 

20 their stock broker, through AelDJenetevoL 

21 So taking it public means it's now publicly - 

22 publicly owned, publicly traded. Prior to that it was 

23 closely bdd by just the investors and the founders. 

24 Q. And when did you take ArthroCare public? 

25 A. February of 1996. 
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THE COURT* I think probably you should because 
I'm not sure what you want me to mention, so go ahead 

VOL HEBERTt Yes. Good afternoon. 

My name is mark Hebert and I am one of the 
attorrjcys representing Smith & Nephew. 

And Mr. Eggers here has been called as a 
witness to testify by both parties, by bom ArmroCare 
and by Smith & Nephew. So b order to accommodate his 
schedule, the parties have agreed that we would do all 
of the examination of Mr. Eggers at the same time. So 
this will be, in addition to cre^s^annnation, Mr. 
Eggers will also be testifying as a witness for Smith & 
HepbewmSrnith&r^ 

OtOSS-EXAMZMATON 
BYMR.HEBERE 

Q. Good afternoon, Mr. Eggers. 
A. Good afternoon, Mr. Hebert. 

Q. We have met before in connection with your depositioo; 
is that correct? 
A. Yes, we have. 

Q. Pd just like to ask a few questions regarding your 
baclaniound and the rastory of ArtrrcOm aj>d^ 
inventions. Okay? 
A. Yes. 

Q. Fu^ofalUyc^fcncjarnc^ 
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! A. Yes. 

2 Q. You have them. Thank you. 

3 You testified a few moments ago about a single 

4 electrode exnbocfiment in the '882 patent. Do you recall 

5 that? 

6 A. Yes. 

7 Q. All right Do you recall whether - and please feel 

8 tree to look at the claims of the 1 882 if you need, to 

9 answer this, but cto you rccaU whether ^ ^82 patent is 

10 directed to the apparatus of the device itsdf or is 

U instead directed toward the method of using an apparatus? 

12 A. We^aUoftheclaxjnUdW^ 

13 responsive to your question, but all of the claims in 

14 '882 axe related to a method 

15 Q. A method of using a device? 

16 A. Correct 

17 Q. Rather than the device it's; right? 

18 A. Correct 

19 Q. Vd like to turn now to some of your history before 

20 you came up with the specific inventions that arc covered 

21 by these three patents, if that's ail right 

22 A. Okay. 

23 Q. Okay. 

24 MR. H£8EKT. Gary, would I be able to get Page 

25 1 of the '592 patent, please? 
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1 a Serial No. 817J75; right? 

2 A. 1 have to accept what's written there, because I 

3 cannot remember that number without referring to the 

4 actual application itsdf. But that's what it says. 

5 Q. I have the application for you - 

6 A Okay. 

7 Q. ~ if you'd like it 

8 MR. HEBERT: Your Honor, we have a number of 

9 exhibits for Mr. Eggers. Would ft be the Court's 

10 preference tohandtrraup cwata tijm or wdohavea 

11 set of binders that we could use. 

12 THE COURT: tt*s fine to hand up binders. 

13 S<mietimes it 1 1 difficult for a witness to manage them, so 

14 how many binders are we calking about? 

15 MR. HEBERT: Four. 

16 THE COURT: I think you should do it one at a 

17 time, then, in that case. 

18 MR. HEBERT: May I have 309? 

19 (Mr. Hebert handed Defendant's Exhibit No. 309 to 

20 the witness.) 

21 BY MR. HEBERT: 

22 Q. Mr. Eggers.Pve just handed you whathas been marked 

23 »s DTX-309 and I ask you if you can identify that as the 

24 first patent application relating to your '592 patent; 

25 namely, the that was filed on January 7, 1992? 
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1 And wodd you be able to show the related 

2 application data? 

3 BY MR. HEBERT; 

4 Q. How, since you have 116 patents, you've gained some 

5 fanuliarily with the Patent Office arjd Its systems; right? 

6 A. 119. 

7 Q. Vm sorry. My apologize. 

8 A. That's okay. 

9 Q. The front page of every patent lists any related 

10 US. applicauoo data that mrgfct apply to that patent; 

11 right? 

12 A. That's correct 

13 Q. Okay. And that application data refers to the 

14 prior applicaticns that axe related to that particular 

15 patent; right? 

16 A. Correct 

17 Q. So the related applkation data that we have m 

18 front of us right here is the related application data 

19 for the '592 patent; right? 

20 A. Yes, that's what it says. 

21 mjl HEBERT: Gary, could you highlight the 

22 last two lines of that please? 

23 BY MR. HEBERT: 

24 Q. So the first patent application on which the '536 

25 patent isbased was filed on January 7, 1992, and it had 
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1 A Yes. It docs correspond to what's highlighted there 

2 in yellow. 

3 Q, Okay* The invention that's described in that 

4 particular application, tte one that was filed in January 

5 of 1992, is an invention related to sorrjetrnng known as 

6 angioplasty;- is that correct? 

7 A Tlut's correct 

8 Q. Instead of eJectrosurgcry; right? 

9 A No. This device was actually an electrosurgicai 

10 device. It had current flow through the tissue to cre ate 

11 an intended and purposeful effect 

12 Q. What is the Geld of angioplasty related to? Is 

13 that related to work on shoulder joints or knee joints or 

14 taking tissue away from the skin or the gums? 

15 A. No. Angioplasty is related to the field of treating 

16 diseased vessels within the body, whether they're in the 

17 heart, which would be coronary arteries, or in the 

18 peripheral vessels of the arms, more often the legs, and 

19 usually to treat partial or total occlusions in those 

20 vessels. 

21 Q. To dear occlusions in arteries? 

22 a. Correct 

23 Q. What is an occlusion? Is thai a blockage or partial 

24 blockage? 

25 A. It's a blockage and is often referred to as plaque, 
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1 your recollection m connection with the deposition that 

2 I took for you in Columbus, Ohio on October 15th. 

3 A. Yes. 

« (Mr! Hebcrt handed a deposition transcript to 

5 the witness.) 

6 BY MR. HEBEKT: 

7 Q. Now, Page 177, if you would, please, 

S MIL EEBEKT: Could I have Page 177, Gary? 
9 BY MR. HEBEKT: 

10 Q. And does this refresh your recollection that Mr. 

11 Garvey knew about your work in the angioplasty field when 

12 he suggested that it might be applicable to arthroscopy? 
13 

14 A. It docs refresh my memory. I think the point is we 

15 were not working in any joint way. He knew dial I was 

16 working on something fist. 
17 

IS 
19 
20 
21 
22 
23 

24 v 
25 
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1 Q. Mr. Heslm was your first patent attorney? 

2 A. That's right 

3 Q. Mr. Ralph was your second patent attorney? 

4 A. Well, Mr. Ralph was r^ of TownsetKl&TowTjser^ 

5 based in Palo Alto, California and so eventually the level 

6 of our work retired two counsel - two counsel members 

7 framTownserjd&Towm 

8 together for a period of time. 

9 Q. Okay. And then Mr. Ralph took over for Mr, Hcslin; 

10 right? 

11 A. Mr. Ralph was actually- joined ArthxoCare as their 

12 b-fcouse patent counsel 

13 Q. And that is when be took over the prosecution of 

14 your patents? 

15 A. Correct 

16 Q. But, in any event, the Idea to use your angioplasty 

17 invention in arthroscopy was prompted by Mr. Garvcy's 

18 suggestion to get into arthroscopy; right? 

19 A. Hcv I otaH think it fairly s 

20 was our — It was coincidental that we were working on 

21 angioplasty, h fact, if arthroscopy,^ 

22 tmwiutagoodictebartk 

23 and pursued our interest In angioplasty. I think all of- 

24 my previous acrxricncc in dectrosurgery product 

25 oevdcpmexrtwasu^prcc^^ 
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1 

2 A. (Continuing) He knew that I was working on something 

3 else with Hira, but it was my close working relationship 

4 wim him was at Hemostatic Surgical Corporation, where 

5 we've all been, development of other surgical xm^rumcats. 

6 Q. So Mr. Garvey knew about your work at angioplasty 

7 and suggested that there was a growing market opportunity 
S in arthroscopy and that you should try to apply your 

9 technology in that area; is that right? 

10 A. Well, I think I would want to broaden the statement 

11 that Bob Garvey knew me most closely as my work oo 

12 electrosurgical instruments that I was developing at 

13 Hemostatic Surgical Corporation when he was Marketing 

14 Vice President and so it's really my work in mat area 

15 that - that prompted his knowledge of me and his contact 

16 with me- It was coincidental that he may have known we're 

17 doing angioplasty, but there's very little relationship 

IS between the angioplasty work and what we ultimately did 

19 m arthroscopy. 

20 Q. Except mat you claimed priori ty for those patents 
2! on these patents; right? 

22 A. Our patent counsel felt that that was appropriate. 

23 Q. Okay. Was trtat Mr. Ralph or Mr. - 

24 A. At Chat time, that would have been James Hesfin 

25 (phonetic). 
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1 angioplasty — in arthroscopy, excuse me, not the - 

2 angioplasty work alone, 

3 Q. When did you have your discussion with Mr. Garvey? 

4 Was that early January 1993? 

5 A. Koitwasm June, I recall, of 1992. 

6 Q. June 1992? 

7 Did something significant in the history of 

8 your work in dectrosurgery happen on January 23rd, 1993? 

9 (Pause.) 

10 the witness; Yes. Based on my records and * 

11 nc^tkms of my experimental 

12 23rd, 1993 coincides with the fu^ iuik I achieved Ais 

13 tissue removal by this process that appeared very, very 

14 different from anything I had seen Wore in conventional 

15 eJecuosurgery. 

16 Q. Pd like to hand you two oocuments marked as DTX*52 
1? and653 (handmg exhmta * 

IS Can you tell u^wr^ExhilHt 652 is^ 

19 A. Exhibit DTX-^52 is banoSfcritten notes in my 

20 iandwriting, dated January 23i< 1993, describing a ~ an 

21 experiment or a test perf Drmed in my laboratory involving 

22 cutting cartilage and actually removing tissue. 

23 Q. Was this cartilage that you had obtained from a 

24 piece of chicken? 

25 A. Correct. 
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1 Q. Okay. Could you tell us what ~ Exhibit DTX-«» 

2 relates to that very same experiment; right? 

3 K Yes, it does. 

4 Q. And you wrote it on the very same day, January 2 3rd, 

5 1993; correct? 

6 A. Correct 

7 MJLHEBERT: I would move fa 652 and 653. 
S Mit DeMASt Ho objection, your Honor. 

9 THECOUJtt: ThaakyouL 

10 DEPUTY CLERK: SO marked 

11 ••• (Defendant's Exhibits No. 652 and 653 were 

12 received into evidence) 

13 MIL HEBERT; Can we have Gary? 

14 THE witness: 1 would comment that the exhibit 

15 he handed roe, I know a more complete exhibit was supplied 

16 subsequently to defendant's counsel, mat part of this 

17 exhibit is missing. 

18 BY MR. HEBERT: 

19 Q. Thank you. 1 appreciate that I think you may 

21 A. Well, there's a bottom line rnissing and there's a 

22 top line that shows the completion ofthe conrjection of 

23 the circuit between the HfMOO A&&S volt meter and the 

24 electrode. 

25 Q. Okay. So there should be a line up here? 
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1 Q. And what you wrote up in your record of invention 

2 was that by using, is that word much or such small 

3 electrodes? 

4 A. That is much, butihe word EJL t the lettersEJL 

5 art left off of smalL It should be by using much smaller 

6 electrodes. 

7 Q. Thank you. 

8 fa a multiplicity of electrodes, it has been 

9 demonstrated that ablation can be performed at much lower 

10 voltage levels. 

11 Now, as of the time that you did this 

12 exrxsiment on January 23rd, 1993, you had used multiple 

13 electrodes in angioplasty; right? 

14 A. Correct 

15 Q. But you had not yet actually used multiple electrodes 

16 in your ablation work; right? 

17 A. Not to my recollection. 

18 Q. But you knew, based on your angioplasty work, that 

19 what you learned there about utility of the multiple small 

OA *1«<fr/vW umtifff n refill tr> vrr\tip «kl4+*sw« hm*^ ■ ? rit.r^ 

*w cictuotcs wuuiu pc uscrui in your aoiauoo wore, ngnrr 

21 A. Well, not really because the - all of the work in " 

22 angioplasty wis operating at much, much lower voltages so 

23 that the only effect that was being created was a slight. 

24 warming of the tissue to soften the plaque ox this 

25 occlusion that you showed earlier in the illustration so ~- 
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1 A. Right, because that's a single electrode on top. 

2 Q. This line up appears a single electrode (indicating)? 

3 A. That's correct 

4 Q. And is this the piece of chicken xnimscus 

5 (mdicathtg)? 

6 A. That's correct 

7 Q. Does this represent the higrr frequency generator? 
S A. Yes. 

9 Q. And is this a bowl that the piece of chicken was put 
SO in? 

11 A. No. That's just an illustration because this was 

12 cartilage that was still, in some cases still connected 

13 to the anatomy of the chicken, so it was more extensive 

14 than just the cartilage. 

15 Q. More than cartilage? 

16 A. Right 

t? Q. But this was simply an open bowl that you used; 

18 right? 

19 A. That was in an open bowl filled with electrically 

20 conducting fluid Tn th?c cas& csKtv* 

21 MR. HEBERT: Could we get 653 back? 

22 BY MR. HEBERT: 

23 Q. And this is the record of invention that you wrote 

24 upon January 23rd, 1993; correct? 

25 A. That's correct 
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I that when mat plaque was wanned by the current flowing 
2. through it it would soften and this device that had kind 

3 of a round bulkt nose on the front of it could be pushed 

4 through. 

5 That was - that was a very different process. 

6 So the only similarity between the angioplasty and the 

7 arthroscopy is that some of our embodiments had more than 

8 one electrode, but there was no tissue removal which was 

9 the purpose of this experiment which made it dramatically 

10 different from anything that we had heretofore considered 

II or even wanted. The last thing we wanted to do in 

12 angioplasty was to start vaporizing or turning into a gas 

13 that is the plaque or the occlusion because that would 

15 Q. The angioplasty did not relate to ablation; right? 

16 This word here, ablation indicating)? 4 _ 

17 A. That's correct 

18 Q. Okay. Soasof the date you wrote this, by using 

19 much smaller electrodes and a multiplicity of dectrodes, 

"yf\ \f twt iLmflBttf atyal that nKlnfrtrvn /***r* W» w^f ff yfwv^a 

21 at much lower voltage levels, you had not actually done 

22 an experiment that demonstrated that ablation could be 

23 performed with a multiplicity of electrodes; right? 

24 A. Right We had only - 1 had only demonstrated one 

25 electrode of a multiple electrode array. 
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1 Q. And that was ~ 

2 A. Since this was a very small wire. So I think, you 

3 know, to the best of my iccoUection, since this was 

4 written over ten years ago, I was anticipating the ensemble 

5 or array of that single electrode that I had tested and 

6 its multiplicative effect of using many of them to be 

7 going over the tissue, which would be, of course, a much 

8 more efficient way of rcinoving tissue than having the one 

9 little single wire; 

10 Q. The using many small eJectrodes to remove the tissue 

11 would be a more effective way than the one single electrode; 

12 right? 

A. Yes, where that experiment was concerned Yes: 
Q. So where you say that it has been demonstrated that 

15 ablation can be pcrf wmed, you really meant that you were 

16 expecting that you*d be able to demonstrate that based on 
everything you had done at that point; right? 

18 A. I think that is a fair statement 

19 Q. Okay. And so you went on at that point and yon read 

20 in your record of invention that this invention envisions 

21 the use of multiple electrodes in either monopolar mode 

22 or bipolar mode with electrockn'ps bearing anaflradu 

23 of curvature or small size to increase electric field 

24 intensity in proximity to tissue to effect ablation. 

25 That's how you described what your invention 
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envisioned in your record of invention of January 23rd, 
1993; right? 
A. Correct. 

I should point out that below the area that 
you highlighted in yellow, it does then specifically refer 
to- 

MR. HEBERT: Gary, can you back off so we can 
see what hc*s referring to? And could you highlight the 
nextportioo? 

THE WTTNESS: Now it's referring to that 
specific experiment, experiments performed today. Good 
12 ablation of chicken rmniscus in vitro in saline. 
Miniscus partially above surface of saline. A 
steel monopolar electrode was used and good ablation was 
achieved at voltages between, and it goes on to talk 
16 about me voltages. 

BY MR. HEBEKT; 

Q. And that describes the experiment that was reported — 
A Right And shown in the sketch. Right 
20 Q. And this is your signature on January 23rd, 1993 it 
the bottom? 
A. Correct 

MR, hebert; Your Honor, we have an 
Interrogatory Answer I'd like to offer. Exhibit DTX-40S. 
(Prose.) 



THE COURT: l take it there's no objection? 
mr. DeMASt vm sorry, 
MR. HEBERT: I was waiting. 
MR. DcMASL l apologize. 
BY MR. HEBERT: 

Q- Mr. Eggers, Vm handing you what has been marked as 
DTX40*. 

MR. HEBERT: Your Honor, would you care to 
comment to the jury about Interrogatories? 

THE COURT; All right Interrogatories are 
questions that are asked before the trial from w 
to another and the answers that are given are given under 
oath awl so they can be used as cadence in the trial 

All right Mr. Hebert, however you want to 
proc ee d. 

Mlt HEBERT: Could I get Exhibit 4067 And 
Pd like to refer to the portion on ti* first page, if yon 
can blow that up a little bit lower and the text paragraph 
aswelL Okay. 

BY MR. HEBERT! 

Q. This Interrogatory Answer, this is in the form of a 
letter, but this refers to January 23rd, 1993 as both the 
date of conception as weU as the date of reduction to 
practice of these particular dau^ 45,55, 58 and 
59 ofthe '356 patent 
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Do you see that, Mr. Eggcrs? 
A. Yes, I do. 

Q. And tbecvent that occurred <m January 23rd, 1993. 
is the event that we're talking about, your experiment on - 
the piece of chicken miniscus with other chicken parts in 
the bowl of saline that you performed on January 23rd, 
1993, which you wrote up in your Tecord c/ invention; 
right? 

A. Right, and the - and the extension of seeing that 
single active electrode to also induce its performance In 
a conceived amy of electrodes. 
Q. By extension, you mean your mental n^ikation - 
A. Right, 

Q. - and appreciation of that; right? 

A. Right Constructive redaction to practice, 

Q* Constructive reduction to practice. That means - 

that you did not actually make the mvention, but you tiad 

it formed concretely in your rnind; right? 

A. Correct 

Q« VVhile we're on Exhibit 406, if we could turn to the 
second page_ It's ten No, 3 of the '592 patent We're 
hi ghlight i ng that part 

Now, the '592 patent was conceived no later 
than January 25, 1993, and reduced to practice no later 
than Febniary8, 1993, 
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! And I should correct that The Claims 1, 4, 

2 11, 13,23,27, 32 and 34 were conceived and reduced to 

3 practice on those dates, not the entire patent 

4 Do you see that? . 

5 A. Mm-hmrrL 

6 Q. My question to you, Mr. Eggers, is: Asof January 

7 25, 1993, or February 8, 1993, the development of your 

8 invention had not progressed to the point that it was 

9 being used on actual patients; right? 
to A. That's correct 

1! Q. It was only being used in experiments in bowis of 

12 saline on various chicken parts; right? 

13 a. Correct 

14 Q. It was being performed by you in Ohio as well as by 

15 Dr. Thapliyal in California; right? 

16 A. Correct 

17 Q. And you would call each other frequently and 

18 exchange your notes and observations about your 

19 experiments; right? 

*V /V. WliVVW 

21 (Mr. Hcbert handed Defendant's Exhibit No. 657 

22 to die witness.) 

23 BY MR. HEBERT: 

24 Q. Mr. Eggers, I've banded you VTX-657, and I ask you 

25 if you recognize that document? 


J j J 

Page 297 

1 BY MK- DcMASb 

2 Q. And Dr. Thapliyal was doing a very similar cxperirnent 

3 that you had done in late January with a piece of chicken. 

4 In his case be used chicken cartilage; right? 

5 A. Yes. 1 think in both cases, they were chicken 

6 cartilage. 

7 Q. Miniscus is cartilage? 
S A. Miniscus is cartilage. 

9 Q. So you were both using rJie sane part of the chicken; 

10 right? 

tl A. Well, there's cartilage on the back of the chicken 

12 as well and that's not considered miniscus, so the point 

13 is, ftbro cartilage in the chicken is - appears in 

14 several places of its anatomy that has similar 

15 characteristics and is suitable to these kind of testing 

16 purposes. 

17 Q. And this is a drawing that Dr. Thapliyal made of 

18 his exrxrirnent of using a piece of chicken cartilage in a 

19 bowl of saline; right? 
xv a. correct. 

21 Q. And he did this on February $, 1993; ri^t? 

22 A. That's the date incficated oo this facsimile, 
23 

24 
25 
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1 A. Yes, I recognize it as in the handwriting of Hira 

2 Tnapliyal, dated February Ww 1993. Unfortunately, the 

3 third page of which, which is AJCTC17775 # Is copied out of 

4 alignment on the page. It's not all visible. Is that 

5 supposed to be that way? 

6 Q. I can help with that If I may suggest that I 

7 bdieve there are two copies of that same document here, 

8 the first copy has the sideways page, but the second copy 

9 doesn't See if that helps you. 

10 A. Oh. I see. Further back. 
U Q. Yes. 

12 A. Yes. I see later oo it is correct 

13 Q. Okay. I apologize for that That's how we got the 

15 A. Okay. 

16 Q. And this is a Fax that you received from Dr. 

17 Tnapliyal that he sent to you on February 8, 1993; right? 

18 A. Yes, It appears to be (sat 

19 MR. HEBEftT: Vd offer 657. 

20 MR. DeMASI: No objection, vour Honor 

21 THE COURT; Thank you. 

22 DEPUTY CLERK: So marked 

23 ••• (I^endant's Exhibit No. 657 was received 

24 into evidence.) 
25 
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I 

2 Q. We're not going to go through all of the different 

3 patent applications, but I think there's one more here 

4 that b useful to go through and that would be ~ the 

5 third one that was hied on May 10, 1993. 

6 Do you see mar? 

7 A. Yes. 

8 Q. So that the third application in tins chain was 

9 filed on May 10, 1993. Do you recall what that application 

10 referred to? Was mat another angioplasty one or by then . 
U bad you gotten into the ablation? ■ 

12 A. No. That was related to ablation and to initially, 

13 I think the scope of tot was probably related to 

14 arthroscopy. 

15 Q. Okay. 

16 A. It certainly was ablation or tissue removal 

17 Q. Okay. 4 

18 (Mr. Bebert handed Defendant's Exhibit Ho. 312 

19 to the witness.) 

21 Q. I've given you what has been marked as DTX-J 12 and 

22 ask you if you can identify mat as the application filed 

23 on May 10, 1993, which was assigned Serial No. 059,681, 

24 the third application in the sequence. 

25 A. Yes. Tbe certification on the front attests to 
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1 the - to that fact 

2 Q. Okay. 

3 MJLHEBEKT: 1 offer 3 12. 

4 MR. DcMASl: Your Honor, no objection. 

5 THE COURT: Thank you. 

6 (Defendant's Exhibit No. 3 12 was received into 

7 evidence.) 

8 BY MR. HEBERT: 

9 Q. If yoa could turn, Mr. Eggers, to Page 19 of tie 

10 application^ That would be Page 26 b the document 

11 A. Yes. 

12 Q. And in describing your invention, you said that a 

13 central aspect of the present invention is the ability of 

14 the probe to ddiver high energy flux levels effectively 

15 only to the intended areas. Thatis the target tissue 

16 and not to surrounding healthy tissue or electrically 

17 conducting fluids. For example, normal saline irrigant 
1$ Such directed energy transfer results in selective beating 

19 of the target tissue which allows the probe to cut, ablate 

20 or reccntour the target tissue. 

21 This was - referring to Figure 4, when the 

22 tip 12 of the probe 10 is pressed against a region of 

23 target tissue 80, some of the electrode tenninals 50 will 

24 be in contact with target tissue, while other electrode 

25 terminals may be in contact with electrically con<foctfng 
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1 Q. And you agreed with it entirely at the time it was 

2 filed? 

3 A That's correct 

4 Q. Okay. 

5 A. We're not olsagreerng about what I agreed to. It 1 * " 

6 what is the rneaning of central aspect 

7 Q. It means at least it was a very irnportant aspect of 

8 the invention; right? 

9 A. Yes. 

10 MR. HEBEBT: Could we go to the paragraph 

11 beginning on line 30, Gary, please? 

12 BY MR. HEBERT. 

13 Q. You further went on and you said that in contrast 

14 to the present invention, electrosuxgical methods and 

15 apparatus of the prior art involving a single electrode 

16 exhibit substantially reduced effectiveness when a portion 

17 of the exposed electrode is in contact with a low 

18 resistance pathway. For example, normal saline inigmt. 

19 In those circumstances, the majority of power ddrvcrcd- 

20 from the single electrode tip is dissipated within the 

21 low resistance electrically conducting fluid, there by- 

22 significantly reducing the capability to cut or ablate 

23 the target tissue. 

24 Do yoa see that? 

25 A. Yes. 
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1 fluid70. 

2 And here you're describing some of the 

3 benefits that arose from using the small multiple 

4 electrode embodhncats of your invention; right? 

5 A. Yes, and that reticular embodiment or description, 

6 that was talking about the benefits of multipte dectrodes. 

7 Q. Okay. And actually you said that it was a central 
I aspect of the present invention; right? 

9 A. Yes; 1 think that was at that time our preferred 

10 embodiment 

11 Q. You actually viewed it as a central aspect of your 

12 invention; right? 

13 A. That is the terminology used I'm saying it'* 

14 certainly the preferred cmbc<fiment 

15 Q. Okay. But the terminology mat you used in the 

16 patent application that you applied for here was that it 

17 was a central aspect of the present invention, not merely 

18 a preferred one; right? 

19 A Yes. That's certainly as you repeated, you know, 

20 the words that are stated there I don't think Vm qualified 

21 as patent counsel to be able to make that distinction. 

22 Q. Well, you read this application before it was filed? 

23 A Yes. 

24 Q. And you signed it under oath; right? 

25 A. Yes, that's correct 



AithroCaxc v* Smith & Nephew, CA No. 01-504 (SLR) 



Page 302 

1 Q. So you are not only calling the multiple active 

2 electrode aspect of ux invention a central aspect, but 

3 you're further saying that you're contrasting it with the 

4 methods and apparatus of the prior art that involved a 

5 smgk electrode; right? 

6 A. Yes, for conventional monopolar electrosurgery, yes. 

7 Q. Thai's all you had in mind hoe was coovcntional 

8 electro monopolar surgery? 

9 A That's - that's my Interpretation of eterosorgical 

10 methods and apparatus of the prior art, conventional ^ . 

11 monopolar electrosnrgery. I mean it says a single 

12 electrode. That would be monopolar. 

13 Q. Were you aware of bipolar devices in the prior art 

14 that had a single active dectrode? 

15 A- That bad two active electrodes? 

16 Q. No. Single active dectrode. 

17 A Yes, there were some acrices that had single active 

18 dectrode. 

19 Q. And those deviocs, did they suffer from the same 

20 problems that you were criticizing here, where, if • 

21 portion of the exposed electrode was in contact with a low 

22 resistance pathway, the majority of the power delivered 

23 from the single dectrode would be cfissipated within the 

24 electrically conducting fluid, there by significantly 

25 reducing the capability to cut or ablate the target tissue? 
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A. In those devices thai had, that were bipolar, both 

2 the active and the return electrode were pressed against 

3 the tissue, so the current flow path was within the 

4 tissue, The active electrode, to my recollection, was 

5 outside or away from the saline if it was even present 

6 Q. Did those suffer from these same problems? 

7 A. Well, they <fid not sufTcr from thembecause- 

8 Q. They <fid not? 

9 A. - because both electrodes were pressed against the 

10 tissue adjacent to each other. 
U Q. How, the '659, Pm sorry, the third application in 

12 the chain, the one that we arc looking at now, the one 

13 that was filed on May 10, 1993, the one that had Serial 

14 No. 059,68U that's Exhibit 312 that you have 5a front of 

15 you; right? 
A. The one that was abandoned? 

17 Q. It's one of the ones that was abandoned. 
A. Yes. 

19 Q. It's the one m front of you? 

20 A. The one that's abandoned, yes, that's in front of 



21 



24 
25 



Q. The nmonewasabanAjricdaswell? Trx one filed? 

A. Correct 

Q. Several of them that were abandoned; right? 

A. Rigjht 



Page 305 

1 Q. For the '882, tins application is inc^^ 

2 the '8S2 patent; right? 

3 A. Without looking to it - 

4 Q. Please da It should be Column I in each of them. 

5 (Pause.) 

6 the WITNESS: Yes. All three of the ones you've 

7 cited arc incorporated. 

8 BY MR. HEBEKT: 

9 Q. I'm sorry. I asked the question actually the other 

10 way around. Ail three of the patents in suit, the '536, 

11 the * 882 and the '592 incorporate this application; right? 

12 A. Correct 

13 Q. Okay. Now, you had tried to draw a distinction 

14 between monopolar and bipolar and I would like to ask you 

15 about that for a morneat 

1 16 The *882 patent is not limited to bipolar 

17 elecrrosurgery,lstt? 

18 A. I will need to refer to it to answer the question. 

19 Q. Welt,pkas* 
[20 (Pause.) 

21 MR. HEBEKT. Gary, can I get Page 20 one of . 

[22 the '882? It should have Column 4 at the top. 

1 23 If you could blow up the top paragraph in . 

24 Column 4_ Can you blow it up less? 

25 Thank you. 
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Q. But, nevertheless, even though das was abandoned, 
you incorporated everything that is in this application 
in the three patents in suit; right? 
A. Yes. 

q. In the # 536, you mcorporated everything in this 
application, bchtding your discussion about the prior 
ait; rigjht? 
a. Yes. 

Q. And in the '882, you bcorporated this discussion 
10 as well; right? 

It A. Now, they were certainly listed as the related U.S. 

12 applications. 

13 Q. Perhaps I can help you with that 

14 If you turn further into the patent, to Column 

15 1 in each case, you win sec there's a description of the 

16 background of the invention. 
1? A. Yes. 

18 Q. And the background of the invention lists all te 

19 inventions that are incorporated - 

20 A. Correct 

21 Q. — actually, incorporated into the patent; right? 
A. Correct 

23 Q. And for the '536, this application is incorporated 

24 into the '536 patent; right? 
A. Correct 
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25 



BY MR. HEBEKT. 

Q. Andnere in your'gK patent, yrju aejtuafly are saying 
rhat the high-frequency voltage is then applied between 
the active and return electrode through the euro 
path created by the electrically corntofog tiquid in 
cither a bipolar or monopolar manner; right? 
A* Correct 

Q. In Claim 1. if you would like to turn to that, 
please, of the '$82 patent, and just confirm for us that ^ 
aaimlisrx*u^tedtobuypol^ r 
, w monopolar. . 

13 A Yes, it would appear that that would coverboth. 

14 Q. lljatwwild cover incwpc^arrc 

15 A Correct 

16 Q. All right Now, there are 1 1 9 patents, right, that ^ 

17 you have? 

18 A. Pardon? 

19 Q. I'm sorry. It's 1 19 patents that you have? 
[20 A Correct 

;2l Q. Okay. Andmobtairimgll9pato 
22 a little bit about validity patents; right? 
123 A Correct 

24 Q. And so for the ' 8 82 patent, which is not limited to 
|25 bipolar but also includes monopolar, it's correct, isn't 
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! 

2 PROCEEDINGS 
3 

4 (Proceedings commenced in the courtroom, - 

5 beginning at 930 ajn, and the following occurred without 

6 the presence of the jury.) 
7 

8 the COURT: Good tnornirig, counsel. I understand 

9 there are no issues. Is that still the case? 

10 MR.HEBERT: I believe so, your Honor. 

11 THE COURT: Let's bring our jury fax If the 

12 witness will take the stand, that will help us with our 

13 timing. 

14 (At this point the jury entered the courtroom 

15 and took their seats in the box.) 

16 THE COURT: Good morning, ladies and gentlemen, 

17 Glad to see you all here. VVhy don't w get started with 
It the continuation of the cross. 

\9 Mr. HcberL 

20 KOLHEBERT: Thank you, your Honor. 

21 

22 

23 

24 

25 ' ~- 
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I 

2 ftAI>rnFrSTESTTMWY 

y CONTINUED 

4 

5 * «• PHIUP E. ECGERS, having been 
6. previously duly affirmed as a witness, 

7 " was tresunxd and testified furthers* 

8 follows _ 

9 MR. HEBERT: Good morning, bdics and gentlemen, 

10 C*OSS-BtAMINATOH ■* 

11 CONTINUED | 

12 BY MR. HEBERXi 

13 Q. Good morning, Mr. Eggerx. 

14 A. Good nx>rnmg f Mr. Hcbcrt 

15 Q. Mr. Eggers, I would like to band you an exhibit 

16 that has been marked as VVX^ShA. Yesterday, Mr. Eggers, 

17 you pointed out that DTX-*52 had some portions cut off at 
IS the top, where you couldn't see a line, right around - 

19 here, where you couldn't 30c the letter L, and down near 

20 the bottom, where you couloVt see I think the last line 

21 or two. And you did point out, quite correctly, that 

22 earlier in the case, the complete copy was supplied, and 

23 I apologia wc didn't include that yesterday. I wanted to 

24 askycu if you can confirm that this is the complete copy? 

25 A. Yes. To the best of my knowledge, this is the 
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Q. When was that? 

2 A. At least twice I believe it wa$ in November and 

3 again in either late February or early March. 
MR. BOBROW: Your Honor, at this time I move 

5 rx-544 into evidence. 

MR- HEBERT: It's a non-suction; right? 
MR.BOBROW: Ye& 
THE WITNESS: YCS, 
MR. HEBERT: NO Objection. 
YHECOUKTi Thank you. 
THE DEPUTY CLERX: SO marked 
(Plaintiffs Exhibit No. 544 was received into 

13 evidence.) 

14 MR. BOBROW: Your Honor ,1 request pemaWon 

15 to approach and to show the exhibit to the jury. 

16 THE COURTS sure. 

17 MR. BOBROW: ladies and gentlemen, what I 
IS would like to do is to hand to you for your inspection 

19 the Saphyre bipolar ablation probe, which has been marked 

20 fX-544. . 

21 (Pause.) 

22 ftY MR. BOBROW: 

23 Q. Now,*Dr. Gokfix^ at tJte tome Td like for yoa to 

24 describe for us some of the major components of the 

25 Saphyre bipolar ablation probe. To do mis, M like to 
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I have the tissue we moved 
It also has this large area over here, the 

3 return electrode. It's much larger so that we have the 

4 high density, the current effect here and we try to 

5 minuiuK the current den^ This is the - 

6 return electrode. So it has active electrode terminal 

7 as well as the retora electrode. 

8 How, as we were discussing before, spacing is 

9 very, very, very iinportant to how this devke works, both 

10 in terms of making sore that everything is safe and in 

II terms of getting the effects that wc want because we want 

12 to treat the tissue in a certain way. So spacing is very 

13 important. 

14 I need to point out that the return electrode 

15 and how it's spaced on this device is critical because 

16 this space between the active electrode and the return 

17 electrode not only gives it the effect*, bat because the 

18 active electrode is up higher, on a different plane, it . 

19 was raised, when this is in contact with the tissucy the- 

20 device Itself is designed to have the return dectrode 

21 spaced away from trie tissue. It's further back and it's 

22 on a different plane. 

23 And the device is designed as well to Hrmt 

24 contact by also having insulation down here and back here. 

25 So they're trying to mmijnirc contact with this return. 
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1 put up a pktureof this device that is of the very tip 

2 of the device. 
MR. BOBROW: And, your Honor, with your 

4 permission, if Dr. Goldberg could approach the exhibit in 

5 order to explain it~ 

6 THE COURTS Yes. 

7 THE WITNESS: Your Honor, thank you. 

8 MR. HEBERT: May I, your Honor? 

9 THECOUicr: Yes, you may. 

10 tee witness: Thank you, sir. 

11 (At this point the witness then stepped down . 

12 from the witness stand) 

13 BY MR- BOBROW; 

14 Q. So, Dr. Goldberg, If you would please explain for 

15 the jury what is depicted here in this exhibit of the 

16 Sapbyre bipolar ablation probe and describe the major 

17 components? 

18 A. The major conmonents, lades and gentlemen of the 

19 jury, are very, very shmlar to those that we've described 

20 previously in the figures of mepatents. Fee the example 

21 hercmis area here tliat teolcs like the asm^ b the ^ 

22 active electrode, me clcaro^ 

23 This is the area at which there is going to be the tissue 

24 effected, the treatmenL This is the part that is going 

25 to come in close position or touch the area that needs to 
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I- electrode «nd space it property, so that it works and 

2 mat it's safe. 

3 Now, this device c*ry works if it's in 

4 electrically co<xhx*rvcfhad So imagine mis in the 

5 joint space. The joint space is fflkd with electrically 

6 conductive fluid When mat happens, the current passes 

7 through the electrically conductive fluid and that energy 

8 creates a current flow path. The current is going to go 

9 between the active and the return electrode here and that 

10 current is going to create coupons that is going to r 
U enable this device to treat the t issue . 

12 Q. All right Thank you. Dr. Goldberg. 

13 (At this point the witness then resumed the 

14 witness stand) 

15 BY MR. BOBROW: 

16 Q. Now, is me Saphyre bipolar ablation probe used as 
1? part of ao ckctrosurgical system? 4 

18 A. Yes, sir, it is. 

19 Q. Can you cescribe the system in which it is used? 

20 A. It's designed to be used in a rystcm with an 

21 electrosurgay generator. If wedcm'tlaveahitf*- 

22 frequency generator, there wont be ariy current between 

23 the *ctive and the return electrode and it's designed to 

24 Urn a system with electrically conductive fluid 

25 Q. Now, is the electrically conductive fluid prop ty 
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1 MR. BOBROW: Your Honor, a this lime 1 

2 would move PX-TO into evidence 

3 M&HEBBTR Ko objection. 

4 THECOUtTi Thank you, 

5 THE DEfUIY CL£R& So marked 

6 ••• (Plaintiffs Exhibit No. 732 was received into 

7 evidence.) . 

8 MR. BOBROW: May I approach end publish to the 

9 jury? 

10 THE COURT* Yes, you may* 

11 MR. BOBROW: Thank you. 

12 MR. BOBROW: Ladies and gentlemen, what I 

13 would like to do now is to hand to you PX Ttt, which is the 

14 control RF probe made by Smith & Nephew. 

15 (Pause.) 
16 

17 
18 
19 
20 
21 
22 
23 
24 
25 
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1 certifier. It had this two-wire configuration, instead 

2 ofthat ashtray. But from a turx^crnd perspeca^ this 

3 is the active electrode that is going to be the electrode 

4 in the area of where the cflects are occurring to enable - 

5 us to treat the issue. 

6 Sunilarry, here we see a return electrode. 

7 How, this return electrode is a 11 ttle different than the 

8 <>oxwesawmd)eSaprryTC,butU^ rua^orialry equivalent 

9 The insulation only goes to here, so me return electrode ' 

10 goes aU the way around. But we can dearly see how this 

11 is muchiarger than the active electrode, So this is an 

12 acdve funcrioral electrode. This is where tissue effects 

13 arc happemng. And this has been tengnerf tn minimis 

14 tissue effects. 

15 It is important to mention that we have the 

16 same issue with regard to spadng. There is a nice space 

17 between the active terminal, the active electrode electrode 
1$ terminal and Ac return electrode. 

19 Now again, because this is arthroscopic surjery, 

20 the joint is going to be filled with an dectricaOy 

21 conductive fluid, such as saline or lactatcd ringers. And 

22 that is something that is very important to rrmrmbcr, that 

23 we are talking about devices that work m electrically -. 

24 conductive fluid In the joint, we need the shoulder to 

25 be surrounded by electrically conductive fluid 
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1 
2 
3 

4 Q. Dr. Goldberg, I would like you to explain md 

5 describe for the jury the main components of this Control 

6 Rf product 

7 MR. BOBROW: with Your Honor's permission, if 

8 he may approach a picture of the Control Kf _ 

9 Thank yoa 

10 THE WITNESS: May I, your Honor? 

11 THE COURl* Yes, you may. 

12 * (At this point the witness then stepped down from 

13 the witness stand.) 

14 THE WIINESS: Okay, ladies and gentlemen, 

15 Again, we have a blowup, a closeup of the tip of that probe 

16 that was just passed around. I believe it's a picture of 

17 that same exact one or one that is identical to it 

18 This is where afl the action is. What lam 

19 going to show agaia is that the same five components thai 

20 the Saphyre has that meet the limitations of the daim 

21 axe present in this device* 

22 Once again, we wiQ go back to the magnets. 

23 And here we can see at the distal end ttere is an active 

24 electrode electrode terminal, This active electrode 

25 termini! is a little different than the one a the 
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1 And again, because it's electrically conductive 

2 fluids, when another part of the system that isn't the 

3 probe, the rngh-fre<ruency generator, is activated, there 

4 wiD be a current flow pa4 between the actrve and the 

5 return. That current flow path is going to ahex the 

6 fluid in a way that we will be able to teat a tissue. 

7 " MR.WBR<W:Tbaiikyou,Dr. 

8 (At this point the witness then resumed the 

9 witness stand) 

10 BY MR. BOBROW: . ■* ' 

11 Q. Now, I would like to shift from the Control RF 

12 product to the third product involved next, which is 

13 called theEtaxoBlacfe, 

14 Fast of all, Dr. Goldberg, have you reviewed 

15 documents in rel ttion to your work in evaluating the 

16 EkctroBlade in this matter? 

17 A Yes, I have, sir, 

18 Q. If you would, please, for me, as we had done before, 

19 if you could turn to Volume 1 of these exhibits- 

20 A Okay. 

21 Q. And first of all, let me ask you to torn to FX-189 

22 A I see, sir* 

23 Q. WhatisPX-189? 

24 A This is the mstntctkms for use for me EkctroBlade 

25 system 
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1 used to mechanically remove tissue. And so some docs 

2 and some processes need to have that serrated edge to 
J remove tissue better. Am) others need a smooth edge; 

4 So there are some differences, but they are 

5 on the inechanical ride, for i (Efferent fraction. But in 

6 terms of the Rf. they are essentially equivalent 

7 MR. BOBROW: Dr. Goldberg, I would now ask you 

8 to explain the significant components, as you had done 

9 before with the other devices, of the EkctroBlaoje. 

10 M*. BOBROW; Your Honor, with your permission, 

11 may he approach a picture of these? 

12 THE count Yes. 

13 (At this point the witness then stepped down 

14 from die witness stand.) 

15 THE witness: Here wc go with our third 

16 exhibit Once again, I am going to point out the five key 

17 components that match this probe up to the patents in suit. 
IS I am showing that it has the elements to make this device 

19 infringe. 

20 Now, because this is- let'* talk a little 

21 bit about the active electrode electrode tenninaL This 

22 isa little uaffcrcnt TV reason it is just a little 

23 different is because now we have a moving part We have 

24 that blade that rotates in. But because these are in 

25 contact, they can fuxKtion, both pieces, the toner piece 
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1 A Wc tested it m elcctrfcally ccno^ve rtuid, in 

2 saline, then we tested it in distilled water. And then 

3 we tested tt with the return electrode in air. 

4 Q. Now, first of all, when you tested ft in your lab 

5 with electrically conductive fluid, in that case saline, 

6 can you describe what occurred? 

7 A. When a high-frequency current or voltage was placed 

8 and there was current flowing, we saw at the active 

9 electrode a yellow glow, as well as a gaseous doud, a 

10 vapor layer, if youwilt over the active, when It was 
U activated in sterile saline. 

12 When that probe was brought in contact with 

13 tissues, such as cartilage, that actually had a tissue 

14 effect 

15 Q. What effected it have? 

16 A. It removed tissue. It removed the cartilage without 

17 causing deeper coagulation. And that's actually an - 

18 unportantpobt because th^ 

19 different energy source*. 

20 A lot of what we do in cancer is heating the 

21 issue and cookmg the tissue. So mis was a very 

22 Afferent effect from the effect that wc see in cancer - 

23 MJCHEBOtT; Objection. 

24 THE COURTt What is the basis? 

25 MR. heberT: He has testified about 


Page 412 

1 and the exposed piece, as an active electrode, 

2 They are an electrical-- there ban 

3 electrical connection between these two just by the two 

4 of them tmiching, even though there is no physical 

5 structure. 

6 Another important aspect is the return 

7 electrode, which you can see, this will carry it back, 

8 much larger than the active electrode. So here is the 

9 return electrode that I have put over here. Again, we can 

10 see that the active is spaced from the return, and because 

11 this is arthroscopy, electrically conductive fluid. It's 

12 got to be that saline or the lactated ringers. 

13 And cure enough, there is a current flow path. 

14 AH five elements of the claim. 

15 MIL BOBROW: Thank you. Dr. Goldberg. 

16 (At this point the witness then resumed the 

17 witness stand.) 

IS BY MR. BOB ROW: 

19 Q. Now, in connection with your work m testing these 

20 devices in your lab, did you test the various devices, 

21 Jet's start with the Saphyre, in your lab, in different 

22 fluids? 

23 A. YeUoHsir. 

24 Q. What fluids dd you test the Saphyrc ablation probe 

25 in? 
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1 coagulation, and die test that he drd was on a piece of 

2 dead tissue. There is nothing in his report about 

3 testing and deuxiustiating coagulation. And dead tissue 

4 can't coagulate; 

5 MJLBOBROW: Your Honor, I think he is simply 

6 describing the operation of the device and the different 

7 effects the device mi^ht have. The SarAym dxs have a 
g cc^gulaum rrjc<ie ard it has a c 

9 THE COURT: But if he, in fact, didn't test 

10 the coagulation mode on human tissue, he shouldn't be 
1! talking about the coagulate * 

12 actually having done that 

13 THE WITNESS: If I may clarify, your Honor— 

14 THE COURTS Yts, you may. 

15 THE WITNESS: Thank you. 

16 Several aspects. Let me clarify and state that 

17 I did not see coagulation in the tissoes, which is what* 

18 was trying to say, but a different effect 

19 We routinely- and 1 have p^ 

20 papers on performing arthro-ablation in dead tissues — 

21 describe a coagulation effect in dead tissues. And that 

22 type of effect, which we m)rmally observe in the studies, 

23 that we do to look at RF for cancer were not seen in — 

24 MR. KEBEKT: objection. None of this is in 

25 his report If ft is other papers, it is not in his report 
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1 THE COURT: Wc do have to limit the testimony 

2 to the report and the matters addressed during the 

3 pretrial discovery. IT wc can do that, that is fine. 

4 BY MJL BOOROW: 

5 Q. Let me ask you to move on to a (Efferent subject I 

6 am net sure we need to go into that, frankly. 

7 Let me ask you, you mentioned earlier that you 

8 had done a test cf the Saphyre probe in distilled water as 

9 wdL 

10 Do you recall thai? 

11 A. Yes; I da 
12 

13 
14 

15 j 

16 
17 
IS 
19 
20 

21 

22 
23 
24 
25 
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1 was activated, we saw this yellw orange glow and the 

2 gas fainingand, when wc brwight the device in dose 

3 j^'doning to the cartilage* we saw this tissue effect, 

4 the removal of that cartilage. 

5 Q. DidyouuscthcC^trdRFman^ 

6 besides satine? 

7 A. I believe that I did. 

8 Q. And what (fid you do? 

9 A. I placed tt b distiikd water. 

10 Q. And what kind of a fluid is distilled water? 

11 A. Distilled water is trao^uaiaily consioVred to be a 

12 noncondoctive fluid. 

13 Q. And docs dlstOlcd water oooetbdess conduct some 

14 electrical fluid? 

15 A. AH fluids, aUniatcriaisc^^ 

16 conductivity. Cotufucttviry is a spectrum from very little 
1? to a teas opposed to, yesAu. It's not a black-and-white 

18 Question. All fluids do conduct some electrical current, 

19 but olstilled water is very, very difficult to conduct 

20 deccirity. Compared to the body tissues, it's not a 

21 conductive fluid. 

22 Q. What happened when you used Ifae Control Rf in mis 

23 alsUlkd wafcr that in this noocooductivc fluid? - 

24 A. We did not sec that glow, wc didn't sec the bubbles 

25 and wc were unable to achieve me tissue effect. 
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1 

2 
3 

4 Q. What kind of a fluid is distilled water? 

6 Q. And what happened when you used the Saphyre in 

7 thiswiramofrctivc distilled water? 

8 A. Wc did not observe the ycOow glow, we did not see 

9 the vapor efTect and we aid not get the tissue effect that 

10 we did when the device was in electrically conductive 

11 flout 

12 Q. You mentioned that you also tested the Saphyre when 

13 the return electrode wis in air and the active electrode 

14 was in the saline; is that right? 

15 A. Yes, sir. 

16 Q. Can you describe for the jury what happened when 

17 you used the Saphyre prote m that n*de? 

18 A. It didn't work. 

19 Q. Let me ask you dow about the Control RP. Did you 

20 use the Control if in your lab? 

21 A- Yes, sir, I did. 

22 Q. Did you do a testof the Coc^ Ef m saline? 

23 A. Yes, I did 

24 Q. Can you oescribe thai test and the resuttsofit? 

25 A. WeQ, once again when it was in the saline and it 
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1 Q. Now, did you use the ElectroBlaoe in your lab? 

2 A. Yes, 1 <fid. 

3 Q. Can you describe what you dW 

4 A. I believe that wc used it in saline and m disdlled 

5 water once agam. 

6 Q. Could yoa describe what happened when you use it in 

7 saline? 

8 A. When we placed it against the tissue and activated 

9 it, we did sec a tissue effect 

10 Q. And what about in the distilled wafer? 

11 A. We did not sec the same type of tissue effect 

12 Q. lhank you. Dr. Goldberg. 

13 Now, I would likn to shift gears a bit and 

14 talk with you about some of the claims thar ArthroCare It 

15 asserting against Smith & tephew in this lawsuit 

16 A. Okay. 

17 Q. And what I have placed up before you and the jury 

18 is Claim 1 of the f 592 patent 

19 A. I sec that, sir. 

20 Q. And we have set forth the text of this cWm on a 
a* cnan. Ana, tin* ot au, may I asx u you nave formed 

22 an opinion of whether or not Claim I the '592 patent 

23 bbfiinged on the Saphyre bipo^ 

24 m arthroscopic surgery? 

25 A. I have formed an opinion, sir. 
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1 Q. And what is it? 

2 A. The Saphyre probe infringes upon Claim 1 of the *592 

3 patent 

4 Q. Mow, couid you please walk us through the elements 

5 of Claim 1 and explain to the jury how those elements are 

6 satisfied by the use of the Saphyre bipolar ablation 

7 probe? 

8 A. With your permission? 

9 Okay. Claim 1 has four parts to it There 

10 is the preamble and then three subsequent paragraphs. So 

11 probably the best way to do this is to go through each 

12 and every one of those paragraphs individually and see if 
15 the Saphyre meet* those criteria. So if we look at Claim 

14 1 , it says that it's a method for applying electrical 

15 energy to a target site on a body structure on or within 

16 a patient's body, the method comprising. 

17 There is no (roesticn that the Saphyre is 

18 fotenocd to be used as an electrical device, an Rf 

19 electrical surgery device in the joint spaces such as the 

20 shoulder and the knee So, yes, it does have that aspect 

21 toit 

22 If wemove to the second thmg, tbe jecnod 

23 paragraph, portioning into an ekctrode terminal into at 

24 least close proximity with the target site. As I showed 

25 yon a little bit earlier, this is where the action is, 
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1 says such that the return electrode is not in contact 

2 with the body structure to generate a current flow path. 

3 Do you sec that? 

4 a. Yes, I do. 

5 MJLBOBROW: can you please put up the 

6 construction of the patent language? 

7 And can you highlight Paragraph 4, please? 

8 BY MJt BOBJtOW: 

9 Q. Now, what has been higWighted kre b a rxjrtioa of 

10 the Court's claim construction about the meaning of that 

11 phrase, the return electrode is not in contact with the 

12 body structure that appears in Claim 1 of the '592 patent 

13 And you will see that In defining that phrase, the Court 

14 said that tbe return ekctrode is not to contact the 

15 body at all during the performance of tbe claimed method. 

16 Now, do you have an opinion whether or not 

17 that element construed by the Court is satisfied when the 

18 Saphyre bipolar ablation probe is used? 

19 A. Yes>Ido. 

20 Q. What is your opinion? 

21 A. Myopimoabth*pc«tto 

22 satisfied. 

23 Q. Now, does that portion of the claim as coajtrucd by 

24 the Court require that the Saphyre bipolar ablation probe 

25 return electrode never contact the tissue during the 
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J back here on the far screen, and that is the part that 

2 the video was shown yesterday by Mr. Marsden, I believe, 

3 What is shown u the area that gets put into contact with 

4 the — or at least in dose proximity to the tissues to 

5 be treated. So it has that element. 

6 And the second part of this, in the presence 

7 of electrically conductive fluid as we have been discussing 

8 the arthroscopic surgery in saline, in bctated Ringers 

9 fluid, it's in ekctricaOy conductive fluid, so the 
10 elements of tbe second paragraph are met. 

U Q. What abootme third? 

12 A. Positions a return electrode within the electrically 

13 conductive fluid such that tbe return electrode is not in 

14 contact with the body structure. That ckarty happens 

15 when the device is used and perhaps well get into that a 
1$ little bit in just a moment There is no question as we 

17 continue that mere is generation of a current flow path 

18 between the electrode terminal - that's the active over 
1* here ~ and the return electrode - back over here, when 

20 tbe high-frequency voltage is applied 

21 So, in short, all the dements of this claim 

22 are met by this device, by the Saphyre device, 

23 Q. All right I'm going to mark this accordingly. 

24 Now, Dr. Goldberg, you had mentioned that in 

25 this paragraph, positioning a return electrode, that it 



1 course of an entire arthroscopic procedure? 

2 A. No, it doesn't Mr. Bobrow, you raised a very 

3 important — 

4 MR. bebert: Objection. 1 think we are arguing 

5 dam constroc tiort 

6 THE COURT. Well, I think all the experts arc 

7 going to give their spin on claim construction, so I'm 

8 going to aUow the testimony. If we need to talk about it 

9 further, wewilL 

10 BY MR. BOBROW: 

11 Q. Please go ahead, sir. r 

12 A. I was about to try to explain to the members - the 

13 ladies and gentlemen of the jury as to why this is a very 

14 Important point The claim is talking about a method for 

15 applying electrical energy, so the issue is whether or 

16 not a device infringes when tbe electrical energy « not ~ 

17 when it is being applied. There are a lot of parts to a * 
1$ surgery, 1 nchidtng putting in the camera, taking out the 

19 camera, taking care of the patient mat don't involved 

20 applying electrical energy. So the key is; is this 

21 method being infringed when if* fulfilling the claim 

22 which is when the energy is being applied? So the only 

23 way not to mfringe this claim with the device is to 

24 make sure that the return electrode — 

25 MUKEBEKT: Objection. 



AithroCarev. Smith & Nephew, CA No. 01-504 (SLR) 



Page 419 -Page 422 



A 15155 



Jury Trial - Volume C 



Condenscit 04 



Friday, May 2. 2003 



Page 423 

1 THEWJTNESS: -isalwaysin contact when Che 

2 energy is on. And as the videotape and Mr. Marsdcn 

3 suggested, very c&arty there is occasional contact 

4 frequently, but often there isn't The probe is designed 

5 to enable they're not being contact If it's not in 

6 contact, it's being infringed 

7 BY MR. BOB ROW: 

8 Q. Now, is the probe designed - 

9 THE COURT; There is an objection ben; and I 

10 know I let the answer go on and perhaps it's something we 

11 should address when we excuse ihejuron for lunch. All 

12 right? 

13 BYMJLBOBR0W: 

14 Q. How is the Sapbyre probe designed so the return 

15 electrode will not be m ccotact with the tissue? 
15 A. If we can have the figure.- 
17 I know there is a small version hex, bat it 
IS will be much more helpful if I can see the picture so I 

19 can point out tt feast two (fifrercnt ways that it's 

20 designed to prevent contact 

21 Number one, as I pointed out earlier, the 

22 active electrode is spaced up on a different plane from 

23 the return electrode so that when this bm contact with 

24 the tissue, there will be fluid swimmmg over here. 
And the other point, which was pointed out 
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frcm active to return. 

So again, alj the limiLations of Claim i are 
met by this device and, therefore, this device meets the 
criteria for infringement that is claimed 
Q. Dr. Goldberg, again focusing on the language about 
theremmekctrodenotin contact with the body 
structure, can you aj>!am fox the jury w^ 
that that particular langua^b 
Control RF product is used? 

the courts iknow, the same ejection. 

MJLKEBttTi It's going to be the same Issue, 
your How. 

TOE cour^ Yes, it is. So I'm going to let 
it go forward 

THE WITNESS: Again, this entire probe is going 
to be placed into the joint through a metal tube. The 
surgeon is viewing the tissue over Iwe fix>m arwthff port 
^beorshcisgotagtobebringir* 
active, closer to the target tissues* The return is spaced 
back and it's on a efferent plane. So thu device, too, 
is designed to help promote the return electrode 
tn contact with the tissues* 
BY MR. BO&ftOW: 

Q- Now, Dr. Gokfcerg. let's turn to the BectroBlade 
product made by Smim & Nephew, u's m the third column 
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1 again by - 1 bcKcve by Mr. Marsdcn himsdf, is that the 

2 return electrode is insulated on the back as well as on 

3 the shaft over here to also try to prevent contact 

4 between the return and tf* tissues. 

5 Q. Now, I'd like to shift from the Saphyre and ask you 
« some questions about the Control RF. 

? A. Certainly, sir* 

8 Q. Does the Control RF. in your opinion, meet aH the 

9 KnaHationaofCIam^ 

10 A. In my opinion, there is no question that the Control 

11 RF meets every limitation of Claim 1 of the '592 patent 

12 Q. Can you pfease explain for us your basis in fonning 

13 that? 

14 A. Well, if wo go through the daim language - once 

15 again, with your permission - we're talking about a 

16 device that is supposed to be used within a joint, within 

17 the patient's body. 

18 The electrode terminal is placed within close 

19 proximity to the tissues to be treated It's arthroscopy, 

20 so it's in efcclricalry cemductive fluid 

21 The return electrode is positioned back and, 

22 remember, it's also on a lower plane, so that you try to 

23 make sure mat it's not in contact 

24 And there is a current flow path when mc 

25 generator is on through the dectricalry conductive fluid 
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Have you formed an opinion whether the use of 
the BxtroBlade iiurbgcs daim 1 of the '592 patent? 
A. I formed an opinion on that, tec 
Q. Would you please* tell us your opinion? 
A. My opinion once again is mat the HectroBlade also 
infringes upon Claim 1 of the '592 patent 
Q. Can you please ca^lam yw basis to the jury for 
that conclusion? 

A. We can briefly, once again, go through all the 
elements. We're talking about a device to be used In 
tteshoolocTorthela^ f 
terminal There, it's in electrically ccoductw fluiU 
There is a return electrode spaced back, and when the 
energy Is applied, there is an detfric current flw path 
through the saline and it's meeting the criteria for this 

Q. And in your view, are aH the Urnitations met by 4 
this claim? 

A. In my opinion they are, sir. 
Q. Dr. Goldberg, again I would like to focus your 
attention on the language of the daim that talks about 
the return electrode irtbeiigucoDJaa wttttheb^ 
structure. And, once again, I would ask you to explain — 
and again, if you need to use the picture - why you 
behove that that language is met when teaectroBtade 
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1 product is used? 

2 THE COURT: All right And I understand there 

3 is an objection. 

4 MR. KEBERT: same objection. 

5 THE WITNESS: Once again, the active electrode 

6 is here at this end of the device. And the return 

7 electrode is spaced in such a way that it's back, and that 

8 only this piece here is protruding, so that when the 

9 surgeon, when she comes end brings the device up dose to 

10 the tissue to be treated, she is pushing down on the tissue 

11 over here. And this is spaced back and away from the area 

12 to be treated. And as long as the return electrode is not 

13 in contact while that energy is on, this device infringes. 

14 BY MR. BOBROW: 

15 Q. Dr. Goldberg, kt me now ask you some questions about 

16 some claims that depend on this claim, meaning that they 
1? add an additional limitation to the language of Claim t . 

18 And what I have placed here for you and for the 

19 jury is the text from Claim 3, Claim 4, Oaim 1 1 and Claim 
2v *i 01 mo j?* paicni, au Of wmcn uepcau upon v^aon *. 

21 And let me ask you, first of alt whether yeni ha\« fo*^^ 

22 an opinion about whether the use of the Saphyre, the 

23 Control *f and the ElectroBlade iniringes Oaim 3 of the 

24 f 592 patent?* 

25 A. I have, sir. 
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1 
2 
3 

4 A. (Continuing) The entire joint in the course of 

5 arthroscopic surgery is immersed in saline, or - 

6 electrically conductive fluid. • 

7 Q. Is the language of this claim satisfied by these 

8 three products? 

9 A. Yes, sir, it is, 

10 Q. Now we wfl] turn to Oaim 4. Claim 4 says the 

11 method of Claim 1 further comprising delivering 

12 electrically conductive fluid to the target site. Do you 

13 have an opinion about whether these three products 

14 infringe that claim? 

15 A. If there is fluid - yes, 1 have, 

16 Q. What is your opinion? 

17 A. My opinion is that, once again, this claim is 

18 infringed by these three — these three products infringe 

19 this claim of the *592 patent 

2ft O Will von nlease exntain ttSe basis for vow ontnion 

21 to the jury? 

22 A. Yes* Again, this claim is based upon the first 

23 claim. It is a dependent claim. I strongly believe that 

24 the first claim is met by these three devices. And the 

25 issue, the addition is delivering the electrically ■ 
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1 Q. Would you please teU us that opinion? 

2 A. My opinion is that the Saphyre infringes the separate 

3 claim, OaimKc>.3ofme^r^ent 

4 Q. And [what about the other products? 

5 A. The Control rf and the ELxtroBlade likewise inxnnge 

6 upon that additional dainv 

7 Q. Using the language of the claim, can you please 

8 explain for the jury the basis for your opinion? 

9 A. I can, with your permission, Oaim 3 requires Claim 

10 1 to be met, and I hope that 1 have been clear and have 

11 cornraunkated why I fed that all three devices fulfill the 

12 criteria for Infringing upon Claim No. 1. 

13 It also requires immersing the target she 

14 within a volume of dectricaBy conductive fluid and then 

15 positioning the return electrode within the volume of 

16 electrically conductive fluid to generate the current 
1? flow path. 

18 
19 

«v 

21 
22 
23 
24 
25 
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1 conductive fluid to the target site, and that is what 

2 happens during Ac course of arthroscopic surgery* 

3 Because the entire joint space is in comrnunkatioQ, and 

4 because the orthopedic surgeon wants the entire joint to 

5 be tilted, fluid kdelivered to that target^ Just 

6 by it swimming around, it's delivered to the target site. 

7 Q. Now, in the course of the case, Smith & Nephew had 

8 argued that this language about covering the fluid 

9 required that the fluid be sprayed directly at the site 

10 that you wanted to treat Do you agree with that? r 

11 MR. HEBERT: Objection. He is asking a 

12 question about a contention legarding claim construction. 

13 Ihe Court has rukd on claim construction. 

14 the COU1CT: I am not sure where you are going 

15 with this. M wearemtercstedmrxrwUv^his 

16 opinionis at this point 

17 mjl BOBJtOV: Yes, your Honor. The reason I * 

18 raised that is because, as 1 understand it. Smith & 

19 Nephew wiU be arguing tta 

20 a particular ground. I simply wanted to cow that ground. 

21 THECOWTt weaitcouidbetlMtwencedto 

22 wait until redirect for yon to cover that ground, make 

23 surcSrrJA&r^hcwcovmit Why oWt we do that 

24 MR.BOBROW: Thank you, your Honor. 

25 BYMR.BOBROW; 
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PROCEEDINCS 



(Procoafings commenced in thecoamooau 
die presence of the jury.) 

the coooti I understood we have muto'pk 
issues sod I guess we need to addreu those that present 
issues for us before lunch, so I have not- I've seeu 
(be notions, but I nave not obvtootry read (hen from 
ArthroCara I know Smith & Nephew bar a* iaoc, tt katt 
dxir letter indicates that they have an bsuc Sol 
doa*t care who goes first Whatever needs to be 

MR.Bt0MQrai)t Voux Honor, we provided two 
mccioox to chambers which we served en Smith & Nephew last 
week. 

Dr.Mftawaring»oc<gc%tob^ 
I dent think we need to deal with that Dr.Cbotiwm 
bo ate lunch, so we don*t need to deal with that tins 
monuag. And J don't know If there arc deposition issues* 
that stiQ need to be dealt with befoxc we start this 



MS. tovoat Your Honor; Smith & Nephew tefis 



wELcorauLa Mucosa 

BYt JASfiDSOtaOV.tSQ, 
TtM0TRrDeKAXS3Q.«< 

maTLCsjuucc— 



■ no 



ns« a KRaAftMoftf » a 
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RSH A UCRASfiSOM 
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us that they do continue to have objections to our 
deposition oVyagraftons, so - 

THECOUETi Allnjht 

MS. BOYD*. we can dlsom the deposition s; T 
think what would be more arjpropriaJe, to discuss Smith & 
Hcpbew**. I think that's the priraaxy issue. 

THECOUBT: All right 1 am confused about 
this because I thought the purpose of giving you all 
Wednesday was to allow ycu to rearrange your resources 
so that we could a c comm odate Mr. Marsden's problem 

Tbc letter comes as a surprise. If not a shock r 
to ir^ because wta you arc 
that Mr. Marsdeo has a probl^ 
felt it prudent to go forward under your crigimd trial 
strategy. And I resent to some extent the fact that you 
are putting mem the position of seeming to have to 
balance a trial about money wim sornecme'smcihcr.buf I 
thought that I tried to make the best accommodation t 
contend apparent^ 

whatsoever. And I find that perplexing if not 



And trust roe when I say I need no distress m 
nry life this nKsmng. So you tell me what you did with 
Wednesday that leads us to having to discuss this again 
today. I don*t understand. 
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1 MS. PRESO0TT: He's saywg that 

2 MS. LOUDEN: Your Honor, there wore privilege 

3 logs exchanged in this esse. I donH have it handy, but I 

4 would bet that this document was not listed on any 

5 privilege log. But I don't have that here to look at 

6 Again, what Mr. Rocs testified to is he 

7 understood the issue was being looked into by attorneys. 

8 That does not mean that what was being discussed in this 

9 document reflected any communication from any attorney. 

10 There has been no evidence whatsoever of any attorney 

11 invorvexnent in this statement. 

12 As I say, it appears in the project design 

13 quality. FDA can come look at it It's a technical 

14 document 

15 IKE GOUKR Well, it had always been my 

16 understanding that technical documents going to attorneys 

17 weren't privileged, so I guess I need some incEcation 
IS either that it has always been listed as a privileged 

19 document or that at some point in time, this particular 

20 version of this particular document was claimed as 

21 privileged and there's some basis for it 

22 Sold»*tkwwwhettthisbgobgtoccmem 

23 hitif > mtr)crjextbcw,Smim& r^l^ wants to give me 

24 copies of whatever it claims to be the bona fide claim of 

25 privilege with respect to this version of the document 
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1 pba is for this rooming. 

2 Last week, yoo heard testimony from some live 

3 witnesses. Wctl these arc abo other ways that evidence 

4 can be introduced and wc win spend some time this moroiag 

5 btrodactng some facts that have been admitted by the 

6 parties and reading cbe testimony of some witnesses wbo 

7 are not here in the courtroom, bat who have been questioned 
g previously under oath. 

9 So let mo start with the admitted facts* 

10 Before the triat the parties agreed that 

11 6oe are certain facts mat are true and that can be 

12 introduced to you as admitted facts and as to which no 

13 further pioof is required. So Tin going to begin by 

14 reading some of those admitted facts to yoo. 

15 The first is No.9: After May 1st, 2001, 

15 Smith Sl Nephew has made, sold, and offered for sale in the 
17 United States the following accused pcmhicts: Saplryrc 90* 
IS Degree MUky.i^nsoounaHai. sapbyieeX}Oegr©e 

19 Abbax, *EPttJoay72os«*s. sapbyre 90-Degxce hb Ablator, 

20 FEFTwoa. sapbyre 90-Degreo Ablator with suction, ttP 

21 92501/7205683. Sapbyre 60-Degree Ablator with snctwo, R£P 

22 925013/7209681 Sapbyre 90-Degrcc H? Ablasor with ruction 

23 PEP 7*a*n f cototrvery the Sapbyre. Dyontcs Scriet p000 

24 EkcuoBlaoc Rejector 4 J. 7203961. Dynmes Series 9000 

25 BkctrcBhdc Rcscctor, 7209700. DyonScs Scries 700 MRS 
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1 and the basis for k, I'm happy to take a look at it I'm 

2 not convinced that it Is ready at the moment 

3 Solnced- wc ixed to bring the jray in. So 

4 if you all have things to give me to look at with respect 

5 to these last throe issncs, you should give them to my 

6 Clerk here so I can start lookmg at thm 

7 comes in* 

8 MS. BOYD: I apologize, your Honor. I 

9 neglected one final objection, which is to a new Plcvindcy 

10 designation we received yesterday. Wc received this one 

11 yesterday. 

12 MS. louden, we're not going to read mat 

13 transcript 

14 THE COURT: Ail right Thank YOU. 

15 All rigrt Let's get the jury organized and in, 

16 (At mis point die jury entered theccurtroom 

17 and took their seats in the box) 

18 THE COmtT: Oood morning, lades and gentlemen. 

19 I apologize for taking some of your time mis 

20 morning, but if we take care of things before you come in, 

21 theoretically we'll be more efficient while you're sitting. 

22 All right Let'spuceed. 

23 MS. LOUDEN; Good rooming, ladies and gendenwL 

24 My name is Karen Jacobs Louden. I'm one of the attorneys 

25 for ArthroCarc. And let roc go over what our general game 
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1 Probe, 720596. Dycnles Series 7000 BF.asxrrobc, 7205957. 

2 Dyonfcs Control n> Generator Adapter, 7207908. 

3 r^lO^Snra&Hq^bca^salesc/daa 

4 Control tr in the Utrhed States to Jury 2001 and mat 

5 product lino was discontinued ia tbc Cm baff of 2002. 

6 Ho, 11, $m$6*Hepbew began saksofthe 

7 EkctroBlade in Tfcrhed States in March 2002. 

S Ho. 12, Smith A Nephew began saksofthe 

9 Sapbyre m the TJohed State* m April 2002. 
10 Kx 13. Smith A Nephew has known of the 536 . 
It patent since January 9, 1998. 

12 N6.14 v SrrnUANephewtmknc^ 

13 patent sxxe January 9th, 1998. 

14 No. 15. Smith 3c Nephew has known of ihe 592 

15 patent rbce June 5th, 2001. 

16 Thank yon. 

17 Now I'm going to turn to what wc call dqxmUoo < 

18 testanooy. And aa I started to say before, some of the 

19 witoesscj will appear Hfe bae in the eourtrooca, and ycc 

20 beard from Mr. Eggers and Dr. Ooklbcr* tost week. 

21 ArtlaoCare ako can btroduce testimony from pcopb who arc 

22 not here ia the conrtrnora\ b« who lave p 

23 tesuT>ed under com aad that's what wc cufl ocpositio© 

24 testimony. It was called a opposition where they were 
25' questioned uxxScr oath. 



AxthroCare v. Smith & Nephew, CA No. 01-504 (SLR) Page 537 - Page 540 



A 15206 



Jury Trial - Volume D 



Coodenselt 



2 

4 

5 
6 
7 
8 
9 
10 
II 
12 



of it 



Page 549 

•Answer Not the entire probe, but a portion 



•Question: Which portion of it? 
•Answer. The distal end Maybe -not 
generally, I don't think more than two inches. 

•Question: When you say the cfistal end. are 
you referring to the end that has the active electrode and 
the return electrode on it? 
•Answer Yes. 

'Question: In the cases that you observed in 
the October 2001 time frame, was there any fluid tint was 
introduced into the joints that were being operated on 
13 using the bipolar ablation device? 
■Answcn Yes. 

"Question: Was it saline that was in those 

joints? 

•Answcn IdoaHicmcmbcr. 
•Question: Was it Ringer's lactate? 
•Answer. Yes. 

■Question: What was your rok? 
•Answer, ft would have been one of those two. 
•Question: Those were the two choices, saline 
or Ringer's lactate? 

•Answcn Generally, yes. I don't know - 1 
am not aware of another sorption that would have been used 
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I agnoflf on the release document 
1 *By Mr. Bobcow: 

3 •Question: Wastrwsonxbodyat Oratec whobad 

4 primary responsibility for chc preparation of the D=U? 

5 "Answcn I dont know that there was one person 

6 whobad primary responsibility for that obcument* 
1 MS. LOUDEN: 1 apologize The answer on the 

8 last question was cut ofL The Question was: 

9 "Was an IFU provided to me doctors that 

10 performed the cases that you obsci^ using mis bipolar 
81 ablation prober 

The witness* answer was: 
•Yes.* 

Chris, could you please pick up at 69 t 2? 
"Question: In all the cases that you observed, 
you said the portion of the bipolar probe that was inserted 

17 into the patient was at least the costal end of it? 

18 "Aoswen Yes, Questioa Was the active 

19 electrode and the retnrn electrode of the bipolar ablation 

20 device, were those electrodes in contact with either the 

21 saline or the Ringer's lactate that was used during mis 

22 procedure? 

23 "Answcn They were m contact. Just U> insert 

24 into the joint They were in contact 

25 "Questioa: During the time mat energy was 
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•Question: mcennecdonwim your work in 
these cases, did yon talk to any of the surgeons about 
needing to have either saline or Ringer's lactate in the 
joint cavity? 

"Mr. MacFerrin: Objection, Vague. 

•The Witness: For these cases? No. 

•ByMr.fcobrow; . 

•Question: For any cases, have you ever talked 
to any doctors about the jiecd to have safae or Itf^ 



10 lactate in the Joint cavity being operatedoo? 
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•Mr. Macferin: Objection. Vague. 
"The Witness: For what kind of operation? 

•ByMr.Bobrow: 
•Questioa: Bipolar ablation. 
•Answcn I don't recall any cSscussions 
specifically about bipolar and saline or Ringer's lactate. 

"Question: Were you involved in any way in the 
preparation of an instruction for use, or an IFU. for what 
to be called the Saphyrc bipolar ablation probes? 
•Answer. Yes. 

"Question: What was your rote? 
"Mr. Macferrin: Objection. Foundation, vague. 
The Witness: My role on the IFU was primarily a 
25 review for accuracy. Editing, essentially. And I did have 
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applied, the *F energy was applied between those, the 
active and the return electrode of the bipolar ablation 
device, was the active and me return dectrode in contact 
with any of the saline or the Ringer's lactate? 

•Answcn The return would have been. The 
active, presumably a portion of it might have been, 
depending on me technique of me physician. 

"Question: So what you observed was that the 
active electrode was in contact with tissue? 

•Answen That's not all I observed, but I ..- 
(fid observe that the active electrode was in contact with 



•Question: WmTe the iu?erjergy was being 
applied? 

•Answer. It was in contact with tissue both 
whue and - while it was bang applied arid whUe it was not 
being applied. * 

•Questioa: Did you observe tissue being ablated 
in the cases that you saw? 

•Answer. Yes. 

"Question: hi the cases mat you observed, was 
there seme sort of a monitor that was used, TV screen or 
monitor that allowed you to see what was going on? 

•Answer. A video monitor? Yes. That's how I 
observed that. 
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1 "Question: So I take it there was some sort of 

2 a scope that was inserted into the joints where the surgery 

3 was taking place; right? 

4 -Answer Thae was some sort of a scope, y«. 

5 "Question: And old you observe that there was 

6 also some sort of irrigant delivery such that the irrigant, 

7 cither saline or Ringer's lactate, was fed into the joint 

8 and then evacuated from the joint? 

9 "Mr. MacFeriin: Objection. 

110 "Answer There was definitely delivery set up 

111 for tte irrigant I can^ieatty speak to the evacuation 
111 of it I don*t recall how that was set up. 

It J "Question: Did you understand that when these 

114 bipolar ablation probes were used in the cases that you 
|I5 oteerved down in Florida, that there was electrical current 
]l$ that was flowing frotnd»active electrode to the return 
117 electrode? 

ItS "Mr.MacFenin: Wait 

|l9 "The Witness: Yes. When energy was activatedl 

that was correct That Is what would have been occurring. 
|21 "By Mr. Bobrow; 

"Question: Did you understand that that was 

123 occurring while the ablation was taking place that you 

1 24 were observing in these cases? 

|25 "Mr. MacFerrin: Same objection. 
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"Answer. Let me see if 1 understand your 

2 question correctly. 

3 "Question: I will restate it 

4 'Was it your understanding that the Sapbyrc 

5 bipolar ablation probe was able to ablate tissue without 

6 the return electrode in contact with the tissue to be 

7 ablated? 

8 "Answer It could ablate the tissue without 

9 the rerurn electrode being in contact with any tissue. It 

10 was not required for the return electrode to be in contact 
It. with tissue in order to ablste to the active electrode," 

12 MS. LOUDEN: would you please put on the screen 

13 px-390. which was previously admitted into evidence? 

14 (Exhibit placed on the screen.) 

15 ^By Mr. Bobrow: 
IS "Question: If you look at 52425, the top 

17 paragraph, the first sentence that you wrote there is ■- 

18 quote a conductive irrigation solution, such as lactate 

19 of Ringer's or sterile saline, is rec^ired for 

20 arthroscopic ekctius uigi cal procedures. 

21 Doyoo see what I'm referring to there? . 

22 "Answer Yes. 

25 "Question: Did you believe Aatstatenxnt to be 

24 true when you wrote it? 

25 "Answer Yes. 
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t The Witness: Yes. 

2 "By Mr. Bobrow: 

3 'Question: la the cases that you observed in 
I 4 HoridawriejeihebipoUrablato 

I 5 called Saphyre were being used, was it your understanding 

6 that there was electrical current that was flowing from 

7 the active electrode to the return ekctrodc through 

8 cither a salirje or Ringer's lactate 

9 solution was that was being used? 

110 "Answer The question was, was I aware there 

111 was electric current flowing? 

12 "Question: From the active to the return 

13 through the saline or Ringer's lactate. 

14 "Mr. MacFerrin: Objection. 
115 •Answer Yes. 

|l* "By Mr. Bobrow: 

1 17 "Question; Where it says full tissue contact 

118 may not be required, I take it that that's talking about 

1 19 the active ctoroofc and iiot talking 

120 electrode; is that true? 

tat "Answer Yes. That's Implied there. 

J22 "Question: Ai>dwastheSaphyieprc4uci,to 

123 your ittKkrstanding, designed so that it could ablate 

124 tissue and the return ciecUwfcwottM not be touching 
[25 the tissue to be ablated? 
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nQoesnooc By conduenve Irrigation sototJon. 

2 didYC«ri^cb^neal)yc«xhxti^ 

3 "Answer Yes. 

4 -Question: Wbcic it $^ qxtote, rterife wmtcr 

5 shouMoc*bewe4<byous«w^ 

6 "Answer I see that 

7 "Question: When you wrote this* did you consider 
g *tetfe water t» be affraidiKtte 

9 "Answer. Yes." 

10 <&rfcf videotape) ^ 
U Ms-fjoun^tttw I wffl asking 

12 Pollack, to eomepby the witness for the next fcwiead-fes. 

13 The next dcpwtiwt^^ 

14 deposition tfDuwMirw* 

15 EngmccringatOntoc,w^ 

16 the Saphyre product s*iev^^ 

17 wmpUyu^iokof*eaBc«KywhoH«slonf the ' 4 

18 qaesnoos and Mr. Pollack will answer fe questions. 

19 "Question: And » o^ Teflon insnUtion 00 

20 Ac shaft teSaphyre bipoltr sbUttoe probe? 

21 "Answer Yes. 

22 "Question: Does the insuUttoa define tbc 

23 Umits of the fenan ekctrode? 

24 "Answer Theresierwo byers of Ae 

25 insulation. The outer layer defines the fait*. 
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•Question: Of the icturo electrode? 
"Answer Yes. 

"Question: Why don't you go ahead and take a 
moment to review Exhibit R>. 39. Do you recognize this 
docmnent? 

•Answer Yes, 
•Question: What is it? 

•Answer It'sacopyof the slides used for the 
review. 

"Question: What is a design review? 
"Answer It's a meeting where the engineer in 
12 charge of the project describes the status of the project 
and describes the design concepts. 



Question:: Who is the engineer in chargeof 
15 this project? 

"Answer Kate Knndsen." 
MS. LOUDEN: Your Honor, 1 would move rx*M 
into evidence 

ms. BOYD: Ho objection, your Honor. 
THE COURT: Thank you. 
MS.LOUD£Hi "Question: On the first page do 
you sec hew there's a threes I'm sorry. Next 

"Answer Okay. 

"Question: And in the middle column* it refers 
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I product 

I "Question: Soat 120 wmaridsetcm rnodc,do 

J you krwwwtwt the maximum 

4 Saphyrc bipolar ablation probe? 

5 "Answer. I could calculate it. 

6 "Question: How would you calculate it? 

7 'Answer Hie n^iraam peak to peak voltage for 

8 theVuican generator for a given j>owcU20 watts, is that * 

9 power divided by 200 times 320 tirne$ 2.^ apprwurnately/ 

10 • MS. LOUDQt The next set of witnesses tbatyou 

11 wm bear fr<mi were mvolvcdb 

12 Smith & Nephew's SectroBlade and Control RF products. 
We're going to show one more video for now and this will 
be of Diannc DeLucia, who is a climc^ icseanA associate 
for the BectroBlade and Control RF products, and her 
testimony will conxcrn the dinical evaluation of the 
products. 

(Videotape played as follows.) 
•Question: 

"Question: What did you learn about the 

21 HcctroBladcftcsector 

22 project leader and the Marketing Manager? 

23 •Answer I learned - excuse me - 1 learned 

24 what it did I learned what the irxficatiens for it , 

25 And 1 learned why we were developing!! 
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to the TurboVec 90. Do you know what the TurboVac 90 is? 

"Answer 1 mean I know it's an ArthroCare 
probe. I couldn't point fc out 

"Question: Mr. Marion, do yra tccaO earlkr 
fcstj ifylng about the return electrode m fce 0 
product? 

•Answer Yes. 

•Question; And for the return electrode in the 
Oratec Saphyre product, is that covered insulation? 
•Answer Yes. 

•Question: b aU of the return dectrcdera 

12 the Saphyre bipolar product covered by insulation? 

13 •Answer Isallthedectrc<fcanraed?N>. 
1« •Question: So o\>a the insulation of the Orate 

15 Saphyre product define the h^t of the return dectrode? 

16 •Answer The return electrode, the insulation 

17 deftnesthe exposed portion ofteictnm electrode. 

18 •Question: Toe Insulation does doc ddlae the 

19 limit of the return electrode; is that correct? 

20 'Answer That's correct. 

21 MS.L0UDEN: Next you will bear from Kate 

22 Knudsen, who was one of the witnesses mat Srnith & Nephew 

23 mcScated itwillcall later in its case. Ms. Krrudsen 

24 was the project -for the Sarihyre. She wffi testify 

25 very briefly about the voltage ranges for the Saphyre 
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'Question: Now, what were yw told that the 
EkctroBiadc Rcscctor did? 

"Answer It provided mechanical resection and 
coagulation capabilities in the same instrument 

•Question: When you say coagulation 
capabilities in the same instrument, what do you mean by 
that? 

"Answer Just what I said. 
•Question: Let nx ask it a little differently. 
•When you use the term cxiagnlnri^wluAdo yoa 
mean by that? 

"Answer By coagulation, I mean that Lt 
coagulated the blood m blood vessels. 

•Question: Were you told that the ElectroBlade 
Rcscctor was rr«ficated for arthroscopic applications? 

"Answer Yes. 

"Question: And were you also told that the 4 
BcctroBlade Resector was indicated for use in saline or 
a Ringer's lactate envraunent? 

•Answer Yes. 

•Question: And were you told that it was 
cootraindicated for applications mat did not use saline 
or Ringer's lactate? 

•Answer Yes. 

•Question: And m the worid that you work in 
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the medical devices and the like, what does it mean for 
something to be contramcficated? 

'Answer. It means thai you recommend that it 
not be used under those circumstances. 

"Question: I sec So, in effect, you were 
told that Smith & Nephew was recommending that the 
BectroBlade Resector not be used without the presence of 
S saline or Ringer's lactate in the joint cavity where the 
arthroscopic procedure was being undertaken? 
"Answer: Correct 

•Question: Are you familiar with a product 
called an Intellect fluid management system? 
•Answer: I know the name, 
•Question: Do you know what it is? 
"Answer It's a pump that provides irrigating 
16 fluid during operative procedure*. 

"Question: bit a pump that's made by Smith & 
18 Nephew? 

"Answer. It is sold by Smith & Nephew. 
•Question: Now, in connection with the 
BectroBlade Resector clinical evaluation*, is it the 
case that the BectroBlade Resector was used on lire 
human beings? 

•Answer Yes. 

•Question: Were some of those operation* 
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1 using the BectroBlade Resector on live human beings 

2 performed in the United States? 

3 •Answer Yet 

4 •Question: Were some of them performed in 

5 Canada? 

6 •Answer Yes. 

7 •Question: Were those the two countries? 

8 •Answer Yes. 

$ •Question: What percentage approximately, in 

10 aprm^ximale terms, were in the U^. versus Canada? Do yoa 

11 have any recollection of mat 

12 •Answer Approximately 3 percent were 

13 performed in Canada and approximately 9? percent were 

14 performed in the United States. 

15 •Question: in connection with the clinical 
1* evaluations performed in the United States, were the 

17 surgeons who use me BectroBlade Resector on live 

18 patients asked to use the device to coagulate using R* 

19 energy? 

20 •Answer No. 
21 

22 "Question: Did surgeons, in fact, use the 

23 BectroBlade resector to coagulate using the Control fcF? 

24 •Answer Some of them <fil 

25 "Question: Did Smith & Nephew ask the surgeons 
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who used the BectroBlade resector in the clinical 
evaluations to follow any certain procedures or protocols? 
•Answer Yes. 

•Question: What were the surgeons asked by 
Smith & Nephew to do? 

•Answer That is contained in a document that 
has been provided ~ 

•Question: Which document? 
•Answer - in the deposition. 
•Question: Pardon? I aidVt mean to mterrupt 
•Which document is that? 
•Answer It would be the supplemental training 
checkli st. 



t 

2 'Question: Were other instructions providod to 

3 the surgeons by Smith & Nephew in terms of steps or 

4 procedures to follow when using the BectroBlade Resector 

5 on live patients in cfinical evaluations? 

6 . •Answer The surgeons were asked to view a 

7 training CD prior to going into surgery. 

8 'Question: Anything else that the surgeons 

9 were asked to do by Smith & Nephew in connection with the 

10 clinical evaluations besides follow the supplemental 
U training checklist and view 

n •Answer Ha. 

U 'Question: Did Smith A Nephew provide 

14 ElectroBlade Rescctors to the surgeons who performed (he 

15 clinical evaluations? 

16 •Answer Yes. 

17 "Question: Approximately how many - * 

18 HectroB lade Resector devices were provided to surgeons 

19 inthe United States in connection with 6e conical 

20 evaluations? 

2J . •Answer Approximately 105. 

22 •Question: Were the ElectroBlade Rescctors 

23 mat were provtdcdhy Smith A Ner^ew to the surgeons for 

24 use in the clinical evaluations in the United States 

25 packaged fa a sterOc package? 
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1 expertise, if any? 

2 "Answer I really wouldn't claiming to be an 

3 authority cn what the internal expertise of the firm was. 
'Question: Have you ever seen an actual Control 

RF as sold by Smith & Nephew? 
■Answer: Know. 

•Question: Have you ever seen an actual 
ElcctroB lade as sold by Smith A Nepbew? 
•Answer: No. 

•Questioo: Have you ever heard of anyone using 
cither of those two devices? 
•Answer: Nd 

•Question: Do yon understand what the purpose 
of Ac return electrode on the Control Rf was intended to 

15 be? 

16 •Answer. The purpose of the return electrode 

17 onaC^trolRFintcndcdtobe. I guess I don't really 

18 understand your question. 

19 •Question: Wasdie return electrode on the 

20 Control RFintended to be m contact wim the tissue? 
'•Answer: Oh, no. That's not my undcrstaiKEng. 

22 •Question: And for the HectroBlade, was the 

23 return electrode intended to be m contacted with me 

24 tissue? 

25 ' Answer My understanding was ft was not 
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•Answer Yes. 

•Question: Did you draft this document? 
•Answer: Yes, 

•Question: And who asked you to draft this 
document? 

•Answer The Endoscopy Division of Smith & 
Nephew. 

(Videotape stopped) 

MS.IOUDCM: Your Honor, at this time I would 
move PX-T35 into evidence, 

MS. boy* ^objection, your Honor. 

THE COURT: Thank you. 
*** (PlaintuTs Exhibit No. 735 was received into 
evidence.) 

MS. LOUDEN: please put it on the screen, 

(Exhibit placed on the screen ) 
(Videotape played as follows.) 
•Question: Was there anyone in particular? ' , 
•Answer. It was almost certainly Doug 
MacArthur. 

•Question: And what did Mr. MacArthur ask you 

todo? 

•Answer Well, I don't know exactly, but front 
bokmgatmisdocuinen^IimagiTO 
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1 intended to be in contact with the tissue. 

2 •Question: And was the reason why it need not 

3 be in contact with iho tissue u these devices were 
4. httndedtobeuscdwimand 

5 like saline? 

6 "Answer IWs my understanding. 

7 •Questioo: tfl could have the (^Repota 

8 mark as die next exhibit in order MC-735. a document that 

9 Iwmhanduptoywimjnstanxaxxmt Airiifyoucodd 

10 justtakea moment to look at me document and tell me if 
y<wrccogni2e what it is_ 

"Answer I believe this document, what I was 
referring to earlier; has a scoping study. The tale is 
initial assessment of me feasibility of using raolo 
frequency electrical energy in new arthroscopic surgical 
instruments. 

•Question: And based on your* ~ 
ms. BOYD: objection* your Honor. There's a 
misstatem ent in the reading of the transcription. It's — 



it reads, tfie title is initial assessment of the 

21 feasibility using ramo frequency electrical energy in new 

22 arthroscopic surgical instruments. 

25 MS. LOUDEN: I apologue. I stand corrected. 

24 "Question: And based on your review of this 

25 docu m e n t, is that what it is? 
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: the feasibility of using rf electrical energy for 
arthroscopic instruments. 

"Question: Do you know why Mr. MacArthur asked 
you to do that? 

"Answer I think because they were tryingto 
determine if they wanted to get into the business or bow 
they would get irto the business. I don't know exactly. 

(videotape stopped.) 

MS. LOUDEN: if I could have the Court 
Reporter mark as rx-W a document bearing Bates number SN 
003445S-. 

*** (Plaintiff's Exhibit No. $4 was marked for 
ifVntfficatioa) 

(Videotape played as follows:) 
"Question: Ifyouajdd take a moment to review 
this document and let me know when you've dooe to~~ 

■XJuestion (Cottoning): And do you see in the 
To 9 fine of this memorandum that this was sent to Team 
Medical? 

•Answer Yes. 

•Question: Can you tell me what the document is? 

•Answer It appears to be a summary of ABen 
Oslan's understanding of the compositions of and 
ceramics in commercial products — in yj*c fa * d f ftmf^rr ?*l 
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1 year for a startup company. 

2 Q. And how did the company do in 1998? 

3 A. The revenues mere than doubled We actually had 

4 just over 12 million in 1998, which was an even better 

5 second year. 

6 Q. During the first year or two that you were there, 

7 did ArthroCare add new products to its product line? 

8 A. We did I thought it was very, very important that 

9 we be a very good product development organization, out 

10 we listen very carefully to what physicians said they 

U wanted and that we be very diligent to try and not only 

12 expand the products set, but so we had more specialized 

13 instrunxnts for different surgeries, but also very 

14 diligent to improve the products set, so even instruments 

15 that we had, we it rated them, brought our newer 

16 instruments that had higher performance or better 

17 functionality. 

13 So we bad been very productive in product 

19 development 1 think over the last six years, we've 

20 brought out more man one new product a month, which in 
2! the medical device business ts actually a pretty good 

22 performance. 

23 Q. Now, was there a tin* wbaAr^^ 

24 a new controller for its probes? 

25 A. There was. l&ougfrtitwas very uaportant tot we 
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mr. BLUMEHFELD: Your Honor, could Mr. Baker 
just step down for a rninute to show the jury what these 
products are? 

THE COURT: Yes. 

(At this point the witness stepped down from the 
witness stand and approached counsel table.) 
BY MR. BUIMENFELD; 

Q. Mr. Baker, we have a box here marked as Plaintiffs 
Exhibit 13. 

Could you just briefly explain to the jury what 

thatts? 

A. Sure. This is the System 2000 Controller. You can 
see it's got a metal casing on it For a piece of 
electronics, it's relatively durable. 

And then there are a number of connections in 
the front where you would connect in the patknt cabSc 
which is a cable that connects this controller to the 
actual c&sposable device. And this is the part that 
actually touches the patient. This is ship ped in a sterile 
package and then after it's used, it's meant to be 
discarded 

1 22 And this cable fits into me controller, and 

1 23 then there's also connections here for a - an actual 

124 control unit, to turn the therapy on and off and to adjust 

1 25 the level of the therapy. That would be either a fooT 
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1 bring out a new controller platform to replace the 970, 

2 wmchistbecontrouVtte 

3 joined the company, ooc that would have higher 

4 performance, one mat would - we could produce internally. 

5 We could build ourselves. I thought that w« a very, very 

6 important piece of the product development effort and the 

7 overall strategy. 

S So we had sort of , I guess the medical device 

9 equivalent of the Manhattan project on trying to get this 

10 controller ready for market and we launched U in November 

11 of 1 997, about six months after I joined the company. 

12 Q. And b that controller still on the market? 

13 A. It is. It has been nextremery reliable and 

14 successful device. That's the System U House Controller. 

15 Q. And how many probes for arthroscopy does ArthroCare 

16 have on the market now? 

17 A. The arthroscopic product set includes about 30 

18 different disposable devices today, so weVe, as you can 

19 see, we've been very diligent b expanding the product set 

20 and trying to improve it. 

21 Q. And generally, what do these products do? 

22 A. Generally, they're used for arthroscopic surgery, 

23 which is surgery insioeof closed joints a*i they are used 

24 to cither cut tissue or remove tissue or to coagulate 

25 bleeding blood vessels. 
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1 switch, which we don't have here, or a hand switch, which 

2 we Tit oo here, depending upon how the surgeon wants to 

3 do the procedure. 

4 BYMR.BtUMENFELD: 

5 Q. And what is - me probe that you have in your band is 

6 marked rX-W. 

7 . Can you tell what probe that is? 

g A. This looks like an lUummator. In fact, Tm sure 
9 itls. This is one of pur -our more r^)pular probes. 
[lO It/s a 90-degrce probe. And one of the ones that we 

111 brought out actually Shortly after the System 2000 was 

112 introduced 

113 Q. Okay. Thank you, Mr. Baker. 

114 A. Yes. 

15 (At this point the witness men resumed the 

116 witness stand) 
Jl7 BY MR. BLUMEHFELD: 

18 Q. You rnentioned arthroscopy a couple of times, Mr. 

19 Baker; * 

20 What rxreentage of ArthroCare's business is 
j2i in arthroscopy? 

|22 A. Well, when I joined the company, all of our business 

was m arthroscopy. It was really the only business we 
J24 bad And today, even six years later, it's still a vast 
125 majorfo of our business. 
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1 It's then between 75 and 80 percent of our 

2 sales in roost of the recent quarters I believe, in the 

3 first quarter of this year was 77 percent of oar sales. 

4 Q. And how important is arthroscopy to ArthroCare's 

5 business? 

6 A. It's kind of difficult to overstate the importance 

7 of arthroscopy device, It is the business that pays the 

8 btils. It's the biggest business. IT s the business 

9 that's profitable. And without the arthroscopy business, • 

10 wej*c*ablywouldiK*beaviab^ 

U Q. Now, what types of patients arc these arthroscopy 

12 products used with? 

13 A. You know, soiDetunes when you talk to people about 

14 arthroscopy, they immediately go to sort of thinking about 

15 high levd athletes. Those pec^k arc patknts.Oryn^tt 

16 athletes. When you go into a surgical suite and you see 

17 who's getting arthroscopy on any given day, you're going 

18 to sec ail lands cf people. Everyone from older folks 

19 who may have bad an injury or some kind of dcgenuaUve 

20 fiseasc to weekend wnrri^ 

21 know, who maybe over did it a Uttie b it and need some 

22 repair to son* trauma crira 

23 themselves playing soccer ca- basebalL Arthroscopic 

24 surgery is done on just about the foU. spectrum of the 

25 population. 
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1 we make in research and devdopment. That's the only way 

2 that we can cam a return for our shareholders and it's 

3 verylrrmonarrtth* 

4 protect r>atcnts to prot« 

5 bveutiens that our shareholders will pay for. 

6 Q. Now, you talked about the leseajdt wc^ Mr. Baker. 

7 How much did ArthroCare invest in research 

8 and cevelopment, say last year? 

9 A. m the last couple of years, we have almost 

10 <^tmuouslyirrvcs^ 

11 in research and oxvelopment, so we are very dDigcm^ about 

12 making sure that wc sufficiently fund the research and 

13 developing effort bo 

14 that we do. 

15 Q. How marry United States patents does ArthroCare own? 

16 K I beaeve we have over 70 issued VS. patents with 

17 over a bundled apphcarions still pencSng. 

18 Q. How # yc«tmder3taodtha^ 

19 case are what we've been referring to as the '^6 arid rhe 

20 '8S2 patents? 

21 A. Thai's correct 

22 Q. And do yon ternemba when those patents issued? 

23 A. Yes. I believe those patents issued in December of 

24 rw. 

25 Q. Was that an hrmortant event to ArthroCare? 
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1 Q. And since ArthroCare started marketing products in 

2 1995, how many controllers have been placed? 

3 A. We've actually shipped or placed over 17,000 

4 controller units in the last six years. 

5 Q. And what types of places do you ship controilen to7 

6 A. The majority of them go to hospitals, although we're 

7 seeing more and more of them go to freestanding surgery 

8 centers or even the physicians 1 ollkes where surgery might 

9 be performed 

10 Q. And how many probes has ArthroCare sold? 

11 A. We've actnally sold over two rmtBoo disposable 

12 probes, which is an astounding number for a conmany of our 

13 relative youth. 

14 Q. Now, you said that ArthroCare's revenues m 1996 

15 were about S6 mil Hon arxi tr*n they doubled the following 

16 year. 

17 What were ArthroCa^ 

18 A. Our 2002 revenues were just over S89rnfltioa 

19 Q. And, Mr. Baker, are patents unportant to ArthroCare's 

20 business? 

*• f%* lucy re aoscnuteiy entreat, w erre — we really are 

22 a platform technology company. Almost everyming we do is 

23 based on this technology mat our founders invented it's 

24 very, very unponant that we be able toestaWish 

25 ownership for the fruits of the enormous investment that 
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1 v A. Very inportttt event, 

2 Q. Andwirywutaaaaziporttatcwac? 

3 A. WdL tee worn first and** first ptteats that 

4 isjocdrince I joawithe compear ihct woe bcoad 

5 patents covering die ravenhons that that bad been made 

6 tb* were at the core of our ptaSnct 8n& 

7 So it was very hnportant to os - first oflfcwc 

8 were very proud of them because an eoonnotn amount of work 

9 had gone fatofcem. We also nought Itwas very Important 

10 to let feworU know those 'patents hadltsncd. Boeatbo ^ 

11 wmrav.roihcybxwmcp**^ 

12 rhukrrrvesm^ . 

13 Sowe caaoe a prmrekmb December of *97» 

14 taOdng about the patents. 

15 Q. Now„m 1998, how wts ArthroCare's buriom threaten? 

16 A. Coutt yon repeat tbe oncsnon, pkaae? 

17 Q. fa 1998, bow was ActlareCam't bwiam dc^ 4 

18 A. Howwukdomg? 

19 Q. Ye*. 

20 A. 1998 aemaDy was- we more man doubled revenue 

21 ovcrtho year before, andwc began to woik dibgendy, 

22 trying — to try tod begin tbe initial efforts to 

23 ccmmerqalac das tecfaootogy in soacamas orixs Pan 

24 arthroscopy. 

25 Q. AUrtghL Do yon remember a rime in the summer 
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of 1998 when AfthroCase wot contacted by Smith & Nephew? 

2 A. Yes, I do. 

3 Q. And can yoc cxpUia to tbc jury wbat that contact 

4 was? 

5 A. I befieve it was a pbooc call and Tin not vase 

6 whether it came into Cbrutino or — Chnstiuc Htnot, 

7 who was my Chief Fmaocjal Officer at the time. Of whether 

8 it came into Iota Riffle's office Bm it was an inquiry 

9 from Smii & Nephew tbout tbc possibility of hsvfcg sort 

10 of ft confidential b ttdocn diccusnoa. 
It Q. And «t the toe that contact camem.woewju 

12 madoswareof W 

13 A. Ye*. 

14 Q. Were you fwrutowto Smith & Ncpbcw wfacn to 

15 contact was made? 

16 A. Ye*. Atmatpofattt-iHofourbustrwt w 

17 really in enbrweopy tod Smi6 & Ncpbcw is probably Ac 

18 largest compaoy in «thnwcopy m tenns of number of 

19 proda^iizcof »ks,si2Cofsak3force. Soit- 

20 it would haw been impowibfe not to have been awtre of 

21 them. 

22 Q. And wbitdkt yon understand Scoith & Nephew's 

23 arthroscopy product Kne to bctode *t that tuna? 

24 A. At that tine, Smith & Nephew had t very broad and 

25 brgc arthroscopy prodoct foe. They had the video 
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1 MR. MARSOEK No objection. 

2 TOE.COURT: Thank you. 

2 DEPUTY CURT: so marked 

4 (PtainUfTs Exhibit No, 676 was received into 

5 evidence) 

6 BY MIL BUUMENFELD: 

7 Q. If yon took at the first paragraph of the letter, Mr. 

g Baker, you see there's a reference to a. nxeting with Ms. 

9 Hanni and yoo on August 10, 199& 

10 A. That's correct 

It Q, And did yoc attend that meeting? 

12 A. I did. 

13 Q. Where was the meeting? 

14 A. The meeting was actually held at ouroW 

15 headquarters m Sunnyvale. We held it In our main 

16 conference room. 

17 Q. And what was the purpose of that meeting? 
IS A. WcO^thcjnectirnjwastbero^ 

19 Nephew had asked for. And it was to crscuss, I guess, 

20 bcoadry, trcpossihiHtiesc/whatMr. Balford refers to 

21 here as future business opportunities between ArthroCarc 
1 22 and Smith Sc. Nephew. 

22 Q. Wbo was at the meeting on behalf of Smith A Nephew) 
|24 A. Mr. Balford was it the ineetin&Mr. Doug MacArthur 
25 was at the meeting and he's a Group Manager tnR&Dar^ 



t systems, the pomp systems for fluid delivery, the powder 

2 instrument systems, hand insrrumcnts as well as sort of 

3 procedure specific implantable devices, like screws, 

4 anchors, things that might be left behind inside a patient 

5 as part of a repair. 
So they had a very broad arthroscopic product 

7 line. 

8 Q. Now, did that product line mclude a bipolar raolo 

9 frequency device? 

10 A. No, it <&d not 

11 Q. Do you have your iiotebookc^ 

12 yoa? Can you take a took at Exhibit 676, Plaintiffs 

13 - 676. It's probably the last one in die book. 

14 A. I've got it 

15 Q. And what is Exhibit 676? 

16 A. This is a letter math to Miss Christine Hanoi. 

17 who at that time was my Chief Financial Officer, from a 
» David Balford, who* job title is listed as Technology 

19 Business Manager at Smith & Nephew. 

20 Q. And when was Ibekttcr dated? 

21 A. The letter is dated Jury 17th, 1998. 

22 Q. Did you see the letter in the summer of 1998? 

23 A. I did. 

24 * MR. BLUMEKFELDt Your Honor, we offer Exhibit 

25 676 into evidence. 



61*| Pago . 

1 Todd Kcvinsky also attended thatn>eetmg. 

2 Q. Before femeetng, did ArtiasoCmandSinlthftr^^ 

3 sign a tw ndisdos utc ag r e em e nt ? 

I 4 A. 1 befieve dat we did. 

I 5 Q. Can you take a look at Plaintiff's Exhibit 93 in your 

6 book 

7 A. Ihaveit 
| g Q. What is Exhibit 93? 

| 9 A. Exhibit 93 il a - aa evaluation, noodiyJrKure 
1 10 agreemeuL It's on the E n dosc op y Division, Smim r & 

II Nephew letterhead. 

12 It is executed it looks tike on die 22nd of 

13 Jury 1998. 

14 Q. Is executed both by Smith & Nephew and by 

15 ArdtroCare? 

116 A. That's correct 

1 17 MSLBUIKCNF8LO: Your Honor, we move " 4 

118 PlaindfTs Exhibit 93 Into evidence. 

1 19 MR.MAKDEX: NO objection. 

120 THECOWCR Tfcanityou. 

121 DErUTY CLEMC So marked 

22 ••• fflaintifrsExmT>itN».93 was received into 

23 evidence) 

24 BYMlLBUJMEKFEUh 

25 Q. hfow.cSdArdm3<>rewantatK»o^ 
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before «ctinswTihSmhb&^bcw? 
A. A oowfisclosum agreement*^ 
a meeting of this i>pc; partohrfy with an agenda as 
broad as the oac Smith & Nqpbcw ted requested. It would 
htve ben pombbthat we would not only potentially 
discuss tbc confidential business topics, but that we 
wooM.tgiw tfwmcdco afideatial and proprietary 
technical topics aswefl. 

Q* Id's turn back to the meeting ksdf. the August 
1998 meotng, 

MR. BUMEKFCLOe cm you put 676 back op, 

Pfcaat? 

BYMSLBtOMEKFCLfie 

Q. Atttebc^cftbcpag^ctoyoujwlWftn 
agenda fa tbc mecdp^7 
A. Yea. 

17 Q. And Mr. Bil/crd Indicated that be was going to give 
IS •ptcsotoiion on who is Smith & Nephew and the power of 

19 Smith & Nephew global sales. Do yooteethat? 

20 A. Ye*» 

2! Q. Do youremembcr whether Mr. Balfccd did grVe such a 
22 preynttrioo at the meeong? 
2J A. &6d.aaa matter effect 

24 Q. £>>yoarazra^i^tbcf»xJtbout Smim <fc Nephew and 

25 its safe farec? 



I 
2 

4 

5 
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10 
11 
12 
13 
14 
15 
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A. The entire Smith & Nephew team talked to us about 
our technology and. frankly, they were quite <»mpliraemafy. 
i think they had been hearing a lot from customen and 
from their distributors about our activities in the field 
and how dungs were going and obviously w sales numbers 
had been going up quite steeply, so I think they were very 
aware of die product line and they were orite comnhixamtary 
abouiit * 7 

Q Now, at the August 10* meeting, was there any 
discussion about ArthroCaxc's patents? 
A. There was. It was clear to us they were aware of 
them, ffs runny how it happened. 

We actually the just gotten the plaques in 
from the patents that had issued back m i>c<j^. When 
you get an US. patent; you get the cptioo to purchase a 
plaque, which is like a piece of wood with a metal plate 
oa the front of it that's the first page of the patent 
AndweroutinerydDtha^ 

work goes into these patents and I can put them on the 
wall Employees can see thera and see that- some 
physical reminder of the company's progress and things 
Eke this. 

A. (Continuing) We actually hung thcoe plaques b the 
coherence room where And 
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A. It was a general presentation about Smith & Nephew, 
some of which we knew, some of which we didn't, talking 
about not only die - their very large presence in 
arthroscopy and the strength of d^ global sales group 
and their other products that they ha^ but also about 
the broader company and the other divisions of Use company 
and the other divisions activities as welL 

mr. BLUMENFEU): can you Cora to Page 2, Chris? 
BYM&BUJMENFELD: 
Q. AtthetopofPage2thereUar^ 
MacArthur's name, fc says discussion of AithroCare's 
techrK>lcgyandhowUrni^ 

quote, in the Smith & Nephew endoscopy product lint Do 
you see that? 
A. Yes. 

Q. At the August 10th meeting was there a discussion 
about filling the hole in Smith & Nephew's product line? 
A. Yes. There was quite a bit of discussion about 
that I think that was the central purpose of the meeting. 

20 The leasoomeyhad asked for It WruTe Smith & Nephew 

21 had a very large arthroses 

22 didn't have any proc&ct that was like the AithroCare 

23 product 

24 Q. And did Mr. MacArthur talk to you about ArthroCare's 

25 technology? 
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they were setting up for the meeting, they noticed them 
arjd commaitcd on them They asked us if those were the 
plaques for the patents that had just issued in December. 
Again, they were very ccsnpuinentary about the patents . 
themselves, 

Airiwkwasverydeartow 
the patents* 

Q. How old the August 10u\ 1998 meetmg end? 
• • • 

A. We had a broad disnrwion about the ways that the two 
companies might coOaboraie and obviously there's a rang; 
of ways you could do that And men we ended the meeting 
agreeing that we would have further followup discussions 
to try to explore some inc« specific ideas of 
co0a&>ratioothat 
companies. 

Q. And were there further ffisonsions with Smith & « 
hfephew? 

A* Yes, there were. There were a number of phooe 
cotrversattmandtdeco^ 

were also facts as exchanged, mrinding a fairly specific 
proposal from ArthroCare for the business relationship. 
Q. Now. Ml Bakrx,c^ youturn to Exhibit 147, please? 

What is Plaintiff's Exhibit 147? 
K This is a letter from David Batford to me, dated 
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1 August 27, 1998. 

2 Q. And- 

3 Mft BLUMENFELDc Your Honor, we offer Exhibit 

4 147 into, evidence 

5 MR.MARSDQfc No objection, your Honor. 

6 THE COURT: Thank yoa 

7 DEfUTY CLERK: So marked 

8 ••• (WabrifTs Exhibit No. 147 was received into 

9 evidence.) 
liO MR. BLUMENFHD: Put that up. 
|lt B Y MK. B UJMEHFEUfc 

12 Q. Ts this, m fact, the lew y<jure^ 

13 summer of 1998 from Mr. Balfbrd? 

14 A. kit. 

15 Q. It refers to a telephone conference of An^ust 20, 
1 16 

17 
18 
19 

I 30 
121 

m 



1 998 sad 5 possible dstributioo alliance. 

The next sentence says Smith & Nephew endoscopy 
picfcis consickriiig iraW^ 

arthroscopy rather than the nonexclusive option which you 



Therjooexchiave(>ptio^ 
just referred to as tho proposal that you made? 
A. Hut's correct We had bad son* some successes in 

24 having a relationship with other companies before. We 

25 had proposed a nonexclusive relationship, where we would 
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1 Smith & tephew in the summer of 1 998? 

2 A. Well, there was some discussion bade sod forth about 

3 wbat they wanted and what we'd be willing to provide, ! 

4 believe we proposed a subset of our products. They 

5 ultimately refined that proposal and we ultimately agreed 

6 to jell tbem a relatively small quantity of some of our 

7 newer products. 

8 Q. Cwyoutook at Exhibit 170, PlaintifTs Exhibit 170 

9 m your notebook, please? 
110 A. Ibavek. 

11 Q. What is Exhibit 1707 

12 A. This is a Fax to Mr. David Balf ord from me, 

13 Q. What is die date? 

1 14 A. It appears to have been sent on September the 21st, 
15 1998. 

1 16 MR. BLUMENFELD: Your Honor, we move Plaintiffs 

17 Exhibit 170 mto evidence, 

|l8 MR.MARSDEK: NO objection. 

J 19 THE COURT: Thank you. 

120 *** (PlaintifTs Exhibit No. 170 was received into 

21 evidence.) 

22 BYKOLBtUMENPELD: 

1 23 Q. What was this Fax about, Mr. Baker? 

124 A. I believe miswasour proposal to them of what they 



125 iMd^x^^kt^n^tienjn^a. 
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1 design and manufacture some product for them that they 

2 could use to 6^ the bole ra their product line I guess 

3 is the best way to put it 

4 Thekcounter^rcpc^ 

5 preference was for an exclusive cptiott, which wontd have 

6 renamed us to exit the busmess and m^ 

7 have them be the sole player mthemarket The only 

8 person out mere with our technology. 
| 9 Therewereammtoc^ieascfis,asyoucaa 
[10 imagine, why that was problematic for us, 
111 Q. There's also a reference in that paragraph to 

12 samples of the latest ArthroOsrcs^ 

13 technology. 

114 Do you see that? 

115 A. Yes. 

[16 Q. And during the communications with Smith & Nephew inl 16 
17 the summer of 1998, was there dsenssion ctf provkfing 
1 18 samples of ArthroCare products to Smith & Nephew? 
1)9 A. Yes. fa particular. I recafl they v^ 
120 in getting samples of some of our most recently designed 
2! highest performance products. 

Q. Anddidthcysay why they wanted u^prodwts? 
A. They said they wanted to do some testing and 
24 evaluation on them. 

125 Q. And what products did you ultimately im>vide to 



1 Q. And mere was a note at the bottom ab«jt calling you. 

2 with any changes or i n im me ats. 

3 Do you remember, did y^ 

4 comments from Smith & Nephew? 

5 K Wec&i 

* Can you took at Exhibit 621 fa yw bock, please7 

7 A. Ihiveit 

8 Q. Was is Exhibit 621? 

9 A. mfeaFaxtoinefromnDoimaBaylissJb^ 

10 it is, at Smith& Nephew, dated the 22nd of Scpteaober 1993. 
Ill MR. BLUMENFELD: Your Honor, we move PtemhTTs 
12 Exhibit 621 into evidence. 

MR. UARSDEK: KO objection. 

THECOWtr. Thank you, 
DEPUTY CLERK: so marked. 
(PlaintuTs Exhibit No. 621 was received into 



H evidence.) 



MR. BUJMEKFBLD: can you put mat up, please? 
Can you mm to me second page? 
|20 BYMJLBUUMEHFELIh 

21 Q. Wl*b Exhibit 621, Mr. Baker? 

22 A. This exhibit is a - a Faxed purchase order that is 

23 signed It has a purchase ocdernumber on it for aSystem 

24 2000 Control as vvett as f« 
|25 iicwer deposable wands. 
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1 Q. And were these products shipped to Smith & Nephew 

2 in 1998? 

3 A* They were. 

4 Q. Now, the System 2000 that's listed as the first 

5 item, is that what we marked as PlatntiiTs Exhibit 13 

6 (indicating)? 

7 A. Weil, yes. Theft* both System 2000 and. 

8 Q. And one of the probes that* $ listed, Item No, 3, 

9 that's - it's listed as the Himmatcr Wand 

10 Is that the same wand that has been narked as 

11 ExhM20fadkating)? 

12 A- That's correct That's a - the probe attached to 

13 the end of that cable there is the Eliminator. 

14 Q. Now- 

15 MR. BtUMENFELD: Your Honor, at this time we'd 

16 move Exhibits 13 and 20 into evidence, 

17 MR.MA&SDEN: >to objection. 

18 THBCOUKT: Thank you. 

19 DETUTY CLERK: So marked. 

20 *•* (PtamtuTs Exhibits No. 1 3 and 20 were received 

21 mm evidences) 

22 BY MR. BtUMENFELD: 

23 Q. Now, when you send out probes like the EHmiaitor 

24 Probe that's marked as Exhibit 20, does an BU go with it? 

25 A. That's correct. Regulations require that every 
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2 A* It does have several patent numbers listed here 

3 again. 

4 MR. BtUMENFELD: Can we turn to die second page? 

5 Right down at the bottom. 

6 BY MR. BtUMENFELD: 

7 Q. Do you sec U.S. patent cumbers Usted? 
S A. Yes. 

9 Q. Dki ArthroCareattotiir^m 199S, list the536 

10 and the '882 patents m its ffu? 

11 A. That's correct 

12 Q. Now, there's a third pater* at is^ the 392 

13 patent That's not listed here, bit? 

14 A. ldontlhmktrc'592hadlss^^ 

15 Q. AU right In addition to sending pot an tFU at 

16 me time, did an operator's manual go out when you shipped 

17 die System 2000? 

18 A. Yes. An operator's manual is ©eluded in every 

19 System 2000 package. 

20 Q. Can yootarn to PlaitfirTs Exhibit 663, please? 

21 A. Okay 

22 Q. Wat is Exhibit 668? 

23 A. Tins is an operator's inanualfo 

24 dated January 1998. 

25 Q. And would a copy of this operator's mannal have been 
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1 product be shipped with *n nu 

2 Q. And what is an BUT 

3 A. It's an instrnctions for use aVxaiment it's the 

4 doc u ment you've heard talked about quite a bit hero, that 

5 describes how the product is to be used. 

6 Q. Can you taks a lock at Exhibit 667? 

7 A. I have it 

8 Q. Arid what a Exhibit 6677 

9 A. TnisisannvdncunKiitfor anArthr^ 

10 Q. And is this the IFUthat was being used in 1998? 

11 A. This revision of the IFU was dooe in Jury of 1998, 

12 so this Is the one that would have been used. 

13 Q. And would a copy of this tFU have been sent out 

14 with the probes that were sent to Smith & Nephew in 1 998? 

15 A. Yes* 

16 MR. BtUMENFELD: Your Honor, we oficr 

17 Plaintifrs Exhibit 667 into cvioencg. 

18 MR. MARSDEN; No objection. 

19 THE COURT: Thank you. 

20 DEfUTY CLERK: So marked. 

21 (WamtuTsExmT>itr^6CT 

22 evidence.) 

23 BY MR. BtUMENFELD: 

24 Q. Now, the IFU mat's in front of you. Exhibit 667, 

25 does that have listed on it any numbers of ArthroCare 's 
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1 included with mc materials sent to Smith Sc Nephrw? 

2 A. Yes, it would have. 

3 MR, BtUMENFELD: We also offer Exhibit 668 

4 into evidence, your Honor. 

5 MR. MARSDEN: No objection. 

6 THE COURT: Thank you. 

7 DEPUTY CLERK: So marked. 

8 (Plaintifrs ExMrit No. 668 was received into 

9 evidence.) 

tO B Y MR. BLTJMENFELD: ^ 

It Q. Now, are ArthroCare patents also listed in the 

12 operator's manual? 

13 A. Yes. I believe they're listed in Ihc back. 

14 Q. If you could turn to Page 7.1 - or 7-1, 1 guess it 

15 is, please. 

16 A. 1 have it 

17 Q. Are the '536 and '882 patents also listed in this 

18 manual? 

19 A. Trrat's correct 

20 Q. Now, after you sent the controller and thr probes 
2! and the papers to Smith & Nephew in the fall of 1998, 

22 were there further discussions with Smith Sc Nephew? 

23 A. Discussions, as 1 recall, went on for several more 

24 weeks, before they more or less petered out sometime in 

25 the fall 
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Dr. Choti is a cancer surgeon at Johns Hopkins 
and we've brought him here to testify as an expert in the 
use of dectrosurgical devices and also their history, 
their development and some of the technical background that 
you'll need to understand in order to resolve the issues in 
this case. 

DIRECT EXAMINATION 
8 BY MS. BOYD: 

Q. Dr. Choti, can yon introduce yourself to the jury* 
please? 

A. My name is Michael Choti. I'm a fuiMime faculty 
member of Johns Hopkins in general and oncologic soxpry. 
Live in Baltimore, Maryland 
14 Q. And canyon tett the jury your educational background, 
starting with college, please? 
A. I got a Bachelor of Science degree at the University 
17 of California in Irvine. I went to Yale Medical School and 
graduated in 1933. Did my general surgical training at the 

19 University of Pennsylvania in P h iladelphia. Weston and 

20 did a two-year surgical oncology Fellowship at Memorial 
Sk>ane»Kettering Cancer Center. And I've been on the 

22. faculty, fuU-timc faculty at Johns Hopkins for the last 

23 eleven years, doing surgical oncology and general surgery. 

24 Q. I'm bringing you a collection of some exhibits that 

25 we're going to be usmg today (han^ 
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1 A Yes, I have. 

2 Q. Did you see that he defined a person of ordinary 

3 skill in the art or ordinary skill in this field as 

4 someone with a Bachelor's degree in electrical cngroecrh^ 

5 physics, mechanical engineering or medical science ~ 

6 sciences, and experience with a design, development, 

7 operation and evaluation of RF powered dectrosurgical 
g devices for clinical applications? 

9 A Yes, based on that deposition, I think ! qualify. 

10 Q. Okay. So you arc a person of ordinary skill in the . 

11 art under Dr. Goldberg's definition? 

12 A I think sa 

1 13 Q. Do you use elccUosuigery in your practice - in your 

14 surgical practice? 

15 A. Yes, I da 

16 Q. How do you use dectrosurgery? 

17 A Well, ekctrosurgcry is all of surgery. Most of 

18 surgery is dooe using dectrosurgicai devices. I would 

19 say three-quarters of the-of it-of the time I'm in 
1 20 the operating room doing surgical procedures, it's using 

21 dectrosurgical devices. 

22 Q. When I think of surgery, I think of scalpels and 
|23. knives. Are those used in surgery? 

!4 A. Rardynow. It*s poorly understood, but we really 
[25 rardy use a scai|)d except for Croaking of askin-_ 
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witness). And we've also provided those to ArthroCarc's 1 

counsel. | 2 

Can you turn to Tab 422-A, please? j 3 

" Is mat a current copy of your academic resume I 4 

or curriculum vitae? 15 

A. Yes, it is. I « 

Q. Okay. 7 

MS. BOYD: rd Kke to move Defendant's Exhibit I S 

No. 422-A into evidence. \* 

MR-DeMASt no objection. 110 

THECOUKfc Thank you. Ill 

DEnrTY CLERK: So marked. 112 
**• (Defendant's Exhibit No. 422-A was received into 13 

14 evidence.) }l* 

15 BY MS. BOYD* |l5 

16 Q. Dr. Chod, are you being compensated for your time 16 

17 spent working on this case? |17 
IS A. Yes. I am. 13 

19 Q. And do you do a lot of consulting for lawsuits? Il9 

20 A. I do a few every year. Mostly merfical malpractice. 120 

21 Q. Have you ever testified in a patent infringement 1 21 

22 case before? J 22 

23 A. No, I have not 23 

24 Q. And have you reviewed Dr. Goldberg's expert reports 124 

25 that he submitted in this case? 1 25 
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incision. And really cbctrosurgical devices are used to 
go through the - How through the tissues, to control 
bleeding and to really perform most operations. 

Q„ Can you give the jury some examples of die ciffercnt 
kinds of dectrosurgical devices that you use in your 
practice? 

A. I perhaps use a balf-do2en or a dozen different 
dectrosurgical dmccs, using a variety of different 
types m operations. In some operations I may use^three, 
four, live devices in the same patient 
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1 

2 Q. What would you say the most conarara dcctrosu^ical 
5 device is thai you use? 

4 A. Most common ts probably the Bovie ekctroartery or 

5 Bovie scalpeL 

« Q. What does &at device do? 

7 A. It's a device that uses eiectrasuigery in a monopolar 

8 system that's used for a variety of functions, including 

9 cutting through tissue, coagulating or controlling bleeding, 
10 defeating tissue or destroying tissue in some cases. 

It Q. You used a tenn that we've heard a little bit about 
12 in this triaL You used the term monopolar and we've also 
1) heard bipolar. 

H Can you explain for the jury what the 

15 cfifference is between those two kinds of devices? 

16 A. It's based oa really the circuit. Every 

17 dectrosurgical device needs a continued circuit between 
IS the generator through the -to the patient and back to 

19 the generator. 

20 A monopolar system- which k the mr^t ^mnvwtv 

21 used form; is — is where a grounding pattern, dispersive 

22 electrode, the return efcc^rooebplacedasagdpadon 

23 the skin of the surface and fee device itself is like a 

24 probe that thecurxent flows outot 

25 So the active electrode in a mcoopolar system 
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1 one wants. 

2 Q. Okay, m general, how does clcctrosurgcry work? 
y What is the inectenism that's being used? 

4 A. It's really using electrical current to generate 

5 beat It's really thermal injury beat destruction of 

6 tissue. 

7 As the current flows and enters at the point 

8 of the active electrode, heat is generated and thus 

9 controls, has the effects that we talked about 

10 Q. All right One of the other things that we've heard 

11 some about during this trial is oevices that use saline, 

12 dectrosurgical devices that use saline versus those that 

15 dont 

14 Can you explain for the jury why you would use 
(5 saline when you are using aa clecXrosurgical dence? 

16 A. Saline can be used to the area of the active 

17 electrode orb the area of the electrode m order to land 

18 of enhance the abflityof that tip to perform. Really, 

19 what saline dc« it it imrxoves . . 

20 tip and the tissue, allowing current to flow better into 

21 the tissue, soinetimes generating 

22 actually having ccjoIu^ 

25 cases the performance of tbedevice. 

24 Q. All right And can you give the jury some examples 

25 particular prtxxdura - 
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1 is at the tip of the probe. The current flows through the 

2 patkntandcutthadispcrsrveor grourKfi^ 
1 Q. Okay. And that's a monopolar Device? 

4 A. Monopolar system. 

5 Q. Can you explain a bipolar device and how that's 

6 different? 

7 A. A bipolar device is where the return electrode, If 

8 youwffl,madaitiMto 

9 dectrodes are brought within the surgical field In the 

10 classic bipolar devices; where bo& electrodes arc tcrive 
tl d<xtrodes, or both are synnnctric. For example, a bipolar 

12 ckctjosurgical forceps, where the current flows from one 

13 tip to the other tip of a forceps^ 

14 example. 

15 Q. Okay. Do you use both axmopohr arid bipolar devices 

16 in your practice? 

17 A. Yes, frequently . 

18 Q. Which was developed first? Mooopolar or bipolar? 

19 A. Monopolar was the fust developed, fifty to a hundred - 

20 years ago. 

21 Q. Okay. And are there advantages to bipolar oevices 

22 over monopolar devices? 

25 A. It really depends on the setting. There are some 

24 cases when bipolar devices may be more advantageous and 

25 some cases to which monopolar may have the effect that 
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1 devices for? 

2 A. That I use- 

5 Q. In your own practice? 

4 A. Saline enhanced? 

5 Q. Just to general, again. 

« A. Wdl, tho - as I ramtioocd, this Bovie electric 

7 artery, a Bovie scalpd is a monopolar without saline. 

8 There are devices, such as a - a tissue linked dissector 

9 devke^wKchba mcDopo^ 

10 There are bipolar saline-enhanced devices and there are ~ 
H so aU varieties <)f them. 

12 Aslsay 9 Iina7u»sttoreinM<^«cnt 
» types. 

14 Q. Do you ever work with radiologists m your practice? 

15 A Frequently. 

1* Q. What - bow docs a cancer surgeon and a radiologist, 

17 how do you work together? 4 

18 A They're an important part of the team that takes 

19 care of cancer patients, for example. Mostly diagnostic 

20 tn the form of icadimr X*ravx and rfjagramlag cancer for 

21 example. 

22 Q. Do you ever mstruct radiologists on how to use 

25 eiectrcsurgical techniques or elcctrosurgical devices for 

24 your patients? 

25 A Wcu\ radiologists mfrccpxatly use ekctrosurgical 
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1 discussion in front of the jury. So for the moment, we'll 

2 move on. We might come back to it 

3 BY MS. BOYD: 

4 Q. Assuming that the *SS2 patent requires three or 

5 four electrodes, at least three or four electrodes, does 

6 the Sapbyrc product infringe the '882 patent? 

7 MR. DeMASL* Objection, your Honor. Again, 

8 this is outside the scope. She's essentially asking 

9 whether the Sapbyre- 

10 THE COURT: she's esserm^ly asking what? 

11 MR. DcMASk whether the Sapbyrc probe 

12 infringes the '882 and that - on this particular 

13 noninfHogement argument, and that's not within his report 

14 MS. BOYD: His report describes the products 

15 and describes how many electrodes are on all the products 

16 and that's all this question goes to. 

17 THE COURT: Welt, infringing is a lot more 

18 than just that one issue, so if you rephrase the question, 

19 it might be permissible. I don't believe it is at this 

20 point. 

21 MS.BOY& okay. 

22 BY MS. BOYD: 

23 Q. How many electrodes does the Saphyre product have? 

24 A. Two electrodes. 

2$ Q. Okay. Could a device that has two electrodes 
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1 MS. BOYD: Okay. Thank you, your Honor. 

2 BY MS. BOYD: 

3 Q. Did you review Judge Robinson's claim constructior 

4 order that defines certain of the terms in the patents in 

5 suit hi this case? 

6 A. Yes, I did 
MS. BOYD, we're having some technical 

8 difncmtfcs. We can put it up later. 

9 BY MS. BOYD: 

10 Q. Are you famtfiar with Judge Robinson's decision on 
tl what the '592 patent means when it says that the return 

12 electrode must be spaced away from the tissue or that it 

13 not contact the tissue? 

14 K Yes. 

15 Q. Okay. And am you aware that that definition was- 

16 the definition was that the return electrode is not to 

17 contact the body at all during the performance of the 

19 A Yes. 

20 Q. Baaed on your study of the Saphyre BectroBladc and 

21 Control RF products, does the return electrode touch the 

22 body oaring the performance of the claimed method? 

23 A. Yes* It appears to touch the tissue frequently 

24 during die performance of the ** use of die product. 

25 Q. How do you know that? 
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1 infringe a patent that requires three ox more electrodes? 

2 MR. DeMASL- Objection, your Honor. Again, 

3 she's trying to do the same thing. It's outside the scope 

4 of his report 

5 THE COURT: Sustained. 

6 MS. BOYD; Thank you. 

7 BY MS. BOYD: 

8 Q. Turning to the *592 patent, did you review the '592 

9 patent in your work on this case? 

10 A. Yes, I did. 

11 MS. BOYD: Can we have the claim construction 

12 rule on die screen, please? 

13 THE COURT: if I might say, there's just 

14 nothing in this report that has anything to do with claim 

15 construction and an infringement analysis, so unless 

16 there's some report that Vm not seeing - 

17 MS. BOYD: I believe you have tbe opening 

18 report. The mfringemcnt analysts is in the rebuttal 

19 report 

20 THE COURT: All right 

21 MS. BOYD: I can hand up a copy of it to you, 

22 if you'd like. 

23 THE COURT: Well,ifyc«$ay it's there, I 

24 will assume it is, and there won't be an objection, so I 

25 won't need to see it 
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1 A Both by - by my testing of the product in a - in 

2 a eadaveric shoulder as well as reviewing the use videos. 

3 Q. Okay. I think we have the claim construction 

4 language now that we con put up on the screen just so we 

5 bww what we am talking about 

6 MS. BOYD: Can you scroll to the next page? 

7 Yes. U you can pull out Paragraph 4. Actually, that 

8 heading plus the paragraph underneath It, 

9 Thank you. 

10 BYMS-BOflfD: r - . 

11 Q. Okay. You said that you reviewed some videos. What 

12 sort of videos cUd you review of 

13 Rf andElcctroBlade? 

14 A Sales videos regarding its use as well as my testing. 

15 Q. So these were videos that Smith & Nephew had put 

16 together? 

17 A Yes, 

18 Q. Okay, And what kind of testing did you do of the 

19 products? 

20 A m a ~ in a human cadaver, shoulder, I tested the, 

21 att three devices. To the best of my knowledge, part of 

22 the work - part of the testing that I old looked - 

23 demonstrated how it perform 

24 thought was a normal procedure. 

25 Q. Okay. So some of the testing mat you did, yoc 
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1 woe trying to simulate an arthroscopic procedure using 

2 this device? 

3 A* Some of the testing, yes. 

4 Q. And when you did those tests, what did you observe 

5 regarding the return electrode and how it worked or what 

6 it touched or didn't touch? 

7 A. During the use of the electrode, the - during the 

8 use of the product, the return electrode frequently 

9 contacted the tissue within the joint capsule, 

10 Q. Okay. Were there times when it didn't touch? 

11 A. Yes. 

12 Q. Okay. 

13 A. Yes; 

14 Q. And the device worked when it didat touch? 

15 A. The device worked when the return electrode didn't 

16 touch as long as the active electrode was touching the 

17 tissue. 

18 Q. And did the device work when the retoi electrode did 

19 touch the tissue? 

*y a_ /vcwauy, n penonncu equally as wcu ana qusq t 

21 cause 8ny noticeable effect at the site of the return 

22 electrode: 

23 Q. All right Mow, when you talked about bipolar 

24 devices, you talked a!>out,you'k^ 

25 the example that you gave and you talked about there being 
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1 A. Well, the - the shoulder or the joint space is a 

2 narrow compartrncat and although the joint space is filled 

3 with fluid, one purpose of the fluid in the joint space is 

4 to distend it to allow as much space as possible to work 

5 with bstruments, but it's still a narrow space. 

6 And so if probe, the shaft of the probe will 

7 ftcquentr/caitaati 

8 Q. Okay. So the shoulder that you did yourtestson 

9 had- was it saline or was it a different kindoffluid? 

10 A. Sauna 

11 Q. It had saline b it and that distended the joint, 

12 that polled the joint out a tittle bit And was this a 

13 joint that had been used for other tests? 

14 A. Yes, st had been. 

15 Q. Qfcay. So was it- if it hadn't been used for other 

16 tests, would it l&ery have 

1? larger space? Or would it have been the same? 

18 A. It's bard to say. I think it seemed to ine as though 

19 it was a joint space that was comparable to that in a ~ 

20 in a live parent 

21 

22 Q. Now, we've seen the probes that are atissue. And 

23 there are, what, about 3/8 of an inch across, a quarter of 

24 an inch to 3/8 of an inch across. How much space are you 

25 actually talking about inside the shoulder If you're dc4nsj- 
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1 tissue effectat both dectrodes. 

2 How is rt different? Wby didn't you get a 

3 tissue effect at the return electrode? 

4 A. Well, this- this is a bipolar device, both 

5 functions a little bit like a monopolar device, it's land 

6 of a blcod between the two. In this case, one of tie 

7 electrodes is still in the surgical field, but one of the 

8 electrodes is pulled back, if you will, away from the 

9 active electrode and it's made broader so that there's a 

10 lower current density, so that there's no effect or 
U thermal effect at the site of the return electrode, 

12 creating all of the thermal effect, just at the active 

13 electrode. 

14 It reaUy is the same, similar to some of 

15 the, for example, the Roos device, which had a broad - 
W MR. DcMASt: Objection, your Honor, rVs 

1? essentially opining as to the validity of the patents and 

18 comparing h to Roos and that's not within the scope of 

19 his report 

20 MS. BOYD: 1 apologize, your Honor. We can 

21 end there. 

22 BY MS. BOYD: 

23 Q. So when you actually used these devices in a human 

24 shoulder, the return - the return electrode touched 

25 tissue frequently, you said? Why is mat? 
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1 arthroscopic surgery? 

2 A. It depends where in the joint space. Some areas in 

3 which there may be a hauMnch and there are areas 

4 inrJudipg areas when we need to work with in winch the 

5 space is relatively narrow. 

6 • * • 

7 Q. (toy. Based on your review of the videoaof the 

8 Sapbyre, DectroBlade and Control HF and based on your 

9 testing of those r^oducts in a human shoulder, do they 

10 satisfy the Judge's mterpretaiioo of what spacing a r 

11 return electrode away and the reum electrode w*m 

12 contact require? 

13 A. Well, this says the return electrons is not to 

14 ccntaa thebwryataUdw 

15 claimed method, so, no, I think it's - 

16 Q. In your opinion, then, can the Sapbyre HectroBUde 
1? or Control *p infringe the frv* luno - excuse me - yes, 

18 the '592 patent? 

19 A. No. Absolutely noc 

v/- vuy. i whol to turn id mc j jo pagnt. we can put 

21 that up. 

22 Did you review the '536 patent myourworkoo 

23 this case? 

24 A. Yes, load. 

25 Q. And does that patent require a fluid supply? 
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1 a. Yes. 

2 Q. That patent is for an electrosursical system. 

3 Are you familiar with Judge Robinson's 

4 construction of what clectrosurgical system means? 

5 A. Yes, 

6 Q. Okay. 

7 MS. BOm Can wc have the claim construction 

8 up on the screen? And go back a page. Back another one. 

9 rm sorry. I'm going the wrong direction. One more. 

10 Electrosurgtca! system. 

11 If you can highlight the heanlng 14 in the 

12 paragraph there... 

13 BY MS. BOYD: 

U Q. So the Judge — Judge Robinson, rather, has 

15 construed system to mean an assemblage or combination of 

16 things or parts forming an unitary whole. 

17 Now, In oSscussing your tests, you talked 
IS about the shoulder being filled with fluid. 

19 What kind of fluid is usually used in 

20 arthroscopic surgery? 

21 A. Usually saline or lactate Ringer's. 

22 Q. And are bom of those solutions electrically 

23 conductive? 

24 A. Yes, they arc 

25 Q. In normal arthroscopic surgery, not electrosurgjcai, 


Page 73! 

1 surgery? 

2 A. You need (he camera. 

3 Q. Okay. 

4 A. You need the video system to look within the joint. 

5 You need a system of - that introduces fluid into the 

6 joint space. Perhaps an ability to evacuate or irrigate. 

7 And you need instruments to do the work. 

S Q. Okay. So when you are doing ckctrosurgical 

9 arthroscopic surgery, ho*v does the eiectrnsurgieal system 

10 come into that surgery? 

11 A. In m U m those are the de^oes are used. 

12 Now, in the case of the ~ of the Saphyre, 

13 for example, and these devices, they use die fluid that's 

14 existing in the joint space to perform, to function. 

15 Q. And that's fluid that would be there whether you're 

16 pcrfbnnjng clcctrosorgical tecfinkmcs or standard 

17 techniques? 

IS A. That's correct 

19 Q. Do the Saphyre, Control RFor EkctroBlade provide 

20 their own fluid? 

21 A. No, they don't 

22 Q. Are there any dectrosurgicai devices that do? 

23 A. Many — many devices do. The ones that rely on 

24 saline enhancement There are monopolar and bipolar 

25 devices that - that have the saline witlun the system.-. 
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1 but the more traditional mechanical electrosooptc surgery, 

2 why do yon use saline or Ringer's lactate? 

3 A. Because ifs more physiologically compatible, more 

4 compatible with the patient, less likely to cause 

5 complications. 

6 Q. Okay. What kind of complications would, say, 

7 sterile water or distilled water perhaps hare? 

S A. like — may result in electrolyte imbalances in the 

9 patient So wc tend to use physiologically mat 

10 physiologic fluid such as saline Ringer's. 

11 Q. Are yon aware of any aiihi oscopic surgery that is 

12 dene without saline or lactate Ringer's? 

13 A* No. 

14 Q. When you use the dectrcsurgical devices here and you 

15 have to have saline or lactate Ringers and both of those 

16 arc ekctrically conducted fluids, why Is it that there's 
1? not a fluid supply as the *536 patent requires? 

IS A. in which devices? 

19 Q. In the Saphyrc and ElectroBlade and owe Control RF. 

20 A. In those devices, they utEte the - the fluid 

21 that's - that's in the - that's present in the joint 

23 Q. Okay. Let's go back to regular rion-elcctrosurgical 

24 arthroscopic surgery. 

25 What do you need to use to do arthroscopic 
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1 Q. And wby is it that senx of these other devices that 

2 you use actually deliver their own fluid? 

3 A. Most cases because the fluid is not there, such as 

4 when using it in the — in air, for example, where you 

5 would want to then - the device you would want to provide 

6 the saline or there's some cases, some devices in which we 

7 use what's called hypertonic saline, which has more salt 
S in it than the normal tissue to actually make the tissue 

9 perform, to conduct even better than — than — than 

10 safine. r 

11 Q. And just to be dear, why is it that you dont need 

12 to use that kind of fluid supply in an arthroscopic 

13 ciectrosurgery? 

14 A. Because it's already there, 

15 Q. Based on your review and use of the Saphyre 

16 EkctroBlade and Control RF and using the definition of 
1? ekctrosurgical system that has been provided by Judgi 

18 Robinson, in your opinion, can the use of the Saphyre, 

19 ElectroBlade or Control RF infringe or ratbee do the 

20 Saphyre, ElectroBlade or Control RF infringe the '536 

21 patent? 

22 A. No, because I think it's not part of the system. 

23 Q. Okay. 

24 MS. BOYTh Ho further questions. 

25 THE COURT: All fight Crc^s-examinaUoa. 
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t CROSS-EXAMINATION 

2 BYMfLDeMASi: 

3 Q. Hello, Dr. ChotL My name b the Tim DeMasi. We 

4 have doc met before. I'm one of the counsel representing 

5 AithroCare and I just have a couple questions. 

6 I think there are about three topics I want 

7 to cover with you. I will try to move through them fairly 

8 quickly. 

9 The first one was your testimony about the 
10 Roos • 198 patent, the Roos arudc and the Doss '007 
It patent 

12 Daring that testimony, you said that the Roos 

13 H 98 patent oSscloscd a bipolar device that was used with 

14 saline; correct? 

15 A. Ithink$o>ye* 

15 Q. And do you hare a copy of the Roos 498 patent toe? 

17 A. YeUco. 

18 Q. Okay. Can you please- and youSe reviewed this 

19 decument? 

20 A. I did, yes. 

21 Q. And can you please show us where the word saline 

22 appears anywhere in that patent? 

23 A. I think it did actually say conducting fluid, not 

24 saline. 

25 Q. Well, the word saline never a peers? 



Page 735 

1 So the term is irrigation fluid that current 

2 is passing through in that particular article and it's 

3 not specifically nx^oning saline. 

4 Q. It's not characterizing that irrigation fluid as 

5 an electrically conductive fluid either? 

6 A Except that the current is flowing through the fluid 

7 Q. Well, ytmll agree with me that there % s a oSstmction 

8 between electrically cenducting fluids and cot electrically 

9 conducting Quids? 

10 A. Ye* 

11 Q. And electrically conducting fluids includes saline 

12 or Ringer's lactate? 

13 A. Yes. 

14 Q. Nonelectricalry comfticfrng fluid inclodcs distilled 

15 water, water; or glycine? 

16 A. WdL it depends on bow one defmes electrically 

17 conducting Quid. In most types of fluids, even saline, 

18 ore can get hm conduct a currer^ 

19 caiM conduct thru^ 

20 in it, even — even — even water. But electrically 

21 cooancting fluid impiks fluid in which - in which. 

22 current ts-em more rea<fily flow tooug^ I would say. 

23 Q. So every fluid or every liquid, if you apply a high. 

24 enough voltage, can conduct some amount of electricity? 

25 A. Perhaps; yes. ~- 
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1 A. I can review the cbcoment again, butas-itmay 

2 say - 1 - 1 would be happy to go through the whole thing 

3 to see whether it says coiKiuc^fli^sueliKsiKiaeor 

4 something, for example, such as that 

5 Q. Yes. ft docs rot say saline; cooe^ 

6 A. Correct. 

7 Q. It docs not say conducting fluid, does it? 
S A. I think h does. 

9 Q. Can you please show us where it says conducting 

10 fluid? 

11 A. I dont have this copy highlighted, so it will ~ it 

12 would take mc a while to go through it to find wtoe but, 

13 aslrecall, rmr^ettysureitrnend 

14 leant find it for yea 

15 Q. Okay. Turning to the Roos Bsasscramck that 

16 y«i testified about, you ^ 
1? a devicethatwas bipolar that was used wim saline. 

18 Can you show me in mat article where the word 

19 saline even appears? 

20 A. Just as I'm glancing through it, again, I - without 

21 a highlighted copy, it's difficult to look at the whole 

22 article, but I see here only that, for example,! 

23 secondary connection via the irrigation fluid, current can 

24 in addition pass from the cueing loop to those parts of 

25 the rescctoscopc with irrigation fluid. 
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1 Q. And that does not meanthat every fluidorevery 

2 Ko^baaekctricalfy 

3 A. Agarn,itoependsonnow one defines that term. 

4 Q. Right AirfthatimgaDkniiqu^ 

5 to, they don't refer to it srxciflcally as an electrically 

$ conducting fluid or a noo-electrically condocting fluid? 

7 A. rd have to review It I'm sorry. I doal rernernber 

8 if they do or not But because it's suggesting - because 

9 it states that the current flows through it, and tbey 

10 don^$j>ecifytteti^ r 

11 think the current is flowing through it So I interpret * 

12 riot as corjchxting fluid. 

13 Q. But, again, any fluid, if you put a high enough 

14 voltage, wul conduct some axnc*mtof dectririty? 

15 A. Correct 

16 Q. Wimrespeatothc 49Sr»^ 

17 r xamrnatioi y yon did not provide any opinion or in your 

18 report, for that matter, that the Roos M98 patent 

19 invalidated any of Arthnxare'S parents? 

20 A. Sorry. Can you restate that? 

21 Q. Sure. You did not provid; an opinion on your direct 

22 or in your reports that the Roos *198 patent invalidated 

23 any of Artkrocare's patents in suit? 

24 A. That's correct 

25 Q. And you didn't provide an opinion either on your. 
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1 Q. And also included in this system is the ElectroBlade 

2 receptor. Do you sec that right there (indicating)? 

3 A. Yes. 

4 Q. So according to this document. Smith & Nephew thinks 

5 that the generator, the EkctroBlade receptor and the 

6 fluid supply system are all part of one system? 

7 A. Not necessarily. I mean, I think that, yes, in his 

8 diagram, the recommended system configuration docs include 

9 the IntdiJet arthroscopic fluid management system, so 

10 that just like if you were to have a diagram that would 

11 include, you know, an electrical energy source, such as 

12 plugging something into die wall, that does oot mean 

13 that necessarily that's part of the system, 

14 Q. fiut according to Smith & Nephew's own document, 

15 they, the various components of this system Cmdicaung), 

16 include the generator, the probe and the fluid supply? 

17 A. I agree that in this drawing, it's included there, 
IS Yet, 

19 Q. The last topic I want to go to is you provide an 

20 opinion with respect to the '592 patent on contact Do 

21 you recall that? 

22 A. Yet. 

23 Q. You also stated during your direct that you did 

24 some testing of your own on a cadaver. 

25 A. Yes, I did. 
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1 in actual arthroscopic procedure? 

2 a Part of the testing included that Other parts of 

3 the testing purposefully did not simulate. So some 

4 components of the testing did, indeed, simulate what I 

5 thought was normal action and other components of it 1 

6 did not 

7 Q. And you tested the Saphyre device? 

8 A. Yes,Idicl 

9 Q. And you tested the ElectroBlade device? 

10 A. Yes. 

It Q. And you tested the Control RF device? 

12 A Yes. 

13 Q. And when you tested the Saphyre device inside the 

14 joint space, while you were applying energy, there were 

15 points in time when the return electrode was not in 

16 contact with tissue? 

17 A That's correct 

18 Q. When you used the ElectroBlade and you applied 

19 energy, there were points in time when the return 

20 electrode of the ElectroBlade was not in contact with 

21 tissue? 

22 A During some points in rime, yes. 

23 Q. And when you used the Control Rf product, and you 

24 cncrgi2ed it, there are points in time where die return 

25 electrode was not in contact- with tissue? 
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t Q. And that was at Smith & Nephew's facilities? 

2 A. Yes. 

3 Q. And you were there with one of die technicians from 

4 Snath* Nephew? 

5 A. Yes. 

6 Q. And also with a couple lawyers from Smith & Nephew's 

7 counsel? 

8 A. Yes. 

9 Q. Including Mr. Hebat and one of his associates? 

10 A. Yes. 

11 Q. You - the technician, while you were doing your 

12 testing, actually took a videotape of your testing? 

13 A. Yes. 

14 Q. And you reviewed that videotape after it was made? 

15 A. YeUcSd. 

16 Q. And, in fact, you basedyour- your report of 

17 noninfringement, at least in some part, on that videotape? 

18 A. I based it on the testing, not on the videotape* 

19 Q. Right And the same with your testimony here today. 

20 You based ~ 

21 A. Yes. 

22 Q. - your testimony on the -that testing? 

23 A. Testing, righr. 

24 Q, And when you did that testing, you tried, as best you 

25 could, to simulate how these devices — how they were used 
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3 A That's correct 

2 Q. And you said in your direct testimony, frequently 

3 Frequently, there was contact? 

4 A Sometimes there's contact Sometimes them was not 

5 Q. Right 

6 A But frequently, there was. 

7 Q. Frequently ones not mean always? 

8 A TWs right 

9 Q. So there were points in time where energy was 

ID applied with all these devices and there was nocontect 

11 between the return and the tissue? 

12 A Yes. 

13 Q. Okay. 

14 MR. DeMASt chris, can you please put up the 

15 Judge's elasm construction of not in contact? 

16 There it is* No. 4. _ 4 
17- Would you please call that out? 

18 BYMHOeMASfc 

19 Q. And this b the claim construction that you talked 

20 with Ms. Boyd about during your direct examination? 

21 A. Yes. 

22 Q. U says, the daira limitatioo the return electrode 

23 is not in contact with the body structure is clear. The 

24 rewrackctrock bnc<tocc^ 

25 the performance of the claimed method 
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PROCEEDINGS 



4 (Proceedings co mm enced in the courtroom, 

$ begirding at 930 ajtu and "the foUowing occurred without 

6 the presence of the joy.) 



THE COURT. Are there any issues before we bring 
our jury in. 

MR. MacFERRftfc Opposing counsel has some 
objections to some of the exhibits we intend to use with 

12 the witness and also to some deposition testimony we 

13 mtend to read to the jury 
MS. LOUDEN: I believe as to the evidence that 

Smithfc Nephew said U wm mUochice this menn^ 
16 are two outstanding issues. 

. One is the use of certain demonstrative 
18 cxha^wMchwchwob>x<edta 

There k a coupfe of slides^ 
20 die same category. 

Thcfu^rck^toClaijnl of 'SS^whkh * 
your Honor will recall is subject to the certificafe of 

23 correction. Smith & NcphcVs experts have offered no 

24 opinion about wbetherthe claim is invalid or not Yet 

25 they j>urport to have soirg^ 
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Soweoc^toitb<>thmtertnsofUoeing 
outside of the expert report as weO as being argumentative 
and portraying the claim of scwU^ other than what it b 
rightnow. 

The second kind of objection which applies to 
two or three of Smith & Nephew's exhibits, which I 
unocntandtktfmte^ 

they could clarify but, in aiiy event,4iieyhaveniiurflbcr 
of slides - we have no objection to the picture. For r 
12 example, this b a picture of the Simth & Nephew 
system. But they have argumentative headings, like the 
14 fluid supply is not part of the EkctroBbde system 
Lawyer argument, of counjc, is not evidence. 
We don't think tbey should be able to put up a ocmoostrative 
triatn^u^aiKuramts while they are eaaurmiing 4 
witnesses. 

We can just deal with the danonstratives or I 
20 can move to the deposition designations as wdL 
THE COURT: No. Lefs get done with me 
demonstratives first 

23 The ones on rhe asserted claims of the'&$2 

24 patent, I am not so troubled by tf*c>±ibtt itself as the 
fact that it's outside the scope of the expert's report 
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1 MS. LOUDEN: Your Honor, there was the 

2 remaining Issue from yesterday about Mr. Ross* deposition 

3 transcript, 

4 Then to the extent - 1 don't know if Smith & 

5 Nephew was planning on playing Mr. Woloszko's deposition 

6 this morning. There is an issue outstanding about that 

7 MR. MacFERRiN: We can do it later, your Honor. 

8 THE COURT: All fight 

9 the COURT: is there something else? We still 

10 have to deal with Mr. Ross. 

11 MS. LOUDQfc i believe your Honor said you 

12 needed to look farther at the Ross transcript 

13 THE COURT: Well, I didn't look further. 

14 MS. LOUDEN: We can bold off on that then. 

15 THE COURT Okay. Do I have what I need? I do. 

16 It's up here someplace, I wiU took farther. 

1? MR. HEBERP. I want to akrt the Court, I think 

18 we can defer until the next break. There is an issue with 

19 respect to getting Mr. Raffle out of here. Maybe at the 

20 next break. 

21 THE COURT. All right Thank you. 

22 (At this point the jury entered the courtroom 

23 and took their seats in the box.) 

24 THE COURT Good morning, ladies and gentlemen, 

25 All right Let's proceed 1 am not sure who I should be 
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1 to introduce the company to you. He is going to introduce 

2 the accused products to you. He is also going to tell you 

3 a Utile bit about the types of surgery in which the 

4 accused products are used 

5 Heis going to do a ocrnoostration. There will 

6 be no blood There will be no fluid or leakage. But be 

7 is going to do a little demonstration on a rubber knee 

8 model that we have set up, so you can get a better 

9 understanding of the instruments. 

10 DIRECT EXAMINATION 

11 BY MR. HEBERT; 

12 Q. Good morning, Mr. Sparks. Could you introduce to the 

13 jury, please? 

14 A. Yes, good morning. 

15 Good morning, ladies and gentlemen of the jury. 

16 I am Ron Sparks. 

17 Good morning, your Honor. 

18 THE COURT. Good morning. 

19 BY MR. HEBERT: 

20 Q. Mr. Sparks, are you married? 

21 A. Yes, I am. 

22 Q. How long have you been married? 

23 A I have been married for 20 years. 

24 Q. Do you have any children? 

25 A I have two daughters* 
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1 looking at to proceed. 

2 MR. HEBERT; 1 was advised that ArthroCare was 

3 going to do some depositions. 

4 THE COURT IS that the case? 

5 MS. LOUDEN: I think wc will wait until after 

6 your Honor has addressed my issue. 

7 THE COURT All right 

8 MR. HEBERT: tothatcaseu 

9 THE COURT: Mr. Hebert, you are on. 

10 MR. HEBERT Smith & Nephew calls Ron Sparks. 
11 

12 DEFEND AKTSTESTTMOHY 

13 CONTINUED 
14 

15 ~ RON SPARKS, having been duly 

16 sworn as a witness, was examined and 

17 testified as follows^ 

18 MR. HEBERT: Good morning, ladles and gentlemen 

19 of the jury. Once again, my name is Mark Hebert 

20 Thus far in the case, you have mostly heard 

21 ArthroCare ( s case. Today, you are going ~ we are going 

22 to be getting into the meat of Smith & Nephew's case. Wc 

23 hope to present to you five live witnesses today. The 

24 first of our witnesses is Mr. Ron Sparks. Mr. Sparks is 

25 the President of Smith & Nephew Endoscopy. He is going 
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1 Q. Their ages? 

2 A 19andlL 

3 Q. Where do you live? 

4 A I live in Wenham, Massachusetts. 

5 Q. Is that near Boston? 

6 A Yes; It is about 25 miles north of Boston. 

7 Q. Do you have any college degrees, Mr. Sparks? 

8 A Yes. I studied business at the University of 

9 Massachusetts. I received a Bachelor's degree. I studied 

10 advanced management at the NCAD (phonetic), The European 

11 institute for Business. That was in Fontainbleu, France, 

12 Q. Arc you employed by Smith & Nephew? 

13 A. Yes,Iam, 

14 Q. What is your tide? 

15 A My tiOe is President, Smith & Nephew Endoscopy. 

16 Q. Do you know where Smith & Nephew, Incorporated is 

17 incorporated? * 

18 A Ida It is incorporated in the State of Delaware. 

19 Q. About how long have you been the President of Smith & 

20 Ncpbrw Endoscopy? 

21 A Approximately five years. 

22 Q. Can you generally explain to the jury what your 

23 duties imdresponabu^ i 

24 Nephew Endoscopy? 

25 A Yes. My duties are, primarily, responsible to J 
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1 A. to fbc worid of arthroscopy, endoscopy, tn general wc 

2 use cawnj to see inside the body. It's a way of 

3 projecting what h going on inside the body during surgery 

4 so tbc surgeon can jce what is happening and use his hands 

5 freely. 

6 Q. What business takesplace in tbc Mansfield. 

7 Massachusetts facility? 

8 A. Mansfield is prafemtnantty soft tissue repair, so 

9 that would be where we have screws and anchors and things 
JO that reattach muscles. Undoes and so forth to the bone. 

11 That* s produced b Mansfield. 

12 Q. And finally, what business takes place tn the Andover, 

13 Massachusetts facility? 

14 A, Andover is wbero cur world beadquart^ to encWopy 

15 is* It's where our disposable products are as wcO u 

16 optics - the scope and SO forth that arc used in 

17 arthroscopy and endoscopy. 

18 Q. Which of these frvcpUcts docs Smith & Nephew 

19 actually manufacture products? 

20 A. AUGvcof ten. We produce fa aQ five. 

21 Q. Approximatcfy, how many employees docs Smith St Nephew 

22 Endoscopy have? 

23 A. AppToxhnately. 1500. 

24 Q. In con ne ction wkh your duties as President of Smith 8l 
Nephew Endoscopy, have you had occasion to become famffiar 
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A. We do business in the surgical terms; In 
arthroscopy, we do business tn general surgery, vascular 
surgery, spine. And those arc really our major, four 
major areas currently. 

Q. The term irarumaiiy invasive has been used in the 
trial. Is arthroscopy surgery a type of nunimaily- 
invasive surgery? 

A. Yes, arthroscopy is a part of endoscopy. That is 
one of the spcdalties witrtin that group which is rninimally 
invasive using tbc scope, small incisions or puncture 
wounds to get to the body to do surgery, and it's all 
defined as minimally invasive 

Q. How docs rrJnlrnaily invasive compare with something 
that isn't minimally invasive? 
A. WdU the philosophy is if you can reduce the trauma, 
if you can reduce the sLse of the incisions that ere made 
to tfoopen surgery. Open surgery vv* believe, and this is 
arguable, but we believe is bad for patients because the 
incision is large, the trauma is large and you expose 
tbepatkmtotbeanibte* 

core body teutperatore. So anything we can do to make 
surgery smaller or more dosed environrncnt is good" 
nttbnatery for the patient 

Q b there * benciU in terms of recovery time as wd|? 
A. Very definite. That's really where the whole 
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1 with Smith & tej>hew*s patents? 

2 A. Yes, I have 

3 Q- Are patents important to Smith & Nephew Endoscopy? 

4 A. Very important It's a measure of our research and 

5 oVvdopment output 

S Q. Have you heard a program called toventurers? 

7 A. Yes, the foventurcn is a program that we use to 

g encourage surgeons to bring their ideas to us and we've 

9 set up a process that gets those ideas to the market, to 

10 the patients faster than we believe arrybody to the world. 

11 It's <lesigned specific^ for that 

12 Q. Approximately, how many United States pa ten ts does 

13 Smith & Nephew Endoscopy have? 

14 A. We have approximately 3 50 active patents. With the 

15 aajmsitioa of Oratcc, that number is up over 400 now. 
1$ And probably 50 or 60 patents pending right now. 

17 Q. Those arc not yet patents, but they're patent 

18 applications that are pending? 

19 A. Correct. There is a significant number of parent 

20 applications annually. 

21 Q. I'd now like to turn to a description of Smith & 

22 h^>hcVs business to the areas in which Smith & Nephew 

23 does business. 

24 So, first of aH Mr. Sparks, what metncal 

25 area does Smith & Nephew Endoscopy do business to? 
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1 endoscopic market really was bonw cut of is the ability 

2 to gctpcople back to- without inaking this sound too 

3 rndodr arn nri c, but to get back to their daily lives as 

4 quiddy as they can. That's the whole focus of the 

5 minmudry^vesrvc approach to surgery. 

6" Q. Now, arthroscopic surgery I bdieve it's been 

7 testified to is on the inside of a joint Is that 

8 consistent with your undcntancSng? 

9 A. The term arthroscopy is very simple. The arthro part 

10 of it refers to the articulating joints and the scopy part 

11 of it refers to using a scope. So it's again part of r 

12 endoscopy. So anywhere there is an amadBffng joint that 

13 we do surgery, we tend to use the term arthroscopy. 

14 Q. How do you get inside? How do you get to the inside 

15 ofajoint? 

16 A. You have to - the fust and fesemost part of en 

17 endoscopic procedure to endoscopy is the first wdl 

18 penetrated endoscopic epproach, but the first thing you 

19 have to do is to open up the body sc*nefaow so you use 

20 access products like cannufiration, trocars and 

21 obturators (r^honetic) and the next dung you will do is 

22 introdu c e -to das case of arthroscopy, you will 

23 mtroduce a fluid to hold the tissue to place so you can 

24 see. In the case of laparoscopic surgery, which is also 
cytoscopy, you will use a gas to do the same thing to 
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create a space to work in. 

Q. How docs the surgeon see what is going oa, cm the 
inside of the joint? 

A* AsyouwiUseem-aroomen^v^useascope, 
optic cabling which shines a tight into the space 
regardless whether you axe in the knee or abdomen or where 
an we use a camera system today which views inside that 
space through the scope. 

Q. Did you bring some equipment with you that we can 
demonstrate in a few minutes? . 
A. I have scopes ami cameras. I have the entire system 
here, yes. 

Q. What type of fluid is used ra ardmweopic surgery? 
A. Well, the original arthroscopies were done more 
of a diagnostic procedure which you will sec a Bttk 
later. I believe, and the original procedures were done on 
a diagnostic basis. To do that, we needed to use a fhrid 
to create a space. And the best fluid to use has always 
been, it rarains to be isotonic saline. 
Q. How long has isotonic saline been used in 
arthroscopic surgery? 

A. It's been used since the first days of arthroscopic 

23 approach, which date back to certainly the middle seventies 

24 to early seventies, perhaps even earlier than that 

25 Q. Atdietolfatsafocbe^tobc^djn 
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Q. So in an arthroscopic surgery, does the fluid move 
around io the joint? 

A. No. In fact, I've seen some products in the past 
where there has been a pump used and it really is almost 
impossible to sec So we don't want the fluid moving 
around. 

Q. Do you want the fluid to be motionless? 
S A. In fact, we have products on the market that are 

9 designed to do exactly that it's what we call a solid 

10 column of water effect, so there is just the solid mount 
It or volume of water in the knee. 

12 Q. Okay. We're going to come back to the specifics of 

13 the surgery. But my next Question is does Smith & Nephew 

14 endoscopy have a mission statement? 

15 A. Yes, we do. 

16 Q. Were you involved in developing that mission 

17 statement? 

18 A. Yes, I was. I was very involved m developing it 

19 Q» Whatisit? 

20 A. Our what we 1 ike to call strategic intent is to be 

21 the best inthe world at bringing surgkal technique to 

22 market that reduces trauma and pain to the patient, 

23 reduces costs to the health care system - systems in this 

24 case -and provides better outcomes for patieois. And 

25 that's our focus. 
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arthroscopic surgery going backtothe 1970's» wasita 
conductive fluid? 

A. Yes, it's always been a conductive fluid. 
Q. You mentioned that the fluid, that the saline crates 
a space inside the joint Does the saline actually inflate 
the joint? 

A. Ho, it does not We oV»H want it to inflate the 
joint 

Q. . Does H expand the joint? 
A. No, 

Q. Do the bones move in any way when the saline Is put 
12 mto the joint? 

A. No, it would take a tremendous amount of pressure to 
move the bones around That is not something we would 
like to have happen, no. 
Q. How does 6c saline create a space then? 
A. Well, basically what we want is the saline to create 
IS a space by holding tissue out of the way in place so that 

19 it's not moving around. So there's been a lot discussion 

20 so far in these last few days about saline. If saline is 

21 moving, flushing, being drawn out and mere Is a lot of 

22 motion. And pumping, as sc^ have suggest^ 

23 have a lot of movement m the knee and you won't be abb 

24 to see, so what we want it to do is pretty much be still, 

25 no bubbles, no nxwemcnt and hold the tissue in place. 



Page 782 

mr. heberT: May I approach, your Honor? 
thecowt. Yes* you may. 

BYMR-HEBETO 

Q. Mr. Sparks, Fm harafing you what has been marked as 
Exhibit DlX-m and I'd ask if you can identify mat? 
A. Yes; I can. IVt tbe Smith & Nephew EncVjtcopy 
Division 2003 product catalog. 

MR. HEBERTi I move its adrntSStOU. 
MR. BLUMEKFELD: NOObjectioCL 
TCBCOMCfe Thank you. ' ± . 

THE OErUTYCtEtr: SO marked 
(Defendant's Exhibit No. 322 was marked for 
identification.) 
BY MR. HEBEJCT: 

Q. Does the product catalog list the various products 
that Sraim & Nephew Endoscopy offers m the United States? 
A. Yes. in fact, mis is specific tote United States. * 
Q. Are Smith & Nephew Endoscopy products organiad in 
any particular manner? 
A. Yes, w*c*ganbe them m^wnyd^ 
Somc*totocV>anenckwcop« 

22 youfksthave to access &cbo<rycavity c<jomC,so we 

23 have an access product section. You then must visualize, 

24 you have to sec what you arc doing if you are a surgeon. 

25 And once the surgeon has a dear picture where he or she 



ArthroCarc v. Smith & Nephew, CA No* 01-504 (SLR) 



Page 779* Page 782 



A 15314 




Juiy Trial - Volume E Coadenselt'* Tuesday, May 6, 2003 



Page 799 

1 Q. What happened to the TJ. part of the name? 

2 A. Wc eventually dropped that because it became a 

3 little bit difiicult to deal wWl So h l s simpler just 

4 to say Smith & Nephew. 

5 Ql Your timeline - wc are going to come back to your 

6 company now. Wc arc going to leave the Smith & Nephew 

7 history. Your timdine has an event in 1991. Can you 

8 describe for us what happened in the field of 

9 ekctrosargcry in your company fa 19917 

10 A. That is the year webtroduced our first 

It efcctrosurgical probe with handle to be used during 

12 arthroscopy. It was introduced specifically for 

13 arthroscopy. 

14 Q. Were you here yesterday for Mr. Baker's testimony? 

15 K Yes, I was* 

16 Q. Did you hear when Mr. Baker testified that ArthroCa* 

17 was founded? 

18 A. Yes, I do. IdoreeaUthatyes. 

19 Q. When was that? 
» A. 1993. 

22 before ArthroCare was even founded? 

23 A. Yes, it wax 

24 Q. The particular product that you are talking about 
23 asbemg mtrococedm 1991, was thatarjraiDct fecusc 
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1 Q. Is that product currently sold by your company? 

2 A. Yes, it is. 

3 MJLHEBERT: if we turn to catalog Page P-28. 

4 BYMR-HEBOtr. 

5 Q. Is this a pago of your catalog showing me various 

6 electrc^urgical probes that you currently sdl? 

7 A. That's correct 

8 Q. Other than some of the accused one^ which we are 

9 goingtopctto? 

10 A. Correct 

11 Q. Ifwcgobaciztothetimelm^ 

12 1995. Can you tell us what happertedco that date? 

13 A. Yes* m 1995 Smith & Nephew Dyooics as we renamed 

14 it merged with a cxrarpany called Acufex Microsurgical, to 

15 form the c>r^2Tii2ation wc now have today, which is Smith & 

17 Q. What business was Acufex Microsurgical involved in? 
1$ A. Acufex Mkrosurgical was soft tissue repair. Soil 

19 was one of the m^K^ns; organization for a product 

20 called Maxon (pfcmciic), which is a bicxfc^radabk rnatcrial 

21 that is used to anchor soft nssue to bone. 

22 Q. Did Acufex Mkrosurgical have any electrosurgfcal 

23 products at the time you acquired them? 

24 A. Yes, they <fid. 

25 Q. What type of eJectrc^urgi^ product 
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1 ' in arthroscopic surgery? 

2 A. Yes. It was specific to arthroscopy. That is the 

3 only place it Is used 

4 Q. Was it used in the presence of any particular fluid? 

5 A. It was used m isotonic saline. 

6 Q. And at that time, was isotonic saline a cooductive 

7 fluid? 

8 A. Yes, it was. 

9 Q. Have you heard the term Bovfc (pfaocuc)? 

W A- I am familiar with it, yes. It b a brand name for 

11 anekctrccargMprodu^ 

12 Q. The clcctrcsargical product that you introduced in 

13 1991,was^amc<iopc4ar€rb9oiarprcHmcf? 

14 A. ft band was a mooop^ product 

15 MR. HEBEKTi May I approach, your Honor? 

16 THEcourr- Yes, 

1? BYMJLHEBEJtTi 

18 Q. I would tike to hand you what has been marked as 

19 Defendant's Demonstrative EiiabUDtrtx*50.attdaskif you 

20 can aescribe that. Mr. Sparks? 

21 A. Yes. THs is what we refer to as our etectrosurgjcal 

22 probe with handle. We refer to it as with handle because 

23 there is the handle, there is the probe. Again, there is 

24 an artfroscopic device, whkh is used very often and 

25 always used in saline. j 
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1 A. Acufex, we still have a very strong laparoscopic 

2 electrosurgical product Ene that we currently sell today. 

3 MR. HEBEKTi Could we go u> Page R*9 in the 

4 catalog. 

5 BYMfi.HEBOtT» 

6 Q. Is mis a page from your catalog that showssorneof 

7 the ckctrosurgicai laparoscopic instnuneots that your 

8 company sefl>7 

9 A. Ycs,itb. 

10 Q. Is to &e product line that you were referring to 

11 that yon giotfroaiAcafert * 

12 A. It's an improved advanced version of it, yes. 

13 MUHEBStr. Badctothethneline. 

14 BY MR. HEBEStTi 

15 Q. Tbe next event m your bjrjeline tstn 2000, Can you 

16 just briefly tell as what that Is? 

17 A. Yes. Again^lthmk what we referred to carikrmi 

18 our Adventures Program is we created laboratories created 

19 that arc spedfk to getting product to the drawing board. 

20 In f tct, we bring prototypes from the drawing board to the 
*• j wm iin wwnuuj w ich umu wunxn a nsssso oi pours. 

22 That quick turnaround provides us the ability to get ideas 

23 in fast, get them out And if they wolr, we can get them 

24 to market If not, they can go in the dust bin. 

25 Q. D& you WiAwimsurgeottin that laboratory? 
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1 A. Yes, we do. 

2 Q. TV next event is in 2001, Can you tell us what that 

3 is? 

4 A. In 2001 we acquired t company called Orthopedic 

5 Biosystems Limited that was very specinc to soft tissue 

6 repair fo tbe shoulder. We needed to strengthen our 

7 line there. So wc acquired that 

8 Q. I would like to spend a few moments on the very last 

9 moment on your timeline. It says in 2002 Smith & Nephew 

10 Endoscopy acquire Oratec At the time you acquired 

11 Oratec, what sort of product line didithave? 

12 A. Oratec is a, one of the pioneers m radio frequency 

13 electrosurgery for arthroscopy and spine. 

14 Q. Did yon say arthroscopy in spine? 

15 A* And 

16 Q. Two different areas? 

17 A. Yes. I don'tknew If I have a Boston accent 

18 Anyway, that's what it is. 

19 Q. Did Smith & Nephw acquired any patents when it 

20 acquired Oratec? 

21 A. Quite a few, yes. 

22 Q. Did Oratec have any ablation products for use in 

23 arthroscopic surgery? 

24 A. Yes,it4& 

25 Q. Were those products used in any particular fluid? 
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1 MR. HEBERT; tflcould have the witness coroe 

2 down from the stand, your Honor.. 

3 THE COUKTi YCS. 

4 (At this point me witness then stepped down 

5 from Che witness stand) 

6 BY MR. HEBERT: 

7 Q. Mr. Sparks, I am handing you what has been marked 

8 as DTX-S74. i ask you if you can identify that? 

9 A- Yes, I can. This is the Dvonics Control RF product 

10 MR. HEBERT: I move that in evidence. 

U MR. BLLfMEKFELD: NOObjection. 

12 *** (Defendant's Exhibit No. 574 was received into 

13 evidence.) 

14 BY MR. HEBERT 

15 Q. IstheControl itf prc4uastiHsoUbyyourcompa^ 
It A. No, it's not 

17 Q. Approximately what were the total sales of tbe Control 

18 Rfprodnct before it was olscontiiffled? 

19 A ApproximateiyS35JK><>. 

20 Q. Why was me ccotrouer Control RF product 

21 dtoBtfaned? 

22 A Because the Saphyre product is better. 

23 Q. Did the Saphyre prodoct have toy impact on the 

24 decision to cSsccctbuc the Control RF? 

25 A Yes,itdkL l?« a letter product, it is easier to 
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1 A. AH of those products are used, the ablation 

2 products in tbe line are used in isotonic saline. 

3 Q. Docs Smith & Nephew stffl sell those products? 

4 A. Yes, we da 

5 Q. P-5, is this an example of the monopolar ablation 

6 products that we are talking about that you got with the 

7 acqmsitiott of Oratec? 

8 A. Yes, h is. 

9 Q. You have heard - you understand thai one of the 

10 accused products in this case is the Saphyre prwtact? . 

11 A. I do understand mat, yes. 

12 Q. Who developed tbe Sarir^ 
S3 A. Oratec did. 

14 Q. Did Oratec develop the Saphyre product before cr 

15 after Smith & Nephew acquired it? 

16 A. It was developed, or in developing before we 

17 acquiredit 

18 Q. Didyoaacq^Oralecinorto.togette SapI^ 

19 product? 

20 A. NO, We QIC DOv 

21 Q. At the time of the acquisition, did you know about 

22 the Saphyre product? 

23 A. No, I did not 

24 Q. At this point 1 would like to discuss and go briefly 

25 through each of the accused products. 
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1 make, its r^onnance is better, and that caused us to 

2 just eliminate tins from the line, 

3 Q. Can you identify forthe jury the various parts of 

4 teOmtrolRF product? 

5 A Sure. Thb»tbebaiMfcaidrocyour»vet 

6 rctatmgt*p,soyoacanseetha^ 

7 to it -mayte yon caaH hearths 

8 it in different angles. 

9 Obviously, tins long tube here at the end, 

10 mis is the business end, there is an electrode onthe end 

11 there that is used to resect. 

12 You can see at me end of this long cable, 

13 rnaybelwinsbowhtoyw^way- 

14 Q. You can take it out if you want 

15 A. This is like trying to get into a little bag of 
1* crackers you always get on the airplane. 

17 There yon go. * 
is That's a connector. That we would plug into a 

19 standard generatot using a free plate adapter. 

20 Q. There b a cfcar plastic tube. Is that used to 

21 supply saKne when the Control RF is used? 

22 A Kd 

23 Q. What is that dear plastic tube used fox? 

24 A Ttewc^dbeapr^towaB suctjoo. 

25 Q. Does the Control RF include a fluid supply? 
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regarding, among other things, the *m patent 

THE COURT; And it would be helpful if! saw 

the document. 

(Documents passed forward) 
THE COURT: I think I might to need to see you 

folksatadebar.soifthclaT^ 

appreciate it 



(Sidebar coherence, out of the hearing of the 
10 jury, as follows.) 

jU MS. BOYD: The Superior Fireplace test says 

12 that the standard is what a person of onfinary sfcifl m 
the art would read the claim as, what they know, if there 
was a correction that needed to be made and would they 
know how to make that correction. That's the fact 
ksthrxmywewantto 

only person of onfinary skill b the art who did this kind 
of analysis at a time prior to the allegation. 

MR. blumenfeld: Your Honor, we addressed this 
issue in one of oar expert reports, a Dr. Goldlng** 
expert report They have three technical experts, Dr. 
Taylor, Dr. Choti, Dr. Manwaring, and none of them ever 
said a word about what the daim meant, what's the 
1*4 certificate of eonectiooissu* TIm* 
* do this with a tfigbent witness that they hadn't 
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disclosed yet and now, not having put in any expert report 
so that the jury could hear from an expert on what does 
mis claim mean, thcyVe trying to have a fact witness 
who has never been identified as an expert testify on 
what itmeans to one dolled m the art. 

What makes it even worse, when we took Mr. 
HemVs deposition, which was only a couple weeks ago, and 
we asked what are yon going to testify to at trial Ms. 
9 Boyd directed him not to answer. And so to now spring 

this on la at trial from a person who h^ 10 
expert witness, it seems highly unfair tons. fj 
THE COURT* WeS, the bottom line Is, always 12 

13 the bottom tine is if the opposing party did not have * u 

14 ^cpportonitych2rir$o^ 14 

15 testiiiway,thcnkdoe^^ SoUin is 
1$ fact, there was the deposition and there was an attempt 16 
17 to find out what he was going to testify about so it could 17 

be tested and m we could address thu^ i$ 
testify today. |0 
MS. BOYD: This document that mdodes his 20 

21 
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analysis of what mistakes may have been made m the daim 



was produced early in discovery. He was questioned 
\n extensively on this document in his ocpositioG. 

MR. hebejtT: if I may, your Honor. Within 
^d^am^^^bshor corners of me document. 
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Mr. Hcim recogni2es one error in that claim but not the 
second error, and we believe that is tla; right standard 
to apply under Superior Fireplace. 

the COURT; rm not saying whether his 
testimony bright or wrong. I'm just trying to figure 
out whether you all were on the same page coinmg into 
this trial, so there is no unfairness. 

Now, we're going to take your tuw letting the 
jury go out and I'm going to look over las de^tton, 
whkh I assume s<nnconebw 
allowed to testify tod^ 

this deposition. If what he is doing today is consistent 
wimwr^hecMmthisoep^ 
mi opportunity totest it, andu^ 
limine to prevent him from testifying today, then it's 
going to go forward If there was an obstacle to the 
ptabttff having a fair epportmnty to test this 
testimony during the preo^ process, then he wffl not 
testify cwiststentry. 

(End of sidebar conference.) 

THE COURT: ladies and gentlemen, I apologize, 
I have to do a little more homework on this issue and, 
rather than have you sit here, you would be more 
comfortable, Vm sure, stretching and maybe having a snack. 
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So we're going to recess hopefully not until we recess for 
the evening, hopefully just a few mmmes, to let me: 
sure I understand wliat is going oo h^ All right? 

(At mis point the jury then leftthe 
courtroom, and the following 
oftfaejury.) 

THE COURT: sir, you may step down and take a 
breather as wdL 

7HB WITNESS: All right Thank you. 

MR-BUJMEHFE1J): YOttrHooor? r 

THE COURT; Yes. 

MR. BUJMENFEtD: Pm sorry. I didn't hear your 
lastcommest But to pkk up where wo left off at sidebar, 
Mr. Heim was someone who was listed as a trial witness 
porsuam to your Honeys 
toward the end of discovery and we only took his dcpositioQ 
on April 22nd. And at me depositioQ, we dd go through 
with him the story of his consultancy with Smith & hfephew. 
We knew mat mat was going to be something he vm going 
to testify about 

In the saddle of his deposition - and tius 
was at Page 100 because we didn't knowwhydseux^mi^tj 
be calling him, Mr. dark who was taking the deposition 
said; 

"Question; Are you expecting to testify in me 
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1 trial of this case? 

2 "Answer I've been told thai it's likely I'll 

3 be testifying in the trial of this case. 

4 "Question: And what do you expect to testify 

5 about? " 

* "Ms. Boyd: Objection. To the extent it calls 

7 for the attorney/client privilege information, I instruct 

8 the witness not to answer. 

9 "The Deponent; So what do I do? 

10 "Ms. Boyd: You don t answer. 0 

11 And she wouM not let him disclose what it was 

12 that they apparently planned to have him come to trial and 

13 testify to. And if they're going to have him now try to 

14 come in and testify about things after she Instructed him 

15 not to disclose the subject matter, then he just shouldn't 

16 bcabletodott 

17 THE COURT* But he may testify consistently 

18 with what he was deposed about 

19 MS. BOYD: And he was deposed on this document. 

20 The fact that Mr. dark <fidn*t ask him questions about 

21 this particular part of this document wasn't our 

22 responsibility. We instructed him not to tfisdose 

23 anything we talked about, 
24 

25 
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t it's gamesmanship. The fact that, well, he didn't ask the 

2 right question so, that's okay, we are free and dear, 

3 when a question was asked, why are you important? What 

4 are you doing here? That's an appropriate question. We 

5 are not supposed to be throwing surprises. Wc are all 

6 supposed to know we are on the same page. We know what 

7 each witness is going to testify about. Quite frankly, 
S that's cot the way we do cases here, 

9 So we are all going to take five minutes, you 

10 are going to reorganize; and we will bring the jury back 

11 in. 

12 (Short recess taken.) 
13 

14 
15 
K 

n 
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1 

2 MS. BOYD? And frankry, I donH think I bad 

3 talked to him about his lengthy trial testimony 

4 point, although I don't remember specifically. But my 

5 instruction was only not to disclose attorney/client 

6 privileged infonnation. And we did have** 

7 THE COURT; Maybe 1 haven't been out in the 
S real world in too long. The whole point of pretrial 

9 ciscovcry and of identifying witnesses is so wc don't hold 

10 up the jury. Ike only saving grace is that this is all 

11 your time that you arespending on this kind of garbage, 

12 so I am not going to be here any longer, even though you 

13 arc not presenting evidence to the jury. 

14 Now, I suppose that this person apparently 

15 was not identified during the course of discovery until 

16 the end. He wasat deposed unta the end The reason he 

17 was identified as one who might testify is because he 
IS might testify. 

19 ft seems to mo that it is en appropriate 

20 question for lawym to ask, why arc you identified 

21 trial witness? What b it that you are going to testify 

22 about? 

23 How, I frankly tout your instructioo not to 

24 answer was bcorrtct Tlierefore, his testimony is limited 

25 to what he was deposed about. And the fact that -to me, 
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1 

2 (Court resumed after the recess, and the 

3 following occurred without the presence of the jury.) 
4 

5 TO COUXft Lot 1 * bring in the jury. 

6 Since we have some dead time here, I am not 

7 exactly sure why this is such a huge controversy with 

8 respect to Mr. Raffle. Apparently he has relevant 

9 testimony about a number of issues. I did say the last 

10 time wc discussed this that some of the prospective 

11 business Isn't relevant. But I believe be bat scene r 

12 relevant testimony besides the ineqmtabk conduct 

13 testimony. 

14 So you need to work out a schedule 

15 (At this point the jury entered the courtroom 

16 and took their seatt in the box.) 

17 THE COURT* Thank you, ladies and gentlemen. 4 
IS I just want to explain that even when you arc not here, 

19 the clock is ticking. SoweoenitwastbgyotruK 

20 Let's proceed. 

21 BY MS. BOYD: I 

22 Q. Mr. Beim, old yc* haw your d^ 

23 case? j 

24 A. Yes. J 

25 Q. AnddoyouuiKk»tandwbata _| 
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A. Yes. 

Q. Can you explain to the jury what a deposition is? 
A. A deposition is a process in which a prospective 
witness is asked questions under oath, and the questions 
and answers are documented prior to the triaL 
Q- Did Mr. Peny CI arfc, an attorney for ArthroCare; 
take your opposition? 
A. Yes, he did. 
9 Q, Did be ask you questions relating to PX-w,your 
|10 May 1998 feasibility study? 
Ill A. Yes, be <£d. 

|12 Q. Did be ask you any question about Pag« 
13 of your May 1998 feasibility study? 

114 A. Nd 

115 Q. 1 would like to turn to some of the other portions 

116 of your feasibility study that he did ask you questions 

117 about Before we get to die study itself, can you 
IIS describes general tenro 

119 development of the Control KF product for Smith St Nephew? 

120 A. Smith & Nephew asked Team Medical to provide 
|2J technical guidance on the design of various aspects of 
p the product Smith & Nephew was in charge oftheoverafl 
m project We helped them with the cfesign of the tip of 
124 the device and°otber electrosurgical aspects of it, as 
25 weilasscwc^i^ofthcoPsigniegaTcSiy 
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Smith & Nephew, vc bdieve, gave than the miniemm reliable 
spring that one codd have without havbg the product fail 
to work. 

Q. Have ycta ever tested the CoatnAwor ^mitypaof - 
teCoatrc4jtfinsairabiedd 
are ooc a surgeon; rffif? 
A. I am ooc a surgeon, certainly. 
Q. So you never pcrfcracda^ 
live human pancat? 
A. No. 

Q. Hsve you ever done simulation surgeries to tot the 
Control Rf or its prototypes? 
A. We received a Control EP. I will call it an 
aiguwrrngprotoc^ 

Q. Mow, based c« your work in devefoptng (be Control Jtf 
and yw testing of the Control RP,v/ffl 
work io affect tissue when the active cfacfeode b tooctasg 
tissue but fee return electrode Is not touching tissue? 
A. So wo have k submerged mewee**^^ 
sortie* and theacu^ 

21 electrode it in there, and the return cfccttode if not 

22 touchiag tissue, but die actrveeJecfcodeattcucUog 

23 tissue, wodd we gae« appropriate pr^^ . 

24 eC&ct? 
125 Q. Thar/sr**. 
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marmfacturabtfity and that sort of thing. 
Q Was one of tiie things that you hdped design, was 
it related to the spacing between the active electrode 
and the return electrode on the Control W? 
A. Yes, it was. 

Q. And bow c5d you cktcrainc that that spacing was 
going to be? 

8 A. The best way to start with that b to explain why 
I 9 thespat^ismnpejtant If the srjacing between the 

110 active clcctrock and the re^ 

111 what one gets is arcs, sparks c/ electricity arcing 

112 between the active eJectrocfe and the return 
13 through the salirxcrcc^^ Tbosearethe 

114 same things that are there. And enviously, if the 

115 electricity is jumping through that short-circuit, it is 
|16* not going into fee tissue and, as a consequence, the 
117 desired predetermined surgkal effect cV>esa* work. 
|18 So the way that we ended up making that 

1 19 determination was doing come basic analysts; and dsn 

120 tlmjugh a scries of tests that we 
[21 fadHuesb Boulder. 

122 Q. And could the return electrode and the active 

123 ekctrocb in the Control KF be any deser together and 

124 still avoid the short^ircuiting problem that you described? 

125 A^Themmibereand the technical guidance we provided to 
ArthroCarc v. Smith & Nepbew, CA No. 01-504 (SLR) 
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A. Ibe answer Is yes, one would. 

Q. And if both the active and the rctei dectrodc 

were teaching tissue, would you still get that effect? 

A. As I understand the geometry, we have the active 

electrocfetoudu^ti^ 

subrnoged in saline, but it's not completely submerged ia 
safineiccauseparttftr* 
toucrn^tiss^wimtherert 
tearing saline. 

Q. Ye* r 
A. ft wc^ certainry wcjrt apnr^ and correctly 
under those curumstanccs. 

Q How many diflereot kinds of dectrosurgical devices 
would you say to 
human patient tests? 

A. Ekctrosurgical devices, engineering prototypes? 
Q. Yea. * 
A. You know, I don't know the number. It is certainly 
inany hundreds. I am not sure it's thousands. 
Q. Aradwhm you have ctotKthw 



A. Oh, certainly. Sparking always occurs with 
electrosurgery. 

Sparking always cccurs with electrusurgery 
except under the rarest of cucumstances. 
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Q. In part of your work in developing tbc Control Rf 
product, did you analyze products that were currently on 
the market? 
A. Yes.- 

Q. What products wot those? 

A. We examined three commercial devices. One of them 
was a product that was sold by a company nanxd Oratec, 
Another product was cold by a company named ArthroCar*. 
And a third product was by a company named Mitek. 
Q. la your experience as an e ngin e er and consultant a 
the medical devices field, is the analysis of product* 

12 already on the market typical in the devdopment of a new 

13 product? 
A. It's extremely routine. It's extremely routine. 
Q. I am going to ask you this question straight out, 
I will apologue m advance: Did you copy the ArthroCare 
product when you were designing the Control RF product? 
A. Absolutely not 

19 Q. Whycldn'tyou? 

20 A. Well, quite frankly, it's not a particularly good 

21 design. 

22 Q. Wry do you say thai? 

23 A. It's overly complex. And that complexity it 

24 reflected inthe number of parts, the configuration of 

25 the parts, and it would also manifest itself fa concerns 
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1 into a mating connector mat's in the controller that (hat 

2 supplies electricity to k. 

3 Each ofthc^lit^ connection points ha 

4 potential point of feihre. The Control *F device, on tba 

5 ether hand, has a jingle electrode at the % with a 

6 single wire that goe» through the shaft, that goes to a 

7 slngje connector, that produces the contact fortbeactivo 
S e l e ct r o d es. 

9 They aim bcdi have a return elects 

10 well 

11 Q. Thank you, Mr. Hean. 

12 MSLBom wooktyroEketocross-exaanoe, 

13 lack? 

14 MR atJUMENPEtft Thank you, 

15 THE COURT: Mr. Btomrnfrid. 

16 MR.MJUMsmOA Ttaokywyuor Honor. 

17 C3tOSS-tXAMB4ATtON 
IS BTMSLKOMENieUk 

19 Q. OccdafknwMr.Helm. My mok b feck BlonWckl 

20 lamoneof ArUaoCare's attorney*. 

21 A. Okay. 

22 Q. Just following up on tbc last point yon nm. - 

23 the design of die ArthroCato probe, are yoo awe, v 

24 ArlhroCare has sold about 2 million of its probes? 

25 MS. BOYD: objection, Year Honor, This goes 
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1 about the reliability of the product and the cost of 

2 man o ra ct n ring 

3 Q. Leaving aside those rdiabafey and cost issues, if 

4 it a good ckctrosurgkal device? Dc<s it work well when 

5 it work*? 

6 A. Well, based upon the tests we <fid, it certainly does 

7 perform its intended function. 

8 Q. So again, what were your concerns oc why did you 

9 think it was about* bad design? 

10 A. Well, the inain issue with-it is there arebetter 
It ways, in oar opinion, and It was very dear from the very 

12 beginning, there were better ways to design a product 

13 that wouldablaie tissue than the fastantiatk» toat was 

14 represented by the ArfbroCare device; 

15 Q. Can you explain what some of the important 

16 criguxcring distinctions are between the Control Kf and 

17 tbeArthroCaro device? 

IS A. The single biggest difference between those devices 

19 is that the ArthroCare device has multiple active ekctrode 

20 pins. In the tipof flat device, there are nosy round 

21 mctalpins. Each one of those tittle round metal pins b 

22 ctmnected to its own wire. And each of those wire* is 

23 then threaded through the shaft, going to another 

24 electrical onmecting pin in the handle. And then each of 

25 those little tl f c t nffrl cono e cti pg puss then needs to go 
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to the commercial suc ces s, which is not an i ssue in this 



THE COURT* I think it goes to whether it 
works, fc41owing up o» your Questions. The objection 
overruled. 

MS. BOYD: Thank you, Your Honor. 

THEWnNESS: I was wrtaware of the precise 
number. I certainly knew tlu* the device bad been sold 
and been sold successfully. 
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BY MR. BLUMEKFELD: 
Q. AndtheCtatrdRFftatv^ 
isn't it a fact that Smith Sc Nephew sold S35,0O0 of it 
and then pulled it off the market? 

MS. BOYD: Objection, your Honor. 
A. You know - 

THECOURTi Overruled 
A. -I have absolutely ixmoYsl Pm sorry. 
MS. BOYD: The Judge needs to rule. 
1KB COURT. Overruled 
THE WITNESS: Sony. 

MS. BOYD: Thank you, your Honor. 
1KB WITNESS: May I answer the question? 
Ibavcabsctoetytwtdeaofsvhat 
business proceedings arc of Smith ANcphcw.soIcanU 
answer yuur question. 
BY MR. BLUMfNFELD: 

Q. ^ f yon <fid talk a UttleWt about your 
20 arrangements with Smiths Nephew and they called you in 
Iato 1997 or earfy 1998; is that right? 
A. Correct. 

23 Q. And they called you because they wanted to have an 

24 ftF product on Jhe market and they wanted your help; is 

25 that right? 
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1 A. Yes. A4ni*famm. 

2 Q. The reason you're not going to get royalties is 

3 because they're not using your patents? 
A* Weu\ that's oot really quite right It turns out 
that the nature of that agreement is such that I don't 
«4*ct royalties even if tn^ 
Q. But the/renot selling the product? 
A. That's nryuD^entaj^ YoueWdcntrybwwinow 
about that than I da Again, I'm net privy to their 
internal business decisions. 
Q. . Now, you talked a little bit about the active 
electrode and the return electrode of the Control tf? 
A. Yes. 

14 Q. Yc* said that you did some ^ Doyou 
remember that? 
A. Yes. 

Q. Now, the return electrode on the Control RF is not 
mtendedtobecxwtacting with tissue, is it? 
A. You know, your question — in fact, I know you intend 
20 it not to be ambiguous - is, in fact, ambiguous. 

Q. Was the return dectrode on the Control RF intended 
to be in contact with the tissue? 
A- During normal operation, one would oot intend it 
24 But clearly when one designs such a product, one is aware 
' of the feet that it's entire^ 
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A. That's not really quite how I recall the conversation. 
What I recall is that they were interested in learning more 
about what woui d be involved in engaging in such activity; 
That's how I recaU ox conversation. 
Q. And b your carry conversations wimthcm^Aey 
mentioned ArthroCare, didnt mcy? 



A Would you please hdp me out by what carry is here? 
Q. December *97, January '98. 
A Wdl. certainly in December they never 
ArthroCare. That was a much more general conversation. 

11 Q. How about m January of *9I? 

12 A b January, it's cntimty 

13 thetjameArtoCam. I don^ kww for sure, but iff 
H enbWy possible, 

15 Q. Now, sbccyoo started your work m carry 1998 for 

16 Smimfc Nephew, yw^b« 

17 by Smith & Nephew? 
A m aggregate, between the separate license a g r eemen t 

19 plus consulting fees, it would be over S2 millioa 
Q. And that was for your work in the design, the 
Control RF and the patents that you foensed to them? 
A. in aggregate, yes, both of ihcm combined 
Q. And you said you don't expect to get royalties tmder 
your patents, end there actually is a royalty provision in 
your agreement, isn't there? 
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could, in fact; employ the device cr deploy the device b 
such a fashion it could inadvertently contact tissue, and 
prudent design would require one to antidpate that 
possmility and make sure that the product would not harm 
the patient and, to the extent po^sibfe operate conectiy 
should such an eventuality occur. 
Q But the intention was for the return electrode m 
normal Operation not to contact tissue; correct? 
A. That would be correct 

MR. BLUMENFHXk i have no further questions. ^ 

THECOCRT: All right Any redirect? 

MS* tank i have /ust one Question. 
REDIRECT EXAMINATION 

BY MS. BOYD: 

Q. Are you aware of complaints from patients and doc to r s 
regarding the ArmroCare devices, spccfficalr/ compbbts 
that they r^nsemjnrywf^thev^ « 

MR.BtUMEHFHJ>; Objection, your Ifooor. 

MSLBOYDc It goes to rebut the marketplace 
acceptance argument mat Mr. Blunxnfdd broughl out on 
cross. 

THEOOURTt well, that was brought up because 
there were questions about l»wthe Arthro(>renn^ 
wasn*t as good at mis other product, »tfu* was okay. 
That is objectionable, so the objection is sustainerl 
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1 MS. BOYD: Thank you, your Honor. Ho further 

2 questions. 

3 THE COURT; All right You may step down, sir. 

4 Thank you. 

5 (Witness excused) 

7 MR. MacfEJUUH: Good afternoon, Smith & Nephew 
ft will now be calling Kate Knudscn as its next witness. Ms. 

9 Knudscn is an engineer at Smith & Nephew. She was the 

10 head of tbc team at Oratec that designed tnd developed the 
U Saphyre device and she will testify about specific features 

12 of tbeSapbyre that are relevant to the issues you will be 

13 deciding in this lawsuit. 

14 I don t expect she'll finish today, but at 

15 least we'll begin with her testuw»y. 

16 Your Honor, Smith A Nephew calls Kate Knudscn. 

17 THE COURT, All right. Thank you. 
IS 

19 ~ KATE mn>S£H.liaving been duly 

20 sworn as a witness, was examined and 

21 testified as follows ~— 

22 DttECT EXAMINATION 

23 B Y MR, MacFERJUhfc 

24 Q. Good afternoon, Ms. Knudsea Would yoa pfease 

25 introduce yourself to the jury? 
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1 A. Yes. 

2 Q; When was the Saphyre product introduced to the market? 

3 A. It was in April of 2002, 1 believe. 

4 Q. Was the design for the Saphyre completed before that 

5 tune? 

6 A Yes. 

7 Q. When was that design completed? 

8 A The design was actually completed m November of 2001. 

9 Q. Do you know was that bef<>re 

10 acquired Oratec? 

1! A That was prior to the acquisition. 

12 Q. Ixt me ask you about the Saphyre. What is the Saphyre 

13 used for? 

14 A. The Saphyre probe is used to ablate soft tissue in 

15 joints. 

16 Q. Okay. Would you please explain what ablate means? 

17 A It basically goes in and obliterates and removes 

18 soft tissue mat the doctorwants to get rid of inside 

19 the joint 

20 Q. And what do you understand soft tissue to mean? 

21 A Soft tissue- in Your toint is things Ilka ligaments 

22 and tendon*. And when a ligament is torn inside your knee, 

23 they may want to remove it so they can replace it with a 

24 Me one. 

25 Q. Have you ever used a Saphyre yourself? 
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2 Q. Where do you live? 

3 A. I Kvc in San Jose, California. 

4 Q. Are you married? 

5 A. lam. 

6 Q. How long have you been married? 

7 A. Three and a half years. 

8 Q. Do you have any children? 

9 A. Yes. I have an 18-inonth-old daughter. 

10 Q. What do you do for a living? 

11 A. I c m a project engineer at Smith & Nephew. 

12 Q. How long have yoa been at Smith & Nephew? 

13 A. Just over a year. 

14 Q. And where were you before that? 

15 A. I was at a company called Oratec Interveotioos, 

16 which was acquired by Snn^&Ncpbcw. 

17 Q. How long have you been at Oratec or had you been? 

18 When did you start at Oratec? 

19 A. I started there in June of '99. 

20 Q. What did yoa do at Oratec that brings you here 

21 today? 

22 A. I was die project manager who started and led the 

23 Saphyre bipolar ablation project 

24 Q. And is ihat the project that resulted in the Saphyre 

25 product? 
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1 A No. 

2 Q. Have you ever used oneon a patient? 

3 A No. 

4 Q. Why not? 

5 A 1 don't treat the patients. I just make the devices 

6 for me doctor to treat thepatients. 

7 Q. To your knowledge, has anyone at SmtUa & Nephew or 

8 Oratec ever used the Saphyre on occasion? 

9 A Not that I know of. 

10 Q. Why is that? 

11 A. Because, again, my company is involved in making 

12 devices for the doctors and the doctors are in charge of 

13 actually taking care of the patients, 

14 MR.MacfE*JUN: Your Honor, I'd like to 

15 approach and hand the witness a laser pointer. 

16 THE COURT: Sure. 

17 MIL MacFERJUN: And, Gary, could you turn tbi 

18 Hmo on. please? 

19 BY MR. MacfERWM: 

20 Q. Ms. Knudscn, do you recognize what I put up on the 

21 Elmo? 

22 A Yet 

23 Q. What bit? 

24 A It's a 90-degree Saphyre bipolar ablation suction 

25 probe. 
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MR. MacFEWUH: And just for the record, it's 
marked as DTX-S72-A. 
BYMILMacfEEMfc 

Q. Could I ask to you potat out where the electrodes 
arc on dus device? 

On the screed, if you would. 

7 A. This right here is the active electrode, and this is 

8 the return electrode right there. 

9 Q. What is that pok m the mioVfle of the active 

10 electrode? 
A. That right there is the sucuonholc. 

12 Q. Can that be used to provide fluid? 

13 A. Ho. It's just to remove fluid from inside the joint 

Q- Was the spacing between the electrodes and the 
Sapbyrc bnportant in the design? 

17 A. Yes; We wanted the return electrode to be as close 

18 as possible to the end with the active electrode on it 

19 Q. Did that mini m ize contact between the return electrode 

20 and the body? 

21 A. No. 
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Q. Ttowhy did you space the electrodes dose togctltt? 
23 A. Well, the joint space in a lot of the cas es where 
the doctors arc-working is really small and so the return 
electrode needs to be inside that joint space so ^ can 
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Q. Let me see if I can angle this. I'm going to ask 
you if you can describe where the surface of the active 
electrode is relative to - see if you can describe where 
the surface of the active electrode is relative to the 
return electrode. 

6 A. So again, this is the active electrode right there, 

7 and that is the actual active surface tfiat die date uses 

8 and this is theretura electrode. And theactrvedectrorJe 

9 is covered around like &at so ^ again, they can get to 

10 aU the enaic^ insider^ 

11 to remove the tissue that workxng on. 

12 Q. Did thai rruaiinfae the co^ 

13 dectrode and the body? 

14 A. No. A^in, because the joint is suc^ 

15 endbecaosc-me spacing m there arid the tissue m 
It i* realty irregular arid bw 

17 design, wc couldn't really keep those, the return from 

18 contacting tissue when the active was contacting tissue. 

19 Q. Is ft easy cfdffkalt to posits 

20 keep the return electrode from cc^tacting the body at all 

21 wbik the Sar^ryrc b f>ollm^ 

22 A. It's arfilcuit to get that return to not contact 

23 tissue. Again, the joint space fa really small The two 

24 electrodes are very dose to each other. They're bom 

25 facing the same direction and you'll probably notice the ' 
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see what they're doing. i 

Q. Is there any other icason you want the two 2 

electrodes to be dose together? 3 

A. In our case, we wanted the return electrode to be 00 4 

the same race is the active electrode because they're both 5 

going to come in contact withtissue. $ 

Q. fete- 7 

A. Go ahead g 

Q. I'm sorry. Is the size of the joint relevant to the 9 

10 spacing between? 10 

A. Yes. Again,*'* a really smafl joint space and so It 

vvhat wevvantedwas rx>melectr^ 12 

13 sr^andtobevisibktotheobcte 13 

14 as they were used, be or she, used fa 14 

15 Q. And how did that aflcct die sr*uing between rj* 15 

16 electrodes? 16 

17 A. Again, wc wanted them as close as possible and we 17 
actually couldnt go any doxr than vro <fa because tte 18 
active and return electrodes would begin to arc to each 19 

20 other and it would actually cause the device to faiL 20 

21 Q. What do you men arc to eacbother? 21 

22 A. ft would, they woukibegm to tr^^ 22 

23 directJy in as actual arc you can see uTmmaspark 23 

24 plug, and it would short the probe out so it oSdat 24 

25 fu nction any more. 
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return electrode is pretty big, especially in amrwrison 
to the actrve electrode. So vrithallof those factors, 
it's caning in contact with tissue, 
Q. So was the Sapnyre designed to keep therctum 
electrode from contactiftg the body at all while the 
Sapliyre is applying energy? 
A. No, that wasat the designmtrmt We added a 
feature of insulation along the back portion, the side 
mat iswjt facing the actw 

behave termed Dorrtargeted tissue. Again, so if me * 
doctor is working in the joint, with this surface, what 
they're doing, they're 

ablating it and obfiterating it So « they're workmg 
they're kind of using the rarobe b various <iieet!ofii 

And that's what we call targeted tissue, 
because they're wanting to remove that tissue. So any of 
•the tissue mat return electro* u cosrnag n 
is again that targeted tissue, and what we did is put some 
msuiaticoa!a*thc 

norHargeted tissue so mat back part stays — we termed it 
acooiback. 

Q. Hsveyoo applied for pateot protection co that 
feature? 
A. Yes. 

Q. What is the status of that ar^licatiou? 
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1 A. It's pending. 

2 MJLMacFEJUUN: Your Honor, I'd like to approach, 

3 if [can, the witness with an exhibit 

4 THE COURT; YCS 

5 BY MR. MacFERStIN: 

6 Q. Do you recognize that? 

7 A. Ye* 

8 Q. Whatisit? 

9 A. It'saCD. 

10 Q. Do you recognize the CO? 

tl A. It's a - well, it says it's a sales presentation 
12 that would be used by our Marketing Department. 
I? Q. And does the CD -oh. What is the exhibit number 

14 on the CD? 

15 A. The Defendant's Exhibit number tsDTX-311 
1< Q. Do you know bow this CD was used? 

1? A. Again, our Marketing Department would use this to 
I S train salespeople on new products. 

19 mMicmtm Your Honor, I'd ask to move 

20 DTX-315 into evidence. 

21 THECOUXT; Any objection? 

22 MSLXXAMXi NO objection, your Honor. 

23 *•* (Defendant's Exhibit No. 315 was received into 

24 evidence.) 

25 MfCMacFERMfe yot* Honor, we made * copy of 
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1 A. Yes. 

2 Q. Does this show the Saphyre return electrode not 

3 contacting the body at all while the energy is applied? 

4 A. No, 

5 Q. Have you ever seen tint? 

6 A. Ihaven't 

7 Q. To your knowledge, has that ever been done? 
* A. No, 

9 Q. To your knowledge, has anyone at Oratec or at Smith & 

10 Nephew ever told anyone not to contact the return 

11 electrode to the body at aU whik energy is applied? 

12 A. No. 

13 Q. Thank you. 

14 Ms. Knndsen, could you please turn to Tab 

15 rati favour binder? 

16 A. What was the number? 

17 Q. txnu 

IS Ms. Knudsen, I will ask you, do you recognize 

19 this? 

20 A. Yes. 

21 Q. Whatisit? 

22 A. If $ what we call an IFU or instructions for usef * 

23 fortbe Vokan Saphyre bipolar ablatxm probe*. 

24 Q. Gary bhclpmgme direct your attention to Paragraph 

25 10. 
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1 the OX 
2 

3 B Y MJL MacFERJU>t 

4 Q. Ms.Knudsen,wehawinadeacqjyofteca 1 would 

5 like to show you a video fu\s 

6 Br*os space - and I have to do this for the record - 

7 SAD space 2»24SECmpg. 

8 Ms. Knodseo, could you please describe for us 

9 what the video is showing us? 

10 A. This is again a Saphyre bipolar ablation probe, 

11 actually in use. That is the active electrode that is 

12 being used to remcw tissue. Then there the return 

13 electrode right there. 

14 Q. Thank you. 

15 A. You can see right there it's glowing orange, that's 

16 when It's actually arcing or rexnoving the tissue. You 

17 can see the tissue corning bccintact with that same 

lg surface of the return electrode. And it's making bubbles 

19 as it's being energized and removing the tissue. And you 

20 can see, there is some sort of browning spots and black 

21 spot on the remaining tissue where it's charred, because 

22 again, it's eating through it electrically and heating it 

23 up, so charred tissue remains. 

24 Q. Does this video show contact between the Saphyre 

25 return electrode and the body when energy is applied? 
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1 THE COURT: I take it this is an admitted 

2 exhibit 

3 MB. MacFEJUUN; This has been admitted, your 

4 Honor. 

5 THBCOUKTi Thank you. 

6 BYMLMacfEfcftBfe 

7 Q. I gocss this bcxir best copy of this. You maybe 

8 know because you read this, you have a copy b front of 

9 you, could you please read what it says there afkr Warning? 

10 A. The warning says ;cootactof the icturn electrode with 

11 non-targeted tissue could result in thermal damage of the 

12 non-targeted tissue* * 

13 Q. Why does that statement specify non-targeted tissue? 

14 A. Again, because the return electrode and the acti ve 

15 electrode arc both in that same, facing the same plane and 

16 basically in the same area, the letnrn electrode is going 

17 to cock in contact with the targets tissue, whkh is A 

18 acceptable to us, because that tissue is all going to be 

19 removed by the doctor. It Is the nonHargeted tissue that 

20 we are trying to protect with 

21 Q. fa that statement mstructmgan^ 

22 the return dectoode of the Saphyre wim tissue? 

23 A. No, It specifies noiHaigetod tissuecouldbe 

24 thermally damaged. 

25 MJLMacfElUUH: Your Honor, I would move on to 
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PROCEEDINGS 



beginning at 932 tjxL. and the foOwmg occuntd wither 
the presence of the jury.) 



THECOumv AO right I understood we bad an 
issue Wedoalhave that issue any mora But do we have 
any others before we bring tbc jury in? 
MS. BOYD; No, your Hooor. 
THECOURH All right Terrific. 
MR. BUIMENFELD; Your Honor, we don't have any 

14 issues, bmpr.GoWberg is back today. I dunk we've 

15 agreed on an order. He'tt be resuming the stand today. 
Smith* Nephew has been kind enough to agree ■■- 

he can be b the courtroom 

18 testifying tooV/whkatt- 1 jwt wanted toafcrt 

19 Honor to Oat 
THE court: Okay. Great Hank you very much. 
(Pause.) 

(At this point thejury entered thecourtroom 
and took their seats in the box) 

THE COURT: Good inoniing, boles and gentlemen. 
25 We should proceed. I'm pot quite sure where ware. Oh/ 
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wc have a witness on die stand. 

KOLMacFERRiH That's correct 

THE COURT: If she could come forward please, 
I'd appreciate it 

• • • 

DEFENDAhfTSTESraKWy 
CXWJNUED^. 



~ KATE KNUDSEN, having been 

10 previously duly sworn as a witness, r 

11 was examined and testified as 

12 follows-. 

13 DBU3CT EXAMJNATJOK 

14 CX5KTINUED 

15 BY MR. MacFESJUK: 

16 Q. Good morning, Mrs. Knudscn. 

17 A. Good rooTTtfrtg, 

18 Q. You realize you're still under oath? 

19 A> Yes. 

20 Q. I would nice to pick up where we left off yesterday 

21 and a^ you abort ow other 
design that you worked on. And that feature is a fluid 

23 supply. Does fcSaphyicirobe dotted 

24 A. No, it does not provide fluid. 

25 Q. Does the Saphyrc eJectrosurgical system include a 
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1 evidence.) 

2 BY MR. MacFERWK: 

3 Q. I'd like to play another section of the CD ROM. 

4 MR. MaCFERJUH; Could you play SAD ABIATIC42T 

5 BY MR. MttCfERWM: . 

6 Q. Mr* Knudsen, could you please point out what we're 

7 looking at here on this video? 

8 A. This is, again, one of tbe monopolar ablators in 

9 use, It's making bubbles. It's - the active electrode ] 

10 is actually facing up into the tissue. You can sec when 
it it's ablating, there's an orange glow and, again, tike 

12 we saw yesterday, there's black remnants left behind of 

13 char tissue. 

14 Q. Is this being used with tbe fluid? 

15 a. Yes. 

16 Q. What land of fluid Is being used? 

17 A. It's in saline. 

IS Q. To your knowledge, has this product been accused 

19 of infringement by ArthroCare? 

20 A. No, it has not 

21 Q. Arc tkre any - besides being simpler, arc there 

22 any other olfTcrences between the ArthroCare ArthroWands 

23 that you looked at and the Saphyre bipolar ablation probe? 

24 A* There arc! Tbe ArthroCare ones that I loobedat 

25 had a number of active electrodes at their tip and our 
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1 integrated cable? 

2 A. No. they did not 

3 Q. Do you know if ArthroCare Arthro Ones now have an 

4 integrated cable? . 

5 A. Some of diem do now. 

6 Q. For how long did they have an btcgrater? 

7 A. I believe that came out in April of this year. 

8 MR. MacrauuN; Thank you, Mrs, foradsen. No 

9 more questions. 

10 CROSS-EXAMINATION 

11 BY MR. CLARK: 

12 Q. Good morning, Mrs. Knudsen. My name is Perry Clark. 

13 Vm a lawyer for ArthroCare Corporation. 

14 When the Saphyre bipolar ablation probe is in 

15 use, the return electrode isn't always in contact with 

16 tbe tissue, is it? 

17 A. During the time that the active electrode is 

18 ablating tissue, from what I've seen, the return electrode 

19 fa - is contacting tissue primarily. 

20 Q. But is it always in contact with tissue? 

21 A. During the time energy is applied, mostly always 

22 I don't know. 

23 Q. Okay. We saw a videotape yesterday and I'd like to 

24 go ahead and play that right now. 

25 MUCUIXs Chris, if yw could. . ~ 
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1 wand has just one active electrode. The insulator 

2 between the active and the return dectrodes are 

3 different The ArthroCare one uses ceramic and we use 

4 Teflon. And our probes have tbe long integrated cable 

5 that connects Udirecdy to the generator and their 

6 probes (fid not have that 

7 Q. What kind of cable did the ArthroCare ones have? 

8 A. A separate cable that connected the disposable probe 

9 to the generator. 

10 Q. Are fcerc any pracbcal chWcrences between having 

11 an integrated cable and having a separate cable? 

12 A. Well, certainly, we switched to an integrated cable 

13 because it was - H*« cheeper, actually, to manufacture 

14 that cable for us. Tbe hospitals like it better because 

15 they don't hare to keep track of this cable and steritac 

16 it between all the different cases. And we found during 

17 some of our procedures that ac^ connection betwcea tbe 
IS probe and tbe cable would get fluid inside it and it 

19 would cause damage either to the probe or to the generator 

20 itself: 

21 Q. You said you switched to an integrated cable? 

22 A. Yes. 

23 Q. When was that? 

24 A. A couple years ago. 

25 Q. Did ArthroCare, the ones you looked at havean 
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1 (VkJcotapc played.) 

2 BY MR. CLARK: 

3 Q. Now, this is a videotape showing the Saphyre probe 

4 in use; is that correct? 

5 A. Yes. 
6 

7 Q. This is the active electrode? 

8 A. Yes, 

9 Q. The return electrode is further back? 

10 A. Yes. * 

11 Q. You know it's in use because you see the bubbles 

12 that arc emanating from the tip; is that correct? 

13 A. Yes. That shows tbe energy being applied. 

14 Q. That shows the energy being applied? 

15 A. Right 
16 

17 
18 
19 
20 
21 
22 
23 
24 
25 
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1 

2 MR. CLARK: Okay. Now, if we could play this 

3 again, Chris; and we'll try to pause it at the point where 

4 the return electrode isn't in contact 

5 BY MR. CLARK: 

6 Q. Do you see it's about to make some bubbles? Do yoa 

7 sec the return electrode is not in contact with the tissue? 

8 A. Correct. 

9 Q. Okay. So the return electrode is not always in 

10 contact with the tissue when the Saphyrc bipolar probe is 

11 in use? 

12 A. I can't exactly teU that it's in use right there, 

13 but it does appear that way. 

14 Q. Okay. Now, the return electrode oo the Saphyre is 

15 not intended to have a tissue effect; is that correct? 

16 A. It can't not have tissue efTect 

17 Q. It can't not have a tissue effect? I'm sorry. 

18 A. Right It is energized and, therefore, if it comes 

19 m contact with tissue, it will have an effect 

20 Q. It will have a tissue effect? 
U A. Yes. 

22 Q. Did Oratec intend for the return electrode on the 

23 Saphyre to have a tissue effect? . 

24 A. Again I'm saying, we couldnt design a probe, I 

25 couldn't design a probe where that ieturo dectrode<fid 
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1 Q. I'm looking al the answer on Line 4 on Page 21 1. 

2 MR. MacfERRiH; Objection, your Honor. This 

3 ts not impeachment 

4 THE COURT: Well, I think that can be cleared * 

5 up on your redirect or in her answer to this question. 

6 All right 

7 THE WITNESS: Pm sorry. Can you repeat? 

8 BY MR. CLARK: 

9 Q. Did I ask you in your deposition: Is the return 

10 electrode on the Saphyre bipolar ablation probe intended 

II to have an effect on tissue? And did you answer that mat 

12 was not the design intent? 

13 A. That- that's what it reads here Yes. 

14 Q. Okay. Now, the return electrode - Amng the 

15 physician evaluations on the Saphyre probe, you learned 

16 that the return dcctrode could have an effect on tissue; 

17 is that correct? 

18 A. We did know that prior to then, but — 

19 Q, And you learned that if the return deefcode becomes 

20 enveloped in tissue, it could actually char tissue; is mat 

21 correct? 

22 A. Yes, it can. 

23 Q. Okay. And you added a warning on the IFU against ~ 

24 A. I believe the IFU says not to touch -not to touch 

25 con-targeted tissue in the return ekctrode. 
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1 oot have a tissue effect That was — that was something 

2 that I could not do. 

3 Q. Now, yen recall that you gave a deposition in this 

4 case; is that correct? 

5 A. Yes. 

6 Q. And you gave that deposition at our law office? 

7 A- Yes. 

8 Q. At that deposition you were under oath; is that 

9 coiiect? 

10 A. Yes. 

11 MR. CLAWL* Your Honor, may I approach the 

12 witness? 

13 THE COURT* YCS. 

14 A JUROR: Could you speak a little louder? 

15 Just a little bit 

16 MR. OARS: nn sorry . I apologize. 

17 BY MR. CLARK* 

18 Q. Now, I've handed you a copy of the transcript from 

19 your deposition. And if you could turn to Page 210, I'm 

20 looking at line 21. And I asked you b your deposition: 

21 Is the return electrode on the Saphyre bipolar 

22 ablation probe intended to have a tissue effect? 

23 And you answered: That was not the design 

24 intent 

25 A. Vm sorry. Where are you? 
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1 Q. But non-targeted tissue is tissue on the patient's 

2 body; is that correct? 

3 A. WeO, ifs - it's tissue mat the doctor Is not 

4 ioterxfij&g to remove, which would be the targeted tissue 

5 Q. Okay. And as a result of the - the fact that the 

6 return electrode could have - could potentially char 
? patient tissue, <fid you direct that an Oratec 

8 representative be present during all of the physician 

9 evaluations? 

10 A- That's common practice. But, yes, we did specify r 

11 that again. 

12 Q. Okay. And you tram these Ontfec rcprtsermmvcs; 

13 is that correct? 

14 A. Actually, 1 don't train them specifically. 

15 Q. But Oratec trains its representatives? 

16 A. Yes. 

17 Q. Okay. 

18 MR. CLARK: Chris, if I could have brought up 

19 Exhibit FX-39C. which I believe has already been admitted 
20' into evidence^, 

21 BYKOLCIARK: 

22 Q. Aod you see that this is a oocurocot entitled Saphyre 

23 Birjoiar Ablation Probes, Saks Guide? 

24 A. Yes. 

25 Q. And ifs prepared by the Marketing and Sales 
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1 Training Department at Oratcc, which became Saudi & Nephew. 

2 MR. CLAfiK: okay. Chris. If we could go to 

3 Page 37 of the sales piidc, please-. 

4 And if we could call out the beading that's 

5 followed by 6c four bulfa points fo the middle of the 

6 pagCw. I bcKcvc the heading jays, Sapbyre Probe Use, 

7 Tips And Techniques. 

8 Actually, if I could have the entire set of 

9 hulict points^ 

10 BYMHC1ARJC: 

11 Q. How, do you see the third bullet point says cane 

12 should bo taken to prevent riwue contact with the retain 

13 electrode on the Sapbyreprobe shaft? Do yoa $ee that? 

14 A. Yc*. 

15 Q. And oo you see the Inst sentence reads, for this 

16 reason, it is important to avoid inadvertent contact with 

17 ttssoc a d jacen t to the operative site? 
IZ A. Yet, 

19 Q. How* Ms* fCnudscn* you testified that you've 

20 actually used the Sapbyre probe; is that correct? 

21 A. Yes, 

22 Q. AwiyoutJicdthcSaphyic probe it Oratcc in Mcnlo 

23 Park? 

24 A. Yes. 

25 Q. And you useoftbe Sapbyre probe oa a human cadaver? 



Page 991 

1 Q. Is that your understanding of how it works? 

2 A. Yes. 

3 Q. Airfb that what occurred 

4 used at Oratcc? 

5 A. Yes. 

6 Q. WhtkyouwearworkmgatOrate^ 

7 opportunity to read so^ 
S that correct? 

9 A. Yet. 

10 Q. And you read some of those patents before November 

11 2001? 

12 A. Yea. 

13 Q. And those parents covered by polar ablation devices? 

14 A. Cooect 

15 Q. And you read at least two of those patents; is that 

16 correct?' 

17 A. Correct 
IS Q. Okay. 

19 MR. CLAR& 1 have no further questions. . 

20 THE COURT* All right Redirect 

21 REDIRBCT EXAMINATION 

22 B Y MR. MacFERRlH: 

23 Q. Mrs. Knudsen, Mr. dark asked ycju if the SarAyre probe, 

24 when it was used, if the return dectrode always contacted 

25 ttssoc 
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1 A. I - I've certainly been present when it was used on 

2 a human cadaver. 

3 Q. And was it used by an Oratcc employee? 

4 A* Yes, it has been. 

5 Q. And this was the shoulder of the cadaver? 

6 A. Correct 

7 Q. And the shoulder joint was completely filled with 
a saline? 

9 A. Yes. 

10 Q. And when you saw the Sapbyre used on that cadaver by 

11 an Oratcc employee, was an endoscope used at the same time?j 11 

12 A. Yes. 

13 Q. And that would be referred to an arthroscope in the 

14 situation? 

15 A. Yes. 

16 Q. Were you able to see the video monitor to which that 

17 arthroscope was attached? 
1$ A. Yes. 

19 Q. You could see an orange glow ernanating from the 

20 active tip? 

21 A. When — when it's in use, when e ne rgy is applied 

22 Q. All right. And when the Saphyre is in use, a 

23 current flow path is created between the active electrode 

24 and the return dectrode? 

25 A. You can't see that 
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1 Do you remember that? 

2 A. Yes. 

3 Q. Docs mat mean that the return electrode does not 

4 contact the body at all while energy is applied? 

5 A No. On the contrary, for the most part, even if 

6 the video, the return electrode is in contact with tissue, 

7 Q. Okay. Also, be asked yon - 
a MR. MacFERRIN: Could I have Plaintiffs 

9 Exhibit 390, please? Go to Page 37. 

10 BY MR. MacFERRIN: * 
Q. But while he's -yes. Actually, do you recall 

12 being asked about a sales guide? 

13 A. Yes. 

14 Q. Did you write the sales guide? 

15 A. No,Ididnot 

16 MR. MacFERRIN: Could you please zoom in on 

17 the third point? 
la BY MR. MacFERRIN: 

19 Q. Do you sec that last sentence there? The last 

20 sen t ence, it says, for this reason, it is important to 

21 avoid inadvertent contact with tissue adjacent to the 

22 operative shn. 

23 A. Yes. 

24 Q. Is tissue adjacent to the operative site targeted 

25 tissue or is ft non-targeted tissue? 
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1 MR. OARK: Your Honor, I object to that 

2 questioo as a leading question 

3 THE COURT; As a leading question? 

4 MR. CLARK: Yes. 

* MR. MacFERRIhfc Tm asking if it's targeted or 

6 non-targeted. 

7 THE OOURT: Ibe objection is overruled 

5 THE WITNESS: Tbe - the tissue adjacent to 

9 the operative she would be non-targeted tissue that is 

10 next to the targeted tissue. 
U BY MR. MacFERRIN; 

12 Q. Did anyone at Oratec tell anyone not to contact the 

13 return electrode to the body at all while energy is 

14 applied? 

15 A. Nottomyknowle^. 

16 Q. Have you ever seen tb^ happen? 

17 A. Seeiu. 

J8 Q. Have you ever seen a Saphyre probe used suchthat 

19 the return electrode does not contact tte body at all 

20 while energy is applied? 

21 A. I have not seen that 

22 Q. Have you ever heard of that happening? 

23 A. I've not heard of that 

24 Q. Have you ever beard of anyone at Smith & Nephew 

25 or Oratec teDrnganyoty to do that? 
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X A. No, 

2 Q. The ArthroCare patents chat you read while at Orarec, 

3 those arc public documents; conrct? 

4 A. Correct 

5 Q. Did you learn anything from those patents that you 

6 used in the design of tho Saphyre? 

7 A. Not that I used, no. 

8 Q» Kdyouuscanythir^rromy^ 

9 ArthroCare wand that helped you dedgn the Saphyre? 

10 A. Ilcarocdafcw&rng$Idkto , twantto&). 
MR.MacfERWhfc Thank yea No farther 

12 questions. 

THE COURT: aU right You may step down. 

14 Thank you very much. 

15 THE WITNESS: Thank you. 

1* (Witness excused) 

17 

18 



TO COURT, who's on next? 
(Pause.) 

MR. MARSDet laches and gentlemen of the jury, 

21 ouri^wh^wiUbeKaxt»DnJckff 

22 be presenting Ms. Dnxker. The reason far this shuttling 

23 inandoot is feet witnesses are swruestered and required 

24 to sUy outside of the courtroom daring the testimony of 

25 otrjcf to witnesses, so trxre's a li^ 
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1 that needs to take place between witnesses. 

2 MR.HEBER* I apdogize, y<mr Honor. 

3 THE COURT: Thar/s all right I guess you can 

4 swear the witness. 



~ KAREN DRUCKer, having been duly 

sworn as a witness, was examined and 
testified as follows _ 

MR. HEBERTt Good morning, ladies and 

10 gentlemen. Ms.Drocker btheengfoecr^ 

It who Mfi* development^ 

12 EkxxroBlade product, w^ 

13 accused of inrnngerneut 
She's going to testify regarding bow the 

15 EectroBladcwasdevcl^ 

16 shaver product of Simth&r%hew^ Mr. Sparks 

17 introduced to you yest^^ 

18 «bout some of the features of the EkctroBladc 

19 DIRECT EXAMINATION 

20 BY MR. HEBERT: 

21 Q. Good monnng, Ms. Dnicker. 

22 A. Goodmonrirjg. 

23 Q. Cooid you please introduce yourself to the jury? 

24 A. Good morning: I'm Karen Drucker. 

25 Q. M^Drockcr, where do you live? 
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1 A. I live b Danville, New Hampshire. 

2 Q. AreyoumarriedT 

3 A. Yes. 

4 Q. How long have you been rnarried? 

5 A. rve been married for 18 years, 

6 Q. Do you have any children? 

7 A. I have two children, both girls, 10 and 13. 

8 Q. Do you hold any college drgrees? 

9 A. I have a Bachctor of Biginecrmg McGill 
10 Univemty. r 

U Q. Are you currently ernploycd by Srnith & Nephew? 

12 A. Yet, 

13 Q. And how long have you been ernploytd by Smith & 

14 Nephew? 

15 A. Approximately 15 years. 

16 Q. What is your current position at Srrii^ & r^cw? " 

17 A. ImanR^Maiu^mcrraTgetf 0^ 

18 products. 

19 Q. CfcildyeuexplamtotB,be^ 

20 new term that wc have not heard, what is a disposable 

21 resection product? 

22 A. Primarily shaver blades: They're the disposable 
rotary mechanical cutting rnstnrracnts that fit into our 
exisring rotary^owered tasmmiealatioa lme, 
Q. When you use the term resection, can you explain 
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! Q. Docs the ElcctroBladc provide any efficiencies in 

2 connection with Ac surgery done on the patient? 

3 A. Yes, because it combines these two functionalities, 

4 what it enables the doctor to do is to do mechanical 

5 shaving, which removes, you know, rather large volumes of 

6 tissue and simultaneous coagulate, so that the surgeons 

7 feel the view is clear and they don't need to pull 
S instrumentation in and out of the joint 

9 Any tune a doctor pulls an instrument out and 

10 puts another instrument m, it takes up time, There's a 

11 potential for inadvertently scuffing healthy tissue, such 

12 as cartilage, which you can't regenerate. So il saves 

13 both the surgeon time and it also makes it a safer 

14 procedure, 

15 Q. I'd like to now turn briefly to the modes of 

16 operation in which the BcctroBladecan be used 

17 A* Mnvhnsn. 

IS Q. first of all, can the ElcctroBladc be used to do RP 

19 ablation? 

20 A. No, 

21 Q. Okay. Bow many modes of operation does the 

22 ElcctroBladc have? 

23 A, There are basically two modes of operation described 

24 InthetFU. 

25 Q. What are those two mode*? 
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! A. Only. 

2 MR. KEBE&T: May Ms. Drucker come before the 

3 jury and explain the parts? 

4 the court: Absolutely. 

5 (At this point the witness then stepped down 

6 from the witness stand.) 

7 mil CLARK; Your Honor, may I move7 

8 THE court* Yea. Wherever you need to sec 

9 BY MR. HEBERTi 

10 Q. Okay. If you could just stand where the jury can see 

11 you~ 

12 A. Okay. 

13 Q. SeetheEkctroBlade, 

14 A. Okay. Essentially, this is - 

15 Q. Let me just ask you a few questions and then you'll 
14 bo abte to go through it 

17 Fust of all, could you explain the various 

18 parts of the ElcctroBladc? 

19 A. Sure. This is what we call the inner blade and k*s 

20 absolutely identical to our existing mechanical shaver 

21 Inner bUdc fmdicatingX Tissue is sucked inside the 

22 timer blade to vacuum, provide 

23 MDU. 

24 The inner bbde rotates inside of wbatwccaa 

25 the outer Made; Again, absolutely identical to our 
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1 A. The first and the most frequently used is 

2 simultaneous mechanical cutting and using the rotary 

3 mechanical feature in shaver blades, 

4 Q, Ms. Drucker, do you have a video that you'd like to 

5 present to us later that shows this? 

6 A. Yes. 

7 Q. Okay. And the other mode is_ 

8 A. ItidVtfmislL 

9 Q. I'm sorry. 

10 A. Simultaneous mechanical cutting and coagulation using 

11 RF energy. So both mechanical cuttiog is taking place and 

12 the doctor also activates the tP. 

13 The second mode of operation - 

14 Q. Toe second mode? 

15 A. And we have a film of this as wdL 

16 Q. We have a video of that as well Okay. 

17 A. Shows RP - using RP energy to coagulate only. So 

18 if inadvertently the surgeon comes across the bleeder In 

19 the joint, they can just step on the foot pedal and 

20 coagulate those bleeders. 

21 Q. The first mode of operation is called what? 

22 A. Simultaneous cut and color. 

23 Q. And the second mode of operation is called what? 

24 A. Coagulation. 

25 Q. Coagulation only? 
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1 existing shaver blade, middle blade. The only exception 

2 being that Ait blue mcciianical insulation around this 

3 ooier blade, so that's the second concentric tube. 

4 The third concentric tube is actually a return 

5 for the -for the bipolar device. And that has mat sort 

6 cfa-anarcmgshaneoothebadc 

7 Q. So just so we're clear, could you point out what 

8 part of the ElectroB lade is the return electrode? 

9 A. Basically, this third outer tube. I hope everybody 

10 can see k. The shiny metal part, and it sort of has a~ 

11 strange shape. That is the return. 

12 A JUROR: This is what you are talking about? 

13 THE WITNESS: Yet. 

14 MR. HEBERT: Your Honor, a juror just asked a 

15 question. I don't know if you want to comment on whether 

16 that's okay or not , 
1? THE COURT. Generally, we don't — 

18 THE WITNESS: Pm SOtty. 

19 THE COURT. We don't encourage that, just 

21 THE WITNESS; Sure. 

22 THE COURT* Okay. 

23 BYMR.HEBERTi 

24 Q. Ms. Drucker, I've broadcast here - I've blown up a 

25 picture of the end of the ElectroBlade. 
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1 A. The initial shape was just if you could imagine 

2 just this tube being sort of cut off here, that was the 

3 initial shapes the third concentric shape. But we found 

4 wc needed to actually push this tube all the way up the 

5 back of the device as dose as possible as wc could get 
* to the -to the return. I'm sony. To the active 

7 electrode, 

8 Q. Why (fid you need to make that change? 

9 A. To ensure that we got cutting or coagulation up 

10 where we're doing the cutting, up towards the tip. 

11 Q. Is the ElectroBlade used in any sort of a particular 
22 fluid envirooment? 

13 A. The ElectroBlade is indicated for arthroscopy, 

14 which means that it's always used in a fluid environment 

15 Q. What type of fluid is that? 

16 A. Saline. 

17 Q. And is saline an electrically conductive fluid? 

18 A. Ye* 

19 Q. Does the ElectroBlade supply the saline to the 

20 joint? 

21 A. No, it doesn't 

22 Q. How does the saline fluid get into the joint when 

23 the BcctroBlacfe b used? 

24 A. There are a number of different ways to supply fluid 

25 to the joint For instance; we manufacture a pump called 
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1 the exhibit? 

2 BY MR. HEBERT: 

3 Q. Are yoo familiar with what is set forth on the thit 

4 page of Exhibit PX-189, Ms. Drucler? 

5 A. Yes. 

6 Q. Generally, what is set forth on that page? 

7 A. Basically, it's - h shows an equipment set up with 

8 several systems in place of the EkctroBIade system and 

9 the hUcHJet system and it shows ihat it's compliant to 

10 EC60601-M. 

11 MR. HEBERT: Can we bade up? Could you blow 

12 up the top left corner, where it talks about the EC 

13 standard, please? 

14 BY MR. HEBERT: 

15 Q. You referred to IECG060M-1. 

16 Do you biow what mat is? 

17 A. Yes. 

18 Q. What is that? 

19 A. IEC60601-M is a Eurooean medical electrical * 

20 standard that deals with risks associated with coupling 

21 systems together, 

22 Q. Do you know if the ElectroBlade is sold in Europe? 

23 A. Yes. We distribute it in Europe. 

24 Q. This particular paragraph refers to leakage arrrent 

25 and it says if the leakage current of thecoiirlgured " 
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1 the mtcKJct, a number of other manufacturers mararfactoc 

2 pumps to supply fluid to the joint 

3 Some people just use a gravity in flow, winch 

4 means they just basically hang a bag from • pole and 

5 inflow into the joint All of those are acceptable methods 

6 for arthroscopy. 

7 Q. Ms. Drucker, you should have a book of exhibits in 

8 front of you. 

9 A. Mm~bmzn. 

10 Q. And hopefully it has exhibit PX-it* in it If it 

11 docs, could you turn to that, please? 

12 A. Okay. 

13 MR. hebekt: This Is in evidence, your Honor. 
H Can we get that on die screen? 

15 BY" M5L HEBEJCT: 

16 Q. Is this s copy of the instructions for use of the 
t? EZectroBUde? 

18 A. Yes. 

19 Q. Did you have any role in drafting or approving these 

20 insrrucriomforuse? 

21 A. Yes. 

22 Q. What was your role? 

23 A. I helped draft them. I also reviewed and approved 

24 these instructions, 

25 MR. K£B£BT: Can we turn to the third page in 
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1 system exceeds the limits of, and then it refers to that 

2 long irumber again, you are supposed to do $<unetfaing; 

3 light? 

4 A. Yet, 

5 Q. What is - what does leakage current mean? 

6 A. Leakage current basically is current to urimtended 

7 sites, so sites that you are not doing surgery. If there's 

8 leakage, if there's current, it goes to that site. That's 

9 described as leakage in these - in these standards* 

10 Q. Does showing compliance with this European standard 

11 indicate anything at all about the safety of the . 

12 ElectroBlade? 

13 A. Yes. Basically, It means that not only the 

14 EkctroBlafc and its system 

15 booked up with that system, is safe and it meets that 

16 standard, which addresses not only leakage, but other r 

17 other risks. 

18 Q. This is so detailed that it actually even talks 

19 about which outlet you can plug dungs into, doesn't it? 

20 A. That 4 * - thar/s right, because essentially, wc set 

21 the euuipmcat up or we have a test house set that up tad 

22 test to make sure that there are no risks and the system 

23 fa safe as configured 

24 MR. HEBERT: Can we get the paragraph in the 

25 upper right? 
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1 

2 Q. When it says that those two parts are completely 

3 surrounded by irrigant solution, docs that mean that they 

4 arc not supposed to contact tissue when the ElectroBlade 

5 is being used? 

6 MR. CLARK; Your Honor, I object to that 

7 question as being leading. 

8 THE COURT: Ail right Let's restate the 

9 question. 

10 BY MR. HEBERT: 

11 Q. In this particular builet point, when it refers to 

12 the shaver Wade dp and the xmmsulated tube return being 

13 completely surrounded by irrigant solution, docs that place 

14 any restriction on Ac location of those two components 

15 with respect to the tissue? 

16 A. No, it doesnX In fact, the inner blade obviously 

17 needs to be b contact with tissue in order to work. 

18 Q. Does this bullet point mean that the return 

19 electrode is not supposed to contact tissue? 

20 A. No. The return electrode is actually designed to 

21 contact tissue because of the size of the device and 

22 the m and accessing tight joint spaces* 

23 Q. Well, when it says completely surrouncfed by 

24 irrigant solution, what does that mean, then? 

25 A. That means you need to make sure essentially that 
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1 Q. All right is this for some kind of a presentation? 

2 A. Ifs - it's a presentation to our -our sales 

3 force on customer training and sales strategy for the 

4 ElectroBlade Resector. 

5 Q. Did you approve this this presentation as 

6 reflected in MC-199? 

7 A. I reviewed — I approved some components of it I 

8 approved the customer training CU I reviewed and had 

9 input into the other components. 

10 Ql Okay. 

U MR. HEBERT: Could we turn to the eleventh page 

12 of that? 

13 BY MR. HEBERT: * 

14 Q. It should say f Tips For Optimal Operation. 

15 (Pause.) 

16 BYMJLHEBEKH 

17 Q. I would like to ask you about the last bullet point 

18 on that page, where it says, ensure the entire tip 

19 inchiding the return is immersed in saline The return 
30 is inactive because me energy is spread over a large 

21 surface area. If the sheath is not completely immersed 

22 in saline, the area where the rf energy returns is 

23 reduced. This could aHow the return to become s 

24 site when the RP is turned on. 

25 First of all, there Ua reference to being 
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1 the device is all the way in the joint 

2 Q» When it talks about the blade tip being completely 

3 surrounded by irrigant solution, if the blado tip was not 

4 in contact with the tissue, would the ElectroBlade work? 

5 A. No, it wouldn't work. 
$ Q. Why is that? 

7 A. Because in order to do mechanical cutting or 

8 coagulation, the blade tip needs to be in contact with 

9 the tissue. 

10 MR. HEBERT: tf we could please turn to PX-1*9_ 

11 BY MR- HEBERT: 

12 Q. You may have that - 

13 a. I'm sony. 1 didn't hear fat 

14 Q. 199. Do you have that in your book? 

15 ItoyoutaK>wwhatPX-199is,M^ 
16. A. Yes. It's a sales training guide for the 

17 ElectroBlade. 

18 Q. Is it - there's a Hst of things on the right-hand 

19 side. Do you know what those are? 

20 A. Yes. 

21 Q. What is that? 

22 A. Do you want rne to go through them? 

23 Q. No. Generally. 

24 Is this a table of contents? 

25 A. Yes. I'm sorry. It's a table of contents. 
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1 completely immersed in salme. And, Ms. Procter, I'd like 

2 to ask; Does that mean that the return is not supposed 

3 to contact the tissue? 

4 A. No. 

5 Q. What does that mean? 

6 A. That means basically you want the entire return 

7 made the joint in the saline. 

8 Q. Does mis bullet point explain what would happen if 

9 the return is not enxirely within the joint? 

10 A. Yes. As I mentioocd previously, we design the r 
U ElectroBlade so thatthe return cc4ddtw*ch saline. As 

13 front or the active, which is the inner blade, b his 

14 field of view. 

15 Because the size of the device is so large, 

16 we lmew that the return would, in fact, contact tissue^ 

17 so we made the return surface area very large so that we 

18 wouidnH have tissue effects on the return or the back 

19 side of the ElectroBlade outside of the surgeon's field 

20 of view. 

21 If- if that return is only partially 

22 irnnxrsedm saline^ 

23 surface area of that return becomes equivalent to the 

24 surface area of the active and it's possible to get tissue 

25 effects on the return side when it's touching tissue. And. 
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1 agmn, that's outskfc of the field of view of ttx siugcoo, 
so that's obviously a safety concern. 

MJLHEBERT: May 1 approach, your Honor? 
THE COURT: Yes, you may. 
BY MIL HEBERT: 

Q. Ms. Druckcr, I'm banding you a cd that has been 
marked as DTX-316 (handing exhibit to the witness). 
A. Yes. 

Q* And do you know what's on that cm 

10 A. Yes. Basically, U was the -the table of 

11 contents that you showed previously, which include the 

12 customer training CD and also all the safes strategy 

13 information put together by Marketing. 
MR. HEBERT: I move the admission of 316, 

15 please. 

MR. CLARK: Ko objection, your Honor. 
(Defendant's Exhibit Ho. 316 was received into 

13 evidence.) 

19 BY MR. HEBERT: 

20 Q. Does that CD include some clips of surgeries? 
A. Yes. The customer training CD bcludes some dips 
of surgeries. 

Q. The customer training CO Is radnded within that CD; 

24 right? . 

25 A. Within that CD. Tbafs right 
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1 is called B Blade, Dr. Siegel, Simultaneous Lot MPGl 

2 please? 

3 THE WITNESS: Okay. 

4 MR. HEBERT: Before you play ft — 

5 THE WITNESS; I should perhaps — 

6 BY MR. HEBERT: 

7 Q. Do you want to explain what's going on here? 

8 A. Yes t ItbinJcso^beca^it , jgoingtogo very 

9 fast- 

10 Q. Yes. 

11 A. ~ and ftwiH be difficult to explain. 

12 This is a dip that we use to transfer 

13 actually the simultaneous cut and coag feature that I 

14 me^oned beforc. So there's going to be mechanical 

15 cutting going on. Therms also going to be simultaneous 

16 application of RF and since there's - there's no noise, 

17 the way that you know thatRF is being allied, other 

18 than-badcaBy.yw'nseea^ 

19 a little bft of tissue effect You will also see a little 

20 bit of bubbling, and that's what to look for in order to 

21 see the RP is on. 

22 Q. Are you ready to start? 
A. Sure. 
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1 Q. Does it include a surgery done by Dr. Biancole 

2 (phonetic)? 

3 A. Yes, it does. 

4 Q. Does it include a surgery done by Dr. Josh Single? 

5 A. Yes; it docs. 

6 Q. Were you present during those surgeries? 
7A.Yes;Iwis. 

Q. Did you approve the inclusion of the video clips for 
those surgeries in Exhibit 316? - 
A. YeM<fid. 

11 Q. Okay. Whatl wouW like to do now, Ms. Diucto,is 

play both of those org. Not the CD% those two short 
13 clips, and I would like you to explain to the jury what 
is going on, what is being shown in those clips and, in 
particular, if you could use your pointer-. 

Do you still have that? 
A. Yes. 

18 Q. And if you could point out to the jury a couple of 

19 features- 
And 1 would lite you to, in particular, focus 

on when the return electrode is touching the tissue or not 
touching the tissue. And also I would fike you to explain 

23 wbenthepowcr is turned on crturnedoff: Okay? 

24 A. Okay. 

25 MR. HEBERT: Could we start with the dip that 
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24 Q. Okay* 

25 MR. HEBERT: Can we play that? 
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(Video played.) 

THE WITNESS: Okay. Hoe's the mechanical 
cutting (indicating) and you can we the bleeding. And- 
BYMUHEBEKfc 
Q. Louder, please. 

A. RF is on. You can see the bubbling. The back end 
here is contacting tissue. RF is on. rf is on. Again, 

8 the return is contacting tissue, right there furcating). 

9 RPisoa. You can sec the bubbling. Mechanical coning 
and coagulating. 

Ibe- 
12 Q. Is- 

A. It's contacting tissue in the front It's also 
contacting tissue on return in the back. And, again, 

15 the bubbling shows that RP is on. And RF is on and it's 

16 completely immersed, the whole thing in tissue there. 4 

17 And you can see that the tissue effects, 

18 the/rc pretty slight because m^ 

19 an the tissue cutting is, agan^ 

20 means and the diarring shows the tissue effects. 

21 Q. Is the return contacting here? Can you tell? Can 

22 you tell if the return is contacting, if the power is on 

23 there? 

24 A. If the iwrerisoff, there's no bubbling. That was 

25 just scanning — 
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1 Q. Okay. 

2 A. - scanning over the tissue that was already - 

3 already treated 

4 Q. Was the power on during virtually the entire clip? 

5 A. Yes. 

6 Q. Is that actually an inherent espect of that 

7 particular mode of operation of the EkctroBlaoe? 

8 A. Yes: Basically, they operate the mechanical 

9 cutting and die Rf energy at tk same time, withm 

10 rnanufacturer's constraints. 

11 Q. Okay. 

12 MR. HEBERT: Could we next get the cfip which 

13 is iabded in the CD as E Blade, Dr. Cole, coagulation dot 

14 MPC 

15 THE WITNESS: Okay. And just to explain this 

16 a UtdcbUaswcIlthis,agam,isaclipthatweuscd 

17 to show or to train doctors clinically what we mean by 
IS the coagulation only mode. And basically, what you are 

19 going to sec here, you're going to see some nxcfamcM 

20 cutting, which induces biee<fing, and then also some - 

21 soma coagolaftoo. 

22 The bubbles here, because it's done at an even 

23 lower power levd, because we not doing mechamcal 

24 cutting at the same time, so tte Tbe 

25 bubbles are imx& harder to see. However, you can see 
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1 BY MR. HEBERT: 

2 Q. This Is the claim construction that Judge Robinson 

3 has applied for claim terms spacing a return electrode awsr 

4 from the body structure as well as the return electrode is t 

5 not in contact with the body structure, which are in the 

6 '592 patent And the daim construction, Ms. Drucker, 

7 I'd like to direct your attention to this part: 

8 A. Mm-hmm. 

9 Q. Means that die return electrode is not to contact 

10 the body at all during the perfecmance of the claimed 

11 method 

12 Ms. Drucker, when the HectroBlade is used in 

13 the simultaneous cut and coag mode, does the return 

14 electrode contact the body at all during the performance 

15 of the method? 

16 A. Yes. 

17 MR. CLARK: Your Honor, I need to object to 

18 this question. This is calling for an opinion from a lay 

19 witness. 

20 THE COURT* Repeat the question. 

21 MR. HEBERT: 1 believe the question was ~ 

22 directed to one of the video dips and asking whether 

23 what was shown in tbe video dips as a particular mode of 

24 operation showed that the return dectrode was not to 

25 contact the body at all during the performance of the 
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1 some charring and some tissue effects that indicates that 

2 the rf power is on. Okay. 

3 SYMR.HE8EKE 

4 Q. Are yoa ready to proceed? 

5 A. Okay. Okay. There's -&cy^ doing mechamxal 

6 cutting and now the BP is on because, as you sees Acre's 

7 charring there, and the return was contacting tbe whole 

8 time during that charring. The RP is on now. Again, yoa 

9 can see the -the charring effects and it's touching the 

10 back side and also the front of the tissue. 

11 TneRPison. You can see a little bit of 

12 blanching there and some charring and. basically, it*s 

13 pretty much immersed in tissue right there, 

14 Okay. 

15 Q. How often do the -does the return electrode 

16 contact the tissue while the power was applied m this 

17 clip we just saw? 

18 A. Pretty consistently, 1 would say. Some portion, if 

19 not the front part, then the return was contacting. And, 

20 again, because of tbe size of the device, it was designed 

21 to allow for that 

22 Q. Allow for what? 

23 A. For - for tissue contacting the return. 

24 MR. HEBERT: Could I get fX«?5, please^ 

25 The second page, f X47S. Item Kb. 4. please. 
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1 method, as the Court has interpreted the daim. 

2 THE COURT: Well, I think if you ask a factual 

3 question without as the Court has interpreted the daim, 

4 that would be an appropriate question. 

5 MR. HEBEKT; Okay. Thank yoa 

6 BY MR. HEBERT. 

7 Q. Ms. Drucker, when the HectroBlade is used in the 

8 cut, the simultaneous cut and coag mode of operation, 

9 docs the return electrode contact the body at all during 

10 the performance of the - of that method? r 

11 A. Yes, it does. As Imcntioned prcvionsry, it was 

12 designed to do that, tbe sbeofthe device and the space 

13 in die joint. 

14 Q. And when the HectroBlade is used In the coagulation 

15 only mode, the other mode of operation, dees the return 

16 dectrode contact the body at aU during the perfecmance 

17 ofthatinethod? 

18 A. Yes, it o\)es, because U needs to aceess die same 

19 spaces in the joint 

20 MR. HEBERT; Thank yoa i have no further 

21 questions. 

22 THE COURT: All right Let's take our morning 

23 break before we proceed to cross^xarrnnation. 

24 (At this point the jury was excused for a short 

25 recess.) 
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THE COURT: All right ! 5 minutes. 
(Short recess taken.) 
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(Court resumed after the recess, and the 
following occurred without the presence of the jury.) 

THE COURT: The sky, to fact, is felling 
apparently here in our courtroom. The jury is complaining 



1 

2 

4 

5 
6 
7 
8 
9 

10 about having debris falling on them. Our people have 

11 asked us to keep samples so they can try to determine 

12 what exactly is falling. So if you start feeling things, 

1) we thought we'd hand out specimen bags or soirxtirbg, I 

14 dont know. But kind of let us know if you're Finning 

15 things falling as wclL 

16 MJLHEBERTt l have ft witness issue. 

17 THE COURT: I have a tuning issue. I don't 

18 know where we are in dx: prcsentatioo of evidence. We're 

19 going to try to get jury instnictkms to you at the end 

20 of the day. I think we need to have our prayer conference 

21 tomorrow morning. I have an 8:30 telephone conference, 

22 but we could probably start meeting at 9:00, but I'd like 

23 an icfca from you as to -I guess when we should have the 

24 jury come ra tomorrow to allow for a charge conference 

25 before we have any more witnesses tornorrow. 
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equivalent and whether or not Dr. Goldberg agreed with 
some of Smith & Nephew's arguments about whether or not 
certain limitations were met or not So we deferred that 
portion of it at your direction, 

I don't know whether or not the questions are 
going to elicit that, but I may very well, in terms of 
redirect, go into some of those issues about whether 
there arc substantial differences or not 

THE COURT: All right Well, you all have 
the benefit of knowing what I said and what I didn't 
because I can't remember what I said, but 1 trrink we'd 
have to probably not do anything further than that Know 
that the issue is out there and see If we can head it off. 

MB.HEBEK& I wanted to alert the Court 

THE COURT: AO right Anything else before 
we bring our jury ia? 

(At this point the jury entered the courtroom 
and took their scats in the box.) 

the COURTS All right You may proceed. 
CROSS-EXAMINATION 
BY MR. CLARK: 

Q. Good morning, Ms. Drucker. 
A. Good morning. 

Q. Tbere are times when the ElectroBiade is in use 
that the return electrode is not in contact with the 
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1 So think about that and yon can let me know 

2 before we excuse the jury tonight 

3 So there's a witness issue? 

4 MR. HEBERT: Yes. It mvotves Dr. Goldberg* 

5 who may come up before the next break, so I wanted to raiae 

6 itotitof the pfescnceof thejury. 

7 THE COURT: All right 

8 MR. HEBERT: He <£d not testify at all He has 

9 been excused fc< this portion He did not testify at all 

10 on the doctrine of equivalents and Vm going to cross- 

11 examine hhxi. I'm not going to get into the doctrine of 

12 equivaknts, I don't want kec^ 

13 sort of way that it ccrnes in, your Honor, so I just want 

14 to alert the Court that this issue may arise, to avoid 

15 surprises. 

16 THE COURT: All right 

17 MR. HEBERT: He tends to give very long; 

18 rambling speeches going in many different directions. And 

19 I don *t want sonxthing being, you know, being kind of 

20 jammed in accidentally, as it were. 

21 MIL BOBROW: Your Honor, that's going to 

22 depend on the scope of the questions. Even more than that, 

23 when 1 was doing the direct examination of Dr. Goldberg, 

24 you asked me to deal with certain issues on redirect 

25 related to whether certain claim terms were or were not 
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1 tissue? 

2 A. R'spossibfc, 

5 Q. Okay. I'd tfce 1o show a video right now. It's 

4 PX-I05, an exhibit, I believe, that has already been 

5 *^n*i^^d 

6 Docs this clip depict the ElectroBiade? 

7 A. Yes* 

8 Q. Does this clip depict the ElectroBiade in operation? 

9 A. Yes. ^ 

10 Q. You see in this cHp that tte return electrode is 

11 not in contact with the tissue? 

12 A. It's - it's hard to deJennxne exactly, because 

13 the - the return electrode scat of wraps all the way 

14 around the front 

15 Q. You can see the small bubbles that are emitting 

16 from the inner blade. 4 

17 A. Right 

18 Q. Did you see that? 

19 A. Yes. So right there I would say it is, when be 

20 pulled h away, it probably wasn't for a short period of 

21 time, but now it is. I would say it is now. Itison 

22 the return side. 

23 Q. Okay. There certainly are times when it's not in 

24 contact with the tissue? 
23 A. I would say yes, it's possible. 
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1 A. No, sir. 

2 Q. And we looked and we didn't find anything cither. 

3 1 suppose if there's anything in there, your counsel 

4 would bring it out on redirect 

5 A, I'm confident that things will be found, sir. 

6 Q. You are confident Okay. Well see. 

7 MR.HEBERX: Could I get Claim 1 of the '882 

8 patent, please? 

9 BY MR. HEBERT: 

10 Q. Dr. Goldberg, during your deposition, you might 

11 recall we had some discussion regarding the subject of 

12 hypothetical questions. 
15 A. Yes, sir. 

14 Q. Okay. You didn't realcx at that time that you 

15 might have to answer hypothetical questions; right? 

16 A. Tut prepared to answer hypothetical questions, sir. 

17 Q. You now know bow that works; right? 

18 A. Yes, sir. 

19 Q. Thank you. 

20 This is aaiml of the '882 patentas it issued; 

21 correct? 

22 A. I beKeve - yes, sir, that's correct 

23 Q. And as it issued, the claim required an electrode 

24 te rmin a l, a "re turn electrode, the active electrode and as 

25 electrically conducting terminal; right? 
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1 THE COURT: That objection is overruled. 

2 the witness: can you repeat the question, sir? 

3 BY MR. HEBEKT: 

4 Q. Yes. Requiring three or four electrodes makes the 

5 datm narrower than requiring only two electrodes; right? 

6 A. It would make it stricter to fulfill the criteria, 

7 yes: 

8 Q. Stricter to fulfill the same as narrower? 

9 A. Yes. 

10 Q. How many electrodes does a Control RF have? 

11 A. Two, sir. 

12 Q. Okay. So hypotbeticalry speaking, again, if this 

13 claim required three or four electrodes, then the Control 

14 RF would not mfringe; right? 

15 A. Ye$,suv 

16 Q. How many electrodes docs the HectroBlade have? . 

17 A- Ether two c* three, sir. 
IS Q. How would it have three? 

19 A. It depends on how we view the tip of the electrode. 

20 The inner portion is viewed as a separate electrode, the 

21 rotating poction from die outer portion. 

22 Q. Yon didnH put anything about three eketrodes in 

23 your expert report regarcEng the Electrcaiade proiict, did 

24 you? 

25 A» I don't think I was asked that question before, str." 
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1 A. Those arc die words in the finally printed original 

2 patent, sir. 

5 Q. Those are four different electrodes in foe printed 

4 patent; right? 

5 A. At least three, sir. 

6 Q. At least three? At least toe, maybe four? 

7 A. Yes, sir. 

8 Q. Okay. How many electrodes does the Saphyre product 

9 have? 

10 A. Two, sir. 

11 Q. So if the claim required at least three electrodes, 

12 there would be no infringement right? 

13 A. If this is the final claim, that would be correct, 

14 sir. 

15 Q. Hypotbeticalry speaking, if claim required three 

16 dectrodes, or four electrodes, there would be no 

17 infringement by the Saphyre product; right? 
IS A. That's correct. Hypotbeticalry, if there were three 

19 or four electrodes and the Saphyre only has two, it 

20 wouldn't infringe. 

21 Q. Because - because requiring three or four eketrodes 

22 is a narrower datm than requiring two electrodes; right? 

23 MR. BOB ROW: Your Honor, that goes to the 

24 Question of validity. That's not a question of the 

25 mterpretatton. 
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1 Q. Okay. So if you're limited to your expert report, 

2 your expert report says that the EkctroBlade has two 
5 eketrodes, doesn't it? 

4 A. Yes, sir. 

5 Q. Okay. If the EkctroBlade has two electrodes - 

6 httdderrtafly, you're npt aware of any evidence besides 

7 this opinion you just caine up with regarding the 

S EkctroBlade possibly having three electrodes; right? 

9 A. Aside from my analysis of die probe, as I testified 

10 on Friday, no, sir. * 

11 Q> Okay. You didn't testify h had three electrodeson 

12 Friday, did you? 

13 A. I thought I said that it had at least one. 

14 Q. Two is at least one, isn't it? 

15 A. Yes. 

16 Q. Okay. And your expert report says two, doesn't it? 

17 A. Let me clarify, sir. I thought I when I was talking 
IS about the active electrode that I Iiad mentioned it bad at 

19 least one active electrode. 

20 Q. If this claim required four electrodes, the 

21 EkctroBlade would not infringe; correct? 

22 A. Correct, sir. 

23 Q. If this claim required three electrodes, the 

24 EkctroBlade would not infringe; right? 

25 A. . It might 
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1 Q. It might if your view of- of what? Why would h? 

2 A. Providing an electrical terminal and a return 

3 electrode, the positioning of the active electrode that's 

4 going back to this electrode terminal in close proximity 

5 to the target tissue in the presence of an electrically 

6 conducting terminal. 

7 So it is theoretically possible if there are 

S two active electrodes that the claim would be fulfilled 

9 Q- Okay. So you're now asking hypotheticals of me as 

10 well; right? 

11 A. I'm not asking. I'm - 1 thought my function here 

12 was to answer your questions, sir. 

13 MR.HEBERT: All right Thank yott. 

14 I don't have anything further. 

15 THE COURT: All right Redirect 

16 REDIRECT EXAMINATION 

17 BY MR. BOBROW: 

IS Q. Good afternoon, Dr. Goldberg. 

19 A. Good afternoon, air* 

20 Q. I have a few questions for you in what's called a 

21 rednect examination. 

22 A. Yes, air. 

23 Q. First of all, it was suggested during the 

24 cross^amination that I was your lawyer. 

25 Do yon recall that? 
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1 let's say a peach. We're obviously hoping to get further. 

2 This tec* a lot of trae and a lot of 

3 development and. therefore, we need the funding to pay for 

4 the cqmprntnt. tbo people who do tha worfr *nr} ttx» KW» 

5 Q. Did any of the funding (hit you received from 

7 tbetpna? 

8 A. fa the spine? Yes, sir. 

9 Q. Okay. And what was (hat thout? 

10 A. We were rtodying bp ablation in the bone tad wo 

11 wanted 10- to 4B*mkc*tofatm*cK$fkKttoa 

12 ia how the energy interacted wifc booc from toft tisrue. 

13 Q. Did any of (Defending that your tab received go 

14 towards arthroscopic application*? 

15 A. Ho.sk 

16 Q. Now f tiwwasaisosai«OiJcusjioaoa 

17 croftxamWhon about an agitaixat flat yco have with 

18 lU&arfcJL 

19 Doyourccalthat? 

20 A. Yes, sir, I do. 

21 Q. Andthetewassonxdiscusj«mdunngttx 

22 cross rrnmfnaHon about SmMt & Nephew chaflccging whether 

23 you couldaerve as an expert witness b thiseasa. 

24 Do you recall ifcar? 

25 A. Yc»,rir,Ido, 
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1 A. Yes, I do, sir. 

2 Q. Have I ever rerxescnted )^ sir? 

3 A. No, «r, never. 

4 Q. Have I ever served as your lawyer? 

5 A. Ho. or, never. 

6 Q. Have you asked me to serve as your lawyer? 

7 A. No, sir, never. 

8 Q. Fair enough. 

9 Lefs move on to, that was some discussion 

10 about Radionics. 

It Do you recall that? 

12 A. Yes. sir. 

13 Q. Ami I believe that there was sonxtestu^^ 

M funding that your laboratory has received from Ratf oaics. 

15 Do you recall that generally? 

16 A. Yes, sir. 

17 Q. Now, can you tell us what that funding that your 

18 laboratory has received goes to from Ratf onics? 

19 A. Weu\ it goes to help us study the various things 

20 thai wei^ tobK>wbcwtobcrftrcrt 

21 The development of our cancer tccJmiques has 

22 actually been a long tea-year road We started by being 

23 able to treat tumors that were only the size of my pinky 

24 and now, ova the last ten years* have moved the field to 

25 the point where we can treat tumors that are the size of 
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1 Q. Are you aware of whether Judge Robinson ruled on 

2 that question, in this case? 

3 A. WeO, I assume that I've put all the hours in and 

4 that l*m sirring here in front of you ladies and 

5 gentlemen today that I was alb wed to serve as an expert 

6 Q. There was also some discussion on cross-examination 

7 about the Food & Drug Administration, the FDA. 

8 A. Yes, sir. 

9 Q. And you*ve had tome dealings with the FDA over the 

10 years; is that right? 

11 A. Yes, sir, I have. 

12 Q. Have you ever bed to the FDA? 

13 A. Hcvcr,auV 

14 Q. Have you ever told falsehoods to the FDA? 

15 A. Absocutcrynot,su\ 

16 Q. Now, during the cross-examination, you had mentioned 

17 a aocumcnt that had some cbectoarks. I think you said it 

18 was a checklist of things to go over that was in one of 

19 the ciinkal evahnrioTK. 

20 Do you recall that? 

21 A. Yes. And I'm sorry that I couldn't find it at that 

22 moment, sir. 

23 Q. WeQ, it is in one of your binders, I believe Take 

24 a look at Exhibit 197, please, which has already been 

25 admitted into evidence. 
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1 Q. And when you observed it, what did you see? 

2 A. I saw the probe going in and being activated with the 

3 active dectrode up against either — immediately adjacent 

4 to or touching the tissue. 

5 I saw that the return electrode was most often . 

6 not in contact with the surrounding tissues. It was 

7 arthroscopy, so we know that it's an electrically 

8 conductive fluid and we saw a vapor layer. We saw this 

9 yellow glow and we saw tissue effect, treatment 

10 Q. Now, I>. Gddber& m conrjecth^ 

It this matter, have you reviewed a ruling from the Com 

12 related to some motions for summary judgment that were 

13 made in this matter? 

14 A. I believe that I took a look at that once. 

15 MR. HEBERT: objection. 

16 THE COURT: i*m not sure where you are going 

17 with this. 

18 MR. BOBROW; this has to do with the meaning 

19 of the claim that was examined on in cross-examination 

■V) emit nn« hrmmHt rmf in tfttwt Mrumfitatirtn t/vtav 

Xv wU WOd vtV\ly» QUI Ul UUVM v*MU*WWWvil WAJ**jr . 

21 the COURT: well, the meaning of the claim is 

22 the meaning of the claim. You don't have to bring in my 

23 summary judgment opinions. I'm not quite sure where 

24 you're goin&with it 

25 MR. BOBROW; Okay. 
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1 your understanding of what that method relates to? 

2 A. It goes back to the preamble, the first paragraph, 

3 It's a method for applying energy to the body or a body 

4 structure, so the claim speaks as to when the device is 

5 being activated, when the high energy is being applied 

6 Q. And Dr. Goldberg, in your view, does this daim 

7 construction and the daim limitation require that the 

8 method be performed for a specific period of time? 

9 A. There's no mention of any time constraints whatsoever 

10 in the patent, sir. 

11 Q. And do you have, then, some understanding as to how 

12 long or how short a period of time the method is performed? 

13 A. Well, based upon Smith & Nephew's own documents, it 

14 was for a very - for very short periods of time. 

15 Q. All right Now, you were asked some questions in 

16 cross-examination about the '882 patent. Do you recall 

17 that? 

IS A. Yes, sir. 

19 Q. And you were shown the daim as it was originally 

20 tsarah is that richt? 

21 A. Yes, sir. 

22 Q. And as you understand it, has that claim been 

23 corrected by the United States Patent Office? 

24 A. Yes, sir. 

25 Q. And when you offered your opmions that the '882 
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1 MR. HEBERT: The claim construction ruling is 

2 in evidence, your Honor. 

3 THE COURT: Right But that isn't a summary 

4 judgment ruling. 

5 BY MR. BOBROW: 

6 Q. Well, let me ask this, Dr. Goldberg. 

7 MR. BOBROW: why don't we put up the claim 

8 construction. And let's go to Paragraph 4. 

9 MR. HEBERT: I don't believe this is the claim 

10 construction. 

11 THE COURT: NO, My claim construction or 

12 orders. Not opinions. 

13 MR. BOBROW: I think it's 675. 

14 THE COURT: There you go. 

15 MR. BOBROW: And can you please highlight 

16 Paragraph4? 

17 BY MR. BOBROW; 

18 Q. Now, Dr. Goldberg, looking at Paragraph 4, when 

19 construing the phrase, the return electrode is not in 

y(\ rvvntart with tfvt Krvfv ^frudiire thft Ctmit said. fnirtte. 

21 The return electrode is not to contact the body at all 

22 during the performance of the claimed method. 

23 Do you see that? 

24 a. Yes, sir. 

25 Q. Now, as far as the claimed method goes, what is 
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1 patent was infringed by Smith & Nephew, were you using 

2 the corrected claim language from the Patent Office or 

3 the original uncorrected language? 

4 A. The corrected version, sir. 

5 Q. Now, during the cross-examination, you were asked. 

6 some questions about the EkctroBladc and whether it had 

7 two or three dectrodes. 

8 Do you recall that? 

9 A. Yes,Ido,sir. 

10 Q. Now, if I were to bring up to you an HectroBlade 

11 in evidence, would you be able to explain to the ladies 

12 and gentlemen of the jury tins issue with respect to the 

13 number of dectrodes of the HcctroBladc? 

14 A. I can, if you wish, sir. 

15 MR. BOBROW: May I approach, your Honor? 

16 MR- HEBERT; Your Honor, we're beyond the 4 

17 report There's ttotbing about the three electrodes. 

18 MR. BOBROW: Your Honor, this was opened I 

20 MR. HEBERT: I didn't ask him I mean, he ~ 

21 he came up with this three-electrode thing, which is not 

22 in the report at alL 

23 THE COURT: Wdl, the door was opened, so I 

24 will allow it 

25 MR. BOBROW: May I approach? 
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1 THE COURT: Yes, you may, i 

2 MR. BOBROW: Thank you. 2 

3 BY MR. BOBROW: 3 

4 Q. Dr. Goldberg, I am handing you PX-1 13-A, which is 4 

5 already in evidence (handing exhibit to the witness). 5 

6 Trisiscmoofthc EIcctroBlades. * 
? Now, if you would, please, can- 7 

8 MR. BOBROW: Can I ask the witness to step 8 

9 down in front of the jury? 9 
THE COURT: Yes. 10 
MR. BOBROW: Thank you. 1 j 
THE WITNESS: May 1? . 12 
THE COURT: Yes. 13 
(At this point the witness stepped down from the 14 

J5 witness stand and approached the jury.) 15 

16 BY MR. BOBROW; j6 

17 Q. If you could please explain to the ladies end 17 

18 gentlemen of the jury this issue relating to whether ' 18 

19 there are two electrodes or three electrodes relating to 19 

20 the device. 20 

21 A. Well, the easier part, hdks and gentlemen, is this 21 

22 is a return electrode. Thafs clearly one electr^ 22 
THE COURT: And you need to speak up, Dr. 23 

24 Goldberg ~ 24 

25 THE WITNESS: rm sony, ma'am. 



10 

II 

12 
13 
14 
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Do you see the language Oat V m referring to 

there? 

A. Yes, I do see that 

Q. Now, b connection with the use of thcSaphyrc-' 
THE COURT: Oh, I'm sorry. Was there - 
MR. HEBERTi I qlcVt know if he was going to 

approach and use the chart, your Honor. 1 was just asking 

permission to go to that side of the room. 

THE COURTS You can move wherever you want to 

make sure you can see what's going ca. 

MR. HEBERTA Thank YOU, 
MIL BOBROW: Thank you. 
BY MR. BOBROW: 

Q. And, Dr. Goldberg, in your view, Is there any 
substantial difference between this language here, this 
not incontact with the body structure language, in 
Claim 1- 

MR.HE3ERT: Objection. This b the issue I 

raised 

THE COURT; Yes. 

MR. REBESTi This is that issue I raised, your 
Honor, that I thought they - 

TOECOUR* Okay. lfit'sgca^ to be raised - 
at this point, then there will be reerosa on this issue, 
because it's not appropriate to - 1 mean, Vm not Quite 
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THE COURT: Thank you. 
THE WITNESS; The easier issue is the Issue of 

3 the return electrode, because there is definitely only oce. 

4 The question becomes, given the fact that the inner 

5 portion moves up tod down, back and forth, right side and 

6 outside, and the fact that it can be at times separate 
from die other portion as to whether or not it represents 
one or two. 

So there's a question as to whether or not 
it's one or two and there are many systems where we have 
electrodes that sometimes am very dose together toat 
function. 

MR BOBROW: Ttank you, I>r. Gokibcrg. Yoo 
14 can re-take die stand 

(At this point the witness then resumed the 
witness stand) 

VI BY MR. BOBROW: 

Q. Now, Fm putting utaDc^ 

19 Cairn 1 of the *592 patent, which you were asked questions 

20 about last Friday. 

21 Do you recall that? 

22 A. I remember that, sir. 

23 Q. And there has been a fair anxwnttf discussion 

24 about the iangua&emtliadarr^ 

25 electrode is not in contact with the body structure. 
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sure — 

MR.HEBERT: Rwas — 

MR. BOBROW: Your Honor, I believe that it was 
raised - the issue of tissue contact was cJearryraised 
rn the cTP$s*eyflminatf O?v 

THE COURT: Of course, it was. It's one of 
the claim elements. 

MR. BOBROW: Right So now I'd like to ask Dr. 
Goldberg about that language and whether the use of the 
Saphyre is msubstantialry different. r 

THE COURT: AH right 

MR. HEBERT: They had that burden. They didn't 
introduce — 

THE COURT: All right 1 think, you know, I 
hate to let the jury go, but I think this was an issue 
that - this is an issue we need to address and I don't 
nice sidebars, so Vm going to let the jury step out for 
a few minutes while we discuss the issue. 

(At this point the jury was excused for a 
short recess and the following occurred without the 
presence of the jury.) 

THE COURT: And I need the transcript that, Mr. 
Bobrow, you referred to. 

Dr. Goldberg, you may step down. 
THE WITNESS: Thank you, ma'am. 
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1 (Witness temporality excused). 

2 MR. HEBERT: Could the doctor be excluded from 

3 (be courtroom for this? 

4 THE COURT: Yes, please. 

5 (At this point Dr. Goldberg then icR the 

6 courtroom.) 

7 the COURT. I can't believe I asked you to 

S save your doctrine of equivalents argument for redirect 

9 MR. HEBERT: There's nothing in it We 

10 checked There's nothing in there about that 

11 THE COURT: All right 

12 (Pause.) 

13 MIL BOBROW; Your Honor, may I address the 

14 issue? 

15 the court: Yes, you may. 

16 MR.BOBR0W: Thank YOU. 

17 I'm looking at Page 430 of the transcript 

IS This was from the proceedings on Friday. And I was asking 

19 Dr. Goldberg about Claim 4 of the '592 patent, which had a 

20 limitation in it about delivering fluid 

21 It vas my understanding from the reports and 

22 everything else in the case that Smith & Nephew was 

23 arguing that that hmitation was not satisfied Dr. 

24 Goldberg said it was and I was going to ask him some 

25 questions about the doctrine of equivalents and whether 



_ 1135 

doctrine of equivalents not addressed or raised anywhere 
in this transcript, I stay completely away from the fluid 
supply stuff on my cross of Dr. Goldberg. I didn't ask a 
single question about that So it's well beyond the scope 
of my cross as wett. 

THE COURTS Mr. Bobrow, I think you rnissed the 
boat on thai 

MR. BOBROW: Your Honor, I wasn't intending to 
ask questions about system. On this point he was asked 
about not ra contact and I would tike to ask Dr. Goldberg 
for his opinions on whether or not that's substantially 
the same or different 

THE COURT: But the doctrine — infringement 
b your burden. There was - you should have brought that 
up on your direct examination, literal infringement, 
doctrine - bfringement by equivalents. 

You don t wait for redirect to do your doctrine 
of equivalents examination. You just don't do it I just 
don't understand how you could dunk that's appropriate. 

I mean, you had- *o~ 

MR. BOBROW: Your Honor, again, the reason 
was that I understood you to ask me to be moving on from 
that subject and mat I would cover it in redirect^ 

THE COURTS Well, that subject was one v 
particular claim and one particular limitation. It wasn't 
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1 or not the delivering limits tioo was met by equivalents. 

2 Ami at that point, Mr* Hcfccrt objected and you 

3 taid tot yon weren't sue where flu* was going and we're 

4 interested in his opinion because I had basically said you 

5 were mre of Smith & Nephew's argument about this and how 

6 fluid wasn't delivered. 

7 And then you said, well, it could be that we 

8 Deed to wait untol redirect for you to cover that ground, 

9 make sore Smith & Nephew covers it Why don't we do that 
10 thecoukr That was Claim 4; right? 

U MR. BOBROWs Yet. 

12 tub court. And we're talking about Claim 1? 

13 MR.BOBROW: Bight I bad understood that 

14 your Honor had wanted me to address &e issues in redirect 

15 mat Smith & Nephew actually covered with Dr. Goldberg in 

17 the court, how, that's ridiculous. I mean, 

18 it's your burden to prove intnagernent, either literally 

19 or by Ac doctrine of equivalents. You don't wait for 

20 redirect to present a major psrt of your case 

21 Now, if you misundcrsiood me - aod I can't 

22 befceve that you did - ihaTa rme, but to there wifl 

23 be rccross on mat issue aod there will be no rccross. 

24 I don't know whore we're going. 

25 MR. BEBERT. Ycrar Kooor, oot only is the 
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! the limitation we're talking about 

2 MR. BOBROW: Yes. But iT I had come back and 

3 then said to Dr. Goldberg that be - was he aware that 

4 Smith & Nephew was arguing that there was no m contact 

5 limitation, Pm sure I would have faced the same issue 

6 THE COURTS Iroean this just makes nosers 

7 tome. TbatfcrxnsensicalarjdlCT 

8 could interpret that issue in such a brood fashion. 

9 It's always your burden to prove equivalents 

10 and I didn't think that that_ . 

11 Was equivalents covered in his report? r 

12 MR. BOBROW: Yes, it was, your Honor. 

13 MR. HEBERTi there were certain — there were 

14 many limitations la which it wasn't There are some, I 

15 believe, in which it was. 

16 THE COURT* Well, let's see if this one 

IT specifically was. But there will be recross; because this 

18 Is not the way you conduct your examination on issues for 

19 which you have the burden of proof. Yea do not wait for 

20 redirect Aid tfyeu had any doubts abo^ 

21 have addressed it 

22 MR. HEBEJCTi Okay. Which claim docs he want 

23 to ask about? 

24 THE COURT: t lake it Claim I, second 

25 limitatioa Is that what we're talking about? '592 patent 
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MR. BOBROW: '592 patent 
(Pause.) 

MR. HEBERT: Is this the second limitation? 
THE COURT: Well, it's the in contact with 
limitation, 
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MR. BOBROW: Your Honor, in Dr. Goldocrg'f 
report, at the beginning of the report, bo outlines Ms 
opinions both literally end uwfw the doctrine of 
equivalents. 

Then, when this issue was raised more 
specifically in connection with the motion practice in 
this m atter, Dt Goldberg submitted a cfcclaration to (he 
Court Tnat declaration was subnutted on March 18, 2003. 
And then that - and in that declaration be did addbtss 
this issue of the whole question under Claim 47 of die 
•536 patent, Claim 1 of the '592 and Claim 23 of me 
'592, about all of this language, about doc in contact and 
spaced away sod the like. 

And at that time he eid offer an opinion on 
the subject of equivalents. 

THE COURT; But that was alter discovery. 
There was no examination of him on that iss uer a 
declaration for summary judgment is not the same as having 
it in his report and subject to deposition and cross* 
examination. So if you arc telling me tint it wasn't 
addressed through the aiscovery process, then I'm tdling 
you it's certainly oot appropriate for rwfirect 

MIL BOBROW: Your Honor, as I mentioned, there 
is a discussion in his report about equivalents and 
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1 mfnngemcnt of these claims under the doctrine of 

2 equivalents. 

3 MR. HEBERT: R's just infringement of doctrine 

4 of equivalents, A whole fist of claims. 

5 THE COURT: There's got to be an analysis. 

6 There has to rjeiaariary^ 

7 doctrine of equivalents, somcthmg specific to thb daim 

8 He camiotju^ say ^s infringed 

9 doctrine of equivalents. That is ineaningless, or it»$ 

10 cov^brnso^sitioa I mean as long as it's covered 

11 ino^very.Iamr^-Pmnotfcwy.butlwill 

12 allow it on redirect 

MR. bobrow: Vour Honor, he was cross-examined 

14 on this and with respect to this limitation about 

15 positioning the return electrode that's not in contact 

16 with the body structure end the like, he <k« say, 

17 nonetheless; return electrode meets Smith & Nephew's 

18 cWmitfon literally and cquivakntly because ifs 

19 connecte d to proximal power source by an ted vidua! 



insulating conductor and the like He does talk about 

the return electrode. 

MR. HEBERT is that in his deposition? * 
THE COURT: I guess you need to identify that 
MR. BOBROW: This ts Paga 38 of his report 
He also says in the report, relating to that 
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specific limitation, that a person having ordinary skill 

2 would understand during surgery the electrode would 

3 occasionally come in contact with the tissue and that 

4 Srmrh& Nephew rceogmn^ 
4 MR.HE&BK The first reference that Mr. 

Bobrow raised was with regard to what a return electrode 
is. Hecfidsaymatwewere-ifheoldsaywearer^ 
on what a return electrode is, he minks it's equivalent 
That's not what we're talking about That's not the 
oifinrtion of return decAode, 



THE COTOD i need to look at the report 
Is there something ebe you want to address 
win^T> # 0 o ( < s^ v ^||^ a |^ R p^ v ^ | ^ - 

we just keep the jury out until I look at the report and 
any deposition testhnony ttiat covers the issue? 

MR. bobrow: Your Honor, this b the issue 
that I wanted to cover with Dr. Goldberg. I can hand up 

18 the report, if youMOoe. 

19 THE COURT All right 

20 (Mr. Bobrow handed documents to the Court) 
MR. BOBROW: And there are similar charts for 

toe other claims. Claim 23 of the '592 patent and Claim 
45 and 47 of the '536* patent 

THE COURT* well, the only claim mat was 
ad&T^mcxoss was this claim; right? 
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1 Mit BOBROW: Well, I believe that the whole 

2 subject of tissue contact by the return electrode was 

3 covered In cross-examination, 

4 MR. HEBERT: But that's just this dum. 

5 MR. BOBROW: Ho. I think there are other 

6 claims. One of thcra turns about the return being spaced 

7 away. 

& THE COURT: WeU\ are you going to go through 

9 all those other claims or just this claim? I want to 

10 know what the ~ what you intend the scope of your 

11 redirect to be. 

12 MR. BOBROW: claim 1 of the '592 patent and 

13 the language about not in contact Claim 23 and the 

14 language about it being spaced away from the tissue; 

15 return being spaced away. And Oaun 47 t which talks 

16 about mmlimrfng tissue contact 

17 THE COURT. WimaU the paper I have 

IE MR. KEBEim I didn't ask any question* about 

19 spacing away or minimizing. 

29 THE COURT; All ngNC oO me Oujct two are 

21 out anyway. 

22 AH right 

23 MR. BOBROW: But, your Honor, that is Ac same 

24 issue. YoaJnterpreted the claim language for spaced away 

25 and ttec4hatK)t fa contact to U the same. That was why 


Page 1143 

1 it 

2 MR. HEBERT: The conchtsory part, your Honor, 

3 ts onpagae21. 

4 THE COURT: It's hardly at the beginning of the 

5 report. 

6 MR. HEBERT: It's a description of what's going 

7 on. 

8 THE COURT: T ve just glanced at it 

9 MR. HEBERT: It's just a summary of the claims. 

10 (Pause.) 

11 THE COURT: Anything in the deposition you've 

12 found? 

13 MR. HEBERT: I believe the deposition was 

14 primarily — 

15 THE COURT; What's that? 

15 MR. HEBERT: i believe that the deposition - 

17 my best recollection, your Honor, is that the deposition 

18 related primarily to invalidity issues. 

19 THE COURT: All right I'm going to take 

frv& minutes And T will harlr with a AttitiflD 

aV 11 "v llUUVIlv* «U1U A nUl Vv VflUk Willi *» UMMUk 

21 (Short recess taken.) 

22 * * • 
23 

24 
25 
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t I was going to go through the other claims. 

2 THE COURT: But you are talking about the scope 

3 oftrjeooss. Ycarnadeadecisi(»to 

4 wrongly, and so at the very least, the scope of your 

5 redirect is confined to the senpec^ the crest. 

6 So that's what I said and that's what 1 mean, 

7 (Pause.) 

8 THE COURT* Okay. Well, this claim language; 

9 I mean this explanation of claim language has nothing to 

10 ck>,<toesnc* mention the docfrm^ 

11 not quite sure where that gets ma 

12 (Pause.) 

13 THE COURT: So, really, these claim chart things 

14 arc his opinion? 

15 MR. BOBROW: Your Honor, he gives a summary of 

16 his opinion at the beginning and then he goes through the 

17 details of mat analysts. 

1$ mil HEBERTi The summary is just a condusocy 
19 part 

21 part What page on his report is that? 

22 MR. BOBROW: Your Honor, you have my copy. I 

23 might be abk to Tind it fee yoa 

24 THE COURT: oh. Wed, I don't have the energy 

25 to band tins heavy rhing back to you, so someone else find 
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1 

2 (Court resumed after the recess, and the 

3 following occurred without the presence of the jury.) 
4 

5 THE COURTt (toy. What I've decided is that 

6 iflhad-if ft had been approach if I had been 

7 approached, I probably would not have let this evidence 

8 on direct because, as far as I'm concerned, the 

9 equivalence analysis in the expert report was totally 

10 lacking. An analysis is not, it infringes by the doctrine 

11 of equivalents. That's not an ar^ropriate analysis and it 

12 wasn't addressed in the deposition -fa discovery. 

13 So given the fact that it was - would have 

14 been inappropriately admitted in direct it's certainly 

15 bappTopriatc to admit it in recHrect So the evidence 

16 bout We may take that down. 

17 And if you have any other questions for Dr. A 

18 Goldberg yon may bring him in. Otherwise, we can Just 

19 end his testirnorry right now. 

20 MR. BOBROW: That's what we'll do, your Honor. 

21 THE COURT. AH right 

22 (Witness excused) 
23 

24 MS. BOYD: your Horw ~ Pm sorry. Wbilctfac 

25 jury is cut, the next thing that we were plarming to do 
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Question: What do you recall m that regard? 
•Answer Samples were submitted. 
•Question: What was done with the samples? 
•Answer: I oWt have specific uaforrnation on 



•Question: Doyouknowif they were given to 
the engineers within SAN for purposes of testing or 
evaluation? 

•Answer I know that I received them and I 
gwtrtcmtoeiiginccring. - 

MS. MCOBS^OUMH: Thank you, tones and 



I 20 
121 

J 22 

23 

I 24 
125 



(Pause.) 

M*. JOHNSTW: Your Honor, before we begin 
reading, we have to clarify thai one issue we brought up 
during a break. 

THE COURTi Yes; And 1 believe it is 
appropriate as a phrase and it's a person ofonfinaryskilt 
rathe art It's not really a patent mterprctation issue 
as far as I'm concerned, to it can go in. 

MX. JOHNSTON: Thank you, your Honor. 

MJLMARSDOf. Your Honor, one other issue. 
The evidence has been coming in in bits and pieces. To 
the ex tent that was the close of plaintiffs evidence, 
we'd move under Rule 50. 



Page 1162 

the cram All right Well, I reserve 
| 2 judgment on that 

3 All right We have more depositions to be 

4 read by Smith A Nephew now? 

5 MILJOHNSTOt Yea, your Hoocc. 

* THECOOKH All right 
' MR.JOHNSTOH: Good afternoon 

* We're going to read in our last deposition 
I 9 today. We would be reamng in the deposition testimony 
110 ofDr.ffimThanlr^ 

insmtarrfafounderofArthroCare. 

Hdpmg me today is my colleague, E J. 
Joswkfc. 

MR. JOHNSTON: -Question: Tdl me about the 
first of those exrxriincnts that you <&£ 

•Answer I rernemba getting a rniniscus from 
|l? the slaughterhouse* which is actually in Los Bancs 
|18 (phonetic). So I drove three hours with my family to got 
|19 it came back home I was a cow miniscus and then 

120 energbedthe -a prototype I bad made. And then csed 

121 the electrode against the miniscus tissue. And then I 
J22 could observe that it was, in fact, removing 

tissue in 

23 that early ejoperiment. 

24 •Question: How was that fwototype that yoo 
[23 made configured? 
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•Answer 1 believe it was just one wire, which 
was insulated. A single wire, single dectrodc. And then 
it was connected to a po wer supply, rf powa stmpjy and I 
had the return electrode sitting fo 
saline where miniscus tissue was. 

•Question: The bath of saline, was that a 
beaker or a <fi$h? 



A. It was a dish. 
Q. Ukeapetridsh. 

A. Yeah. I think you conk) call it a petricfish. It was 
a fairly large (fish. 

1 3 Q. What shape was the return electrode? 

14 A. Tbe return electrode was aluminum, a piece of 

15 drnninumfolc^in^ 

16 attached to It and connected to the Bf powers^ 

19 
20 
*1 

n 

23 
24 
25 
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•Question: Do you know, in that experiinent were 
yon using a sme wave? 

•Answer I believe it was a sine wave, yes.. 
•Question: Da you know what voltage or voltages 
6 you applied? 

•Answer My recollection is they were like 60, 
SO, 100 volts, ems value. 

•Question: Okay. And the return ctonxfc, 
10 was that at the hotter of me Ash? ^ 

•Answer Aluminum foiL Yes. It would sink to 
the bottom. 

"Question: Okay. Was the cow rniniscus on top 

14 of that? 

•Answer No. It was not on top of the 

16 miniscus; The rniniscus was on die side of the dish, Then 

17 in the middle or sort of to the 

18 And then I was using the c!c^^ 

19 on the cow mmiscus. 1 was using the electrode to affect ' 

20 the tissue of the cow miniscus. 
•Question: So the return dectnxle, if 1 

understand you conccdy, was on one side of the dish, 

23 and the cow rniniscus was on the other side of the dish? 

24 'Answer Next to die return electrode, 
"Question: Next to ft? Were they contacting 
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1 "Question: Were there any differences between 

2 that prototype and the one that you used in your first 

3 experiment? 

4 /Answer Essentially none 

5 •Question: Were you surprised by the glow? 

6 "Answer: Na I would not say I was surprised 

7 •Question: Okay. 

8 "Answer Observation. 

9 "Question: Okay. Why weren't you surprised? 

10 "Answer: I don't know why I was not surprised. 

11 "Question: Did you expect inform see a glow? 

12 •Answer: We knew that clcctrosurgery erodes 

13 an arc and when we 6a w the glow, we thought it was some 

14 form of - some manifestation of the arc phenomenon. 

15 "Question: What is a manifestation of the 

16 arc phenomenon? 

17 "Answer. That's what I would expect to see 

18 in electrosurgery. 

19 "Question: The glow that you saw, was it a 

*V HUM M wWHW Ul UJC CU v JMrUVUMJW I 

21 "Answer You asked me earlier what the 

22 expectation was. That was the expectation. Whether the 

23 glow was itself manifestation, I do not know. At that time 

24 I did not Imow. 

25 "Question: Well, what is your answer today? 
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t electrode against the tissue. So 1 did not look for it 

2 1 did not see it 

3 -Question: Were bubbles produced this time 

4 when you saw the glow? 

5 •Answer Yes, they were, 

6 "Question: Tnen I guess I don't unoerstand 

7 your answer. Why did you see the glow this time and not 

8 see it any other time before? • 

9 "Answer Yes. I'll be happy to explain that 

10 "Question: Okay. 

11 "Answer In order to see the action of the 

12 dectrodc on the tissue, someone, I do not recall who, was 

13 moving the bubbles away from the fidd of view so then you 

14 could see what was being done with the dectrode against 

15 tissue. And that's when we saw the glow. 

15 "Question: I will represent to you, this is - 

17 this exhibit, DTX-521.is the file wrapper of the Roc* 

18 % m patent that we're looking at 

19 "Okay. If you could turn, please, to its - 

*v wojfxX* iuu muo us mo way inrougn mil, u S B page 

21 that has got number on the bottom right SNKJ70*. . 

22 "Answer I have it" 

23 M*. JOHNSTON: ! move the admission of. 

24 DTX-WL 

25 MS.MCX®S-LOUDEIfc Wodnectiort 
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1 "Answer Answer is it is very different than 

2 the couTentional arc of ekctrosurgery. 

3 •Question: Okay. In what way bit clffereut? 

4 "Answer It's my understanding - my 

5 understanding is that it is formed in saline me&um. It 

6 is formed at kwer voltages and k contains photons, 

7 ionized species and dectrons and it's in a vapor state. 

8 "Question: So is the — so your answer to 

9 the question is ccnventional arc, ckctrosurgical capable 

10 of being formed in a saline raednim is no? 

11 "Answer Myenderstancfingof that phenomenon 

12 is that conventional arc, I would — I've personally not 

13 seen a conventional arc in saline, I have seen 

14 conventional arc in a medium, another medium, but not in 

15 saline, 

16 "Question: Well, do you have any reason to 

17 think that a conventional arc is not being capable of 
IS being formed in saline? 

19 "Answer Weil, based on physics, if you havo 

20 high enough voltage, you can always create an arc 

21 "Question: Why do you think you hadn t 

22 observed a glow with your apparatus before mat time? 

23 "Answer As I explained, answered mis 

24 question earlier is, when I <fid the experiment, a lot of 

25 bubbles were created, so I could not see the tip of the 
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1 THE COURTS Thankyou, 

2 *** (Defendant*! Exhibit No, 321 was received into 

3 evidence.) 

4 MR, JOHNSTON: "t^uestiou; Okay. If you could 

5 direct your attention to the first full paragraph that 

6 starts ctf. Thirdly-. 

7 •Answer Correct 

g "Question: If yon could read that paragraph 

9 to yourself, please, and tell me when you* re done-. 

10 "Answer Yes, IN* read it 

11 "Question: Qkay. And do you understand 'that 

12 the fluid that would conduct electrical arret* just as 

13 tissue fluid and tissue of the human body is an electrically 

14 conducting fluid? 

15 "Answer It says the washing fluid would 

16 conduct dectrical current just as the tissue fluid and the 

17 tissue itself of the hmnan body. That's what I understand 

18 if s saying. That's what k say*. 

19 "So because I do not sec any discussion of 

20 electrically conducting Begad. 

21 "Question: Would that washing fluid be 

22 conducting fluid? 

23 •Answer Ifs wnducdiujekxtricity, so 

24 Pm still undcar what you mean by electrically 

25 conducting flnid Asl said earlier, virtually any fluid 
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1 can be electrically conducting. 

2 "Question: Based on your understanding of 

3 the term electrically conducting fluid, is the washing 

4 fluid thafs described here an electrically conducting 

5 fluid? 

6 "Answer In the context of what I said 

7 earlier, yes, it wodd be dec^^ fluid, 

8 meaning a fluid that conducts electricity. 

9 "Question: The ArthroCarc System 970, do 

10 think of those ArthroWands have more than one active 

11 electrode? 

12 •Answer Yes; they do! 

13 "Question: Do any of them have only a single 

14 active electrode? 

15 "Answer: My recollection is when wc released 

16 the 970, it <fidnot have a single electnxfe device. 

17 "Question: Okay. At any point in tiros, <fid 

18 you - was there an ArthroWand for us© with the ArthroCarc 

19 970 that had only a single active electrode? 

20 "Answer: I do not know the answer. 

21 "Question: How about for the 980? 

22 "Answer I do not know the answer. 

23 "Question; Okay. Why do afl the ArthroWands 

24 that you know of have more than one active electrode? 

25 "Answer We believed that the multi-electrode 
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1 •Question: If you could turn, please, to Tab 

2 10 of DTX-m-B. rro sorry. Tab 14. 

3 "Answer 14. 

4 •Question: Do you recognize this? 

5 -Answer Yes, 1 rccognuc it 

6 •Question: What is it? 

7 'Answer It looks like a note from me to Phil. 

8 •Question: And what does it describe? 

9 "Answer It describes a number of things: 

10 Experimental setup, some actual experimental results and 

11 a scheme to provide power to individual electrodes. 

12 "Question: Is this an experimental setup that 

13 you created? 

14 "Answer Yes,I<fid 

15 "Question: And where did you do this? 

16 "Answer This, at that time, was done - we 

17 had rented offices in Los Altos. It was donemthat 

18 oflice," 

19 Mi JOHNSTON: Tour Honor, I move the admission 
jfi u& t/i A-jfo-tj into evidence. 

21 MS. ttCOBS-LOUDEH: NO Ejections. 

22 THECOURTi Thank you. 

23 T* (Defendant's Exhibit No. 376-B was received 

24 into evidence.) 

25 MR.x>KN5TOH: •Question: Okay. Did you work- 
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1 system would be more effective and more practical to perform 

2 surgery; 

3 "Question: Than a single electrode system? 

4 "Answer Correct 

5 •Question: Andwhy Is that? 

6 "Answer E mainly pertains to the sac A 

7 single electrode Is a small, tiny electrode and would 

8 be ~ would be there forever trying to create surgery. 

9 So you would use a bench of those single 

10 electrodes, a bundle of those so it will cover a larger 

11 area in the tissue, and thereby perform surgery more 

12 effectively. 

13 "Question: Why couldn't you just makethe 

14 single electrode bigger? 

15 "Answer I suppose you could, but then the 

16 voltage and power and cmcniie^nuxtnenl would be wry 

17 different and in my view, it could be impractical to 

18 buHd that kind of system. 

19 "Question: Okay. I understood you to say 

20 that you considered it impractical to make a device with 

21 a singk active dec^roofeb 

22 vvouldhavcwbcvcryhigh- 

23 "Answer Yes, I old say that It was b the 

24 context of performing equivakatly to a inulti^lectrode 
25. device. 
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1 with anyone else to make this experimental setup? 

2 "Answer No, 1 did not 

3 "Question: Okay. Was this different from 

4 very fust experiment setup that you had? 

5 "Answer You're referring to the figure on 

6 page- 

7 "Question: Tbafs right 

8 "Answer 303067 

9 "Question: Well, the experimental setup 

10 desaibcdmTabl4ofthb«d*k r 

11 "Answer Yes. 

12 "Question: Is it different from the very 

13 fnst experimental setup that yon made to ablate tissue? 

14 "Answer, It is different than the very first 

15 one I did, yes. 

16 "Question: Okay. How is mis different from 

17 the very first experimental setup that you had? 4 

18 "Answer The main difference is that mis is 

19 muJti^lec^rode setup and my initial experiment was a 

20 single electrode. 

21 "Question: Wlrayousaynrohrcfecm^ 

22 mean multiple active electrodes; is that right? 

23 "Answer Correct Multiple active electrodes. 

24 "Question: Were there any other differences 

25 between this setup and the very first experimental setup 
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v*re used in angioplasty means have the purpose and 
function of limiting current to each electrode. 
Similarly, that need was seen in arthroscopy applications, 
so we just used the idea because the cod need was similar. 
•Question: And what is that end need? 
■ Answer: The end need in angioplasty 
application is to work on the tissue inside the artery. 
S The end need in arthroscopic application is work in the 
tissue of the joint So we arc working on tissues. The 
end need is sunOar, so extending the ballasting idea 
from angioplasty to arthroscopy seemed like the extension, 
the natural extension.* 

MR. JOHNSTON: That rs all we have. Thank 
14 you very much, ladies and gentlemen, 

THE COURT: Ail right Indies and gentlemen, 
let's take a 15-mraute afternoon break and then vre'U 
conclude with whatever testimony that counsel have 
(At this point the jury was excused for a short 

recess.) 

the COURT: All right 15 minutes. 
(Short rec ess taken.) 
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DEFENDAKTS TESTIMONY CONTINUED 
- KENHETO BOYLE TAYLOR, having 

been duly sworn as a witness, was examined 

and testified as follows 

MR.MARSD&* ladies and gerrtlcmen of the jury, 
Dr. Taylor is not a medical doctor, but he has a FLD. in 
Monacal crtgfreering. We are calling him as an expert 
in the design and use of clectrosur^<^ systems. He will 
be offering opinions on the issues of mfringemcnt and 
bva&fity and he'll be explaining the basis for his 



DIRECT EXAMZKAHON 
BYM&MAJtSDEH: 
Q. Good afternoon, Dr. Taylor. 
A. Good afternoon. 

Q. Could you introduce yourself to the jury, please? 
A. Sure HL High name is Ken Taylor. Good to meet 
youaJL 

Q. Dr. Taylor; where d> you Uve7 
A. I live in Broomfidd, Colorado. 
Q. Axe you married? 
A. Yes, I am. 

Q. Do yoo have any children? 
A. I have one son. 

Q. How long have yoo been married? . 
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(Court resumed alter the recess.) 



THE COURT Can we bring our jury in? 
MfcMAftSDBfc rm not sure what your jmtference 
is in admitting the exhibits outside the jury or outside 
the presence of the jury or in front of the jury. I moved 
some exhibits that Mr. Btumenfdd didn * have an 
opportunity to review. He has reviewed them and does 
not have an objection. 

THECOUKfc Let's bring the jury in because if 
we're going to finish early, this is a icog dsy for them 
and we can do that at the end of the day. 

MR. MAJtSDEtt We can do that outside the 
presence of the jury? 

THE COURT; Yes. I don't think your reading 
17 off number* is going to make a big impression on them. 
(At this point the jury entered the courtroom 
and took thesr seats m the box.) 
the COURT* Mr. Marsden? 
MR. MAXSDEN: Thank you, your Honor. 
Ladies and gentlemen of the jury, we next call 
Dr. Kenneth B. Taylor. 



ih 



A. I've been married 30 years. 
Q. How old is your son? 
A. He^W. 

Q. Do yoo have any experience or training in 
tlectrosunjery? 
A. Oacm^htsay sovyes, 
Q. Have you prepared a resume that outlines your 
ed uc at io na l and work experience? 
A. Yes, I have. 
10 Q. Could I ask you to turn to 
that you have in front of you7 
A. Yes. 

Q. Docs that show your experience or training in 
clectrosurgcry? 
A. Yes, it does. 

Q. Can you describe your educational background for the 

17 jury? * 

18 A. Sure. I have a B.S. in electrical engineering from 

19 the University of Co^ 1 have a Master's degree 

20 in bk)medkal engineering as well as a PhJX in biomedical 
engmecring, also from the University of Connecticut 
And I have an MBA from Rermselear Polytechnic Institute. 

23 Q. Did you work while your were rairsiiing your graduate 

24 degrees? 

25 A. Yes, Once I got my BS. degree, I worked 
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A. It doesn't infringe because it doesn't have four 
electrodes. 

Q. How many electrodes does it have? 
A. It has two. 

Q. Again, using the same assumption about the 

6 certificate of correction, have you reached a condusioo 

7 as to whether the Control rf product infringes Claims 17 
and 54 of the *882 patent? 
A. Yes, I have 
Q. What is that opinion? 
A. That it does not infringe 
Q. Why not? . 

A- It only has two electrodes instead of the four 

14 required by the patent, or the daim. 

15 Q. Okay. I think we're ready to move on to the *592 

16 patent. 

17 A. All right 

18 Q. Can you describe briefly for the Jury what the '592 

19 patent is about? 

20 A. Once again, the - the '592 patent is a method 

21 patent If$ a - basically, a patent that describes the 

22 process for doing semjetrung. And it's a method patents 

23 applying electrical energy to a target rite on the body 

24 while you're spacing away or not allowing the contact, 

25 the return efcen^ to die bo<ty. 
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BY MIL MARSDEN: 

Q. Can you tdl the jury which daims of the '592 
patent are asserted against o« Sndth & Neplw products? 
A. Well, there are two sets of claims One set is 
shown here on the rigfu, right-hand ride, which are 
Claims 3,4J1 and 21. And as shown here, they're all 
dependent on Claim I. 

Q. Okay. Now, in this case, has ArthroCare also 
assent dKmcfcpendcnt Claim 1? • 
A. I doat believe so. 
Q. AU right 

A. ! could be wrong. I have to admit, there have been 
so many daim changes during the course of this particular 
case thatifs hard to keep track. 
Q. Okay. In any event, as you know frcro Ae testimooy 
on the *m and the '536, you need to IcokatOaimlm , 
anyevem; correct? 
A. Fight You do. 

Q. All right And have you reviewed Claim 1 and the 
dependent claims? First of all, can you tell the jury 
agamlwwyoukr«)waaims3, 4,11 and 2 1 are dependent 
claims? 

A* Once again, they start otT with the method of Claim 
!mbomaaims3,4, 11 and 21. 
Q. And how dkl you go abort analyzi^ & 
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1 Q. I'm sorry. Before I launch into the '592, 1 dd 1 

2 wanttoaskyoaencotrjercru^ 2 

3 Dr. Goldberg arspute that the Saphyre and the Control RF 3 

4 have only two deccrodes? 4 
A. I oWt believe so, no. 5 
Q. So that your real dspute over the '882 patent in 6 
infringement is over whether or not the certificate of 7 

8 correction is valid or not? 3 

A. That's correct 9 

10 Q. And if it is valid, then it would require only two; 10 

is that right? n 

A. Yes. However, there is, I think there's an issue m 12 

that Iffconlybastwc^tl^tbe^ « 

14 . other products mat inJringei 14 

15 Q. Okay, Well, well talk about that when we getto 15 
the mvafic^ portion of the cast is 
A. Okay. 17 

18 Q. Probably tomorrow, at the pace we're going. ig 

Let*s turn back now to the f 592 patent 19 

Have you prepared a slide to assist you in 20 

e xpl a inin g to the jury me opinions you've reached on 21 

the '592 patent? n 

A. Yes, I have. 23 

MR. MARS DEN: Could WC call up DDTX-450, please? 24 
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Nephew's products infringed any of these asserted claims? 
A. Once again, I started off with the independent 
daim and looked at whether or not the Smith & NqAcw 
pnxmefcrneet all of the der^ 
Claim I and It does not or they do not 
Q. What element did they not meet? 
A. They do not meet the highlighted dement, which is 
pos&Vmmg a return electrode within the electrically 
conducting fluid such me return dectrocfe is not 
u contact with the bedy structure, r ' 

Q. Didycu also consider the Court's daim eenstroottoo 
in evatoatmg whether or not the '592 patent is infringed? 
A. Yes, I did. 

MR.MARSDEH: Gary, can we call up the Court's 
daim construction, please, and specifically the Court's 
claim construction of these terms. And that's TTXr&S at" 
Paragn^4,IbdicTe, 4 
BYM&MARSDEHc 

Q. Did you use the Court ■ s ocfinitioo as set forth bere 
in nx-975 in determrnmg whether or not the accused 
products inlringe the '592 patent? 
A. Yes, I (fid. And basically I looked at the 
highlighted sentence there: Oaim Umhation. The return 
dectrode ts not to contact with the body structure is 
dear - the return electrode is not to contact the body 
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at all during the pcrfonxiance of the claimed method 1 

And my interpretation and analysis would 2 

indicate that the products in suit here do contact Ac 3 

body during the course of Ac claim method 4 

Q. How did you determine that? 5 

A. Based on the video, actually, based on ray own 6 

7 personal experience, but also on the videos, training 7 

8 videos that were produced to me. g 

9 Q. What do you mean by your own personal experience? 9 

0 A. Well, I had the opportunity to play with, 1 shouldn't 10 

1 say pray - for an engineer, it's play, fcperirnents with U 
12 the cadaver shoulders at Smith Sc Nephew and had an 12 

opportunity to use the devices in a cadaver shoul dcr, and 13 

14 it was obvious that it would be very difficult to perform 14 

these procedures without contacting, having the return 15 

electrode contact the body structures at some point 16 

during the course of the procedure. 17 

18 Q. Did yc*alsoicview videos that Smith & Nephew has 18 

19 prepared to tram its sales force? 19 
A. Yes, 1 did I looked at the training videos and 20 
those training videos actually are conducted by people 21 
that know what they're domgm terms of arthroscopy. 22 
And there - it was obvious that during the course of 23 
those training videos, that the return ekctrode was 24 
wa^^^^ae^u^^ewm^i^^oim. 25 
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tfae jury what we're seeing. 
A. (May. 

(Pause.) 

([Video played.) 

THE WITNESS: what you can see here i* the 
Control RF, the active electrode is somewhat buried in 
the tissue, but the return electrode is obviously 
touching - touching tissue at various points during the 
procedure. Actually, it r s obscured bete, but- is 
essence, the return electrode is contacting tissue during 
a targe portion of As procedure, right there indicating). 

MR.MARSDEN: Could I approach, your Honor? 

THE COURT: Yes, you may, 
BYMR.MARSDBN: 

Q. Let me hand you, Dr. Taylor, the Control RF product 

that was marked earlier in this case. I wonder if you 

codd icroind the jury wh^ 

that device (handing exhibit to the witness). 

A. Sure. A little difficult to sec, but the tip of my 

finger is the start of the return electrode and it extends 

up to the tip of this white structure here (^creating). 

Soft's a fairly large elects 

dectrodes, which arc very tiny. 

Q. Oby. 

MR.MARSDEM: You can stop the video. Thank 
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Q. Now, I believe through the course of the trial we've 
actually seen several of those videos and I believe we've 
already seen videos of the Saphyre and the ElectroBlarJe 
in operation. 

Do you recall that? 
A. Yes. I da 

Q. But do you know whether the jury has seen a video 
yet of the Control RF product hi operation? 
A. To my knowledge, they have not 
10 Q. Okay. And did you consider the video or a video of 
the Control RF product in operation in determining whether 
or not there was mfringernent of the claims of the '591 
patent? 
A. Ycs,I<fid 
15 Q. Okay. And do you have a cUp to show die jury? 
A. Yes. 

17 Q. Okay. Was this a video that was prepared again by 

Smith & Nephew to train its sales force on how this 
19 product would be used? 
A. Yes, it was, 
Q. Qfary. 

MJLMARSDEH: Gary, can we play DTX-W7, 

please? 

24 BY MR. MARSOEN: 

Q- Dr. Taylor, if you would go ahead and describe for 



you. 
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MJLMAKSDEN: Your Honor, I move the admission 
of 01x297, the video that was just played. 

MR. BOBROW: NO objection, 

THE COURT* All right Thank you. 
~* • (Defendant's Exhibit No. S97 was received into 
evidence.) 
BY MR. MARSDEN: 

Q. Dr. Taylor, if we can go back to the claims, we 
talked about Claim l and the dependent claims that depend 
from Claim 1; correct? r 
A* Yes. 

Q. Did you r*epare a slide to show the other claims of * 
the '5*2 that are asserted? 
A- Yes, lord 

MR.MAKSDEN: could we call that up, please, 
Gary? Okay. * 

B Y M& MARSOEK: 

Q. And tins is headed ArthroCare also asserts Claims 
23,26, 27, 32 and 42 of the '592 patent; correct? 
A. Trrat's correct 

Q. Okay. Are these claims also asserted against the 

Smith & Kcpbcw Saphyre ElectroBlade and Control RF 

prodocts? 

A Yes, they are. 
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PROCEEDINGS 



(Proceedings commenced in die courtroom, 
beginning at 9:03 ajn_, and the following occurred without 
the presence of the jury.) 

THE COURT: aH light Generally, how I go 
through die jury instructions is baacaWy page by page. 
I wm holier out the page. If there is an objection, a 
correction, a typographical error, whatever, you can holler 
out If I don't hear anything I will assume there is 
nothing to be corrected or changed « ainenoed 

Wc win start with Page 2, the mtroductkm. 

Page 3> the jurors' duties. 

Page 4. evidence defined. 

Page 5, more evidence defined 

Page 6\ consideration of evidence. 

Page 7, circumstantial evidence and direct 
And I have got money out there for sonxoiie who gives me 
a o^flerent example some day, because I am so sick.of 
this example. Think about it 

Page 8, cretfbOity of witnesses. 

Pagc9,mcrcaedibiHty 

Page 10; eqxrt witnesses. 



I ArrtAXAfK£3(Ccat»e<r£ 



WES.OOT3RAL *MA*KS 

»Ti iajcxoiobaow.esq. 

TWOTHT tkUASL ESQ, «rf 



race 1230 



U 



U 



20 



rsh ajucaansoMtJe, 

»Y* *lLIMMlMAfcSDIK.aL.tSQ. 

iznRA.wAtreit.esc>«i4 
0XSXB a. nswKXEsqL 



nsHAuatAjmoM 



»yi KAfcx l leaeR&na, 

" " 30, Mwtvhnwttti) 



nSH*JUCKAWOK 
•Yt KiaTISaMacFZfcJli>tESQ:«4 
JUAJEV I ftOYD, E~ 

<fe4»oo4Cby,C 



10 
11 
12 
13 
14 
15 
1* 
17 
18 
19 
20 
21 
22 



Page 1232 

Page 11, deposition testimony. 

Page 12, number of witnesses. 

Page 13, demonstrative exhibits. 

Page 14, burdens of proof. 

MS. BOYD: Your Honor, Smith & Nephew would 
lilce to request that the last sentence of the paragraph 
regarding clear and convincing evidence be deleted, this 
sentence read this burden remains with Smith & Nephew 
throughout die case, it never changes or shifts to 
AithroCare. . 

This is m edition to the Delaware Model 
Instruction, and wc would ask that it be deleted faiths 
alternative, we would ask that a paiaM statement be 
added to the end of the pre^^ 
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MS. JACOBS-LOUDEfc Your Honor, this is a correct 
statement of me law. We dted ease law for it It has 4 
appeared in other instructiocs before this Court The 
modern rules, of course, haven't been anended sbce 1993. 
So it is not surprising that there would be some additions 
since the 1993 ecSticn. 

But it is what the law is, and we think it is 
a correct statement that would be helpful to the jury. 

the COURT; well, is it not also true that 
your burden on infringement remains with you throughout 
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1 on the merits of the re-examination proceeding is closed 

2 MS. BOYD: Id addition to that claim, 1 
1 believe the following sentence should then read, this 

4 notice is called a notice of intent to issue a 

5 re-examination certificate — I apologize That's not a 

6 necessary change. * 

7 THE COURT: Let me make sure 1 got that one 

8 sentence right A notice is issued at the end of the 

9 proceeding to inform the patent owner and any third- 
10 party requester that prosecution on the merits of the 

re-examination — 

MR. BOBROW: Is closed 
THE COURT: Should it be procedure or 
proceeding? 

MR. BOBROW; Proceeding. 
THE COURT: All right So is there something 

17 else? 

MS. BOYD: There is one other thing. The 

19 closure of the prosecution on the merits is subject to 

20 reopening until the re-exammation certificate is issued 20 

21 And so we either need to make that explanation during 21 

22 the discussion of the N3RC or during the discussion of 22 

23 the re-examination certificate, 23 

24 THE COURT: why does the jury need to know 24 

25 this? Therrhas been little if any evidence on the 25 
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THE COURT: I think what I will do is wait to 
sec what the evidence shows to see how much information 
we need to give to the jury. 

Ms. BOYD: Thank you, your Honor. 

THE COURT: I wul at least make that change. 
We will sec if wc need to make others. 

Certificate of correction, 

MS. JACOBS-LOUDEN: Yes, your Honor. We had a 
few issues with this instruction. 

The first issue is that there is nothing in 
this instruction chat gives the jury guidance as to the 
burden of proof or what standard it should apply m 
reviewing the certificate of correction issue. And that's 
not a self-evident thing. They won't know if it is 
preponderance of the evidence or clear an convincing 
evidence. 

Wc cited in our instruction to the Superior 
Fireplace case at 270 E 3d 1367, which says that it's 
the same standard for patent mvalkfity, which is dear 
aod convincing evidence. 

The second issue that we had is the reference 
here is to whether or not the public can tell from looking 
at the patent We think the relevant standard 
public but - or the relevant public is one skilled in the 
art It's a tautotogy that patent da^ 
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1 re-exam, Has something coming up that I don't know about? 

2 This can't just be lawyer argument I just don't know 
what the jury is going to do with this information. 

MS. BOYD: We anticipate that in ArthroCare's 
invalidity rebuttal case they will be relying heavily on 
fee ic-exanunatioo, and specifically on the feet that a 
re-exam - excuse me, that a nirc has Issued But a 
ic-exarmnnHon certificate has not issued. 

THE COURT: All right Well, in terms of 
the last suggested contmcat, it says if patentability Is 
confirmed, this re-exam certificate will be issued The 
fact that it hasnt been issued in this case - well, I 
13 guess Ijust- 1 don't want to give the jury mfonnation 
that they dont know what to do with. So to tell them 
it's dosed, but it hasn't- but a certificate hasnl 
been opened, I mean, hasn 1 been issued, so there are lots 
of other things that could happen, that is irrelevant to 
what the jury, I think that's irrelevant to what the jury 
is supposed to be dedding. 

MS. BOYD: TO the extent ArthroCarc is arguing 
this is another decision of the Patent Office, it is very 
much an issue for the jury to understand, because it isn't 
yet a decision by the Patent Office, It b only a 

24 preliminary decision. And it's subject to reopening until 

25 that certificate issues. 
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the standpoint of one skilled in the art And the case 
law mat we cited, the Isco case and the Bailey case, 
certainly support that 

I would just note that Smith & Nephew's counsel, 
what they were arguing why Mr. Heim's testirn<«y should be 
I^enmtted, agreed with us. I win just cite from Page $39 
of the trmsoipt, from Wednesday, Ms. Boyd said the 
Superior Fireplace test says that the standard is what a 
person of ordinary skill in die art would read the data 
as, what they know, if there was a correction that needed 
to be made and would they know how to make the correcrioa 

THE COURT: t agree. You can read these things 
and still miss things. I was trying to get something out 
to you, Attrnar^IamnotsureSin^ 
any evidence on this issue, because I didn't let it in. So 
I am not even sure it*s going to be a defense that is going 
to go to the jury. * 

So I certainly think that - left hear from 
Sinith&^hew.assujittngfrs I certainly 

think, I agree that the stant^ the burden of rxoof is 
dear and cenvincing. And I agree that we are looking at 
i t from the perspective of one skilled in the art I 
think that's a correct statement of the law on both counts. 

MS. BOYD: On the burden of proof issue, the 
clear and convincing evidence standard, 1 bd teve, is a 
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1 for inequitable conduct as wdL And this case was 

2 supposed to be done by 3:00, everything. That means in my 

3 mind if you have an inequitable conduct case, the jury 

4 needs to get it well before 3:00. Otherwise, theoretically 

5 you don't have time left 

6 MS. BOYD: Mr. Brumenfeld has proposed or 

7 ArthroCare has proposed to Smith & Nephew that the 

8 inequitable conduct case be addressed while the jury is 

9 deliberating, so that would be, 1 guess, late Friday 

10 morning or carry Friday afternoon, 

11 Will that work with the Court's schedule? 

12 THE COURT: Yes, as long as you are within 

13 your time. Fm not putting in extra time. What I'm doing 

14 is putting in my trial time, which is your trial time. So 

15 you need to work it out And work out, before you put on 
15 and use your last bit of time with these witnesses that 

17 you proposed to put on, you better have a ckarkfcaof 

18 what you want left for inequitable conduct AH right? 

19 Okay. Tbaakycu, counsel 

20 MLBLUMENFEUk YOUrHonor? 

21 THE COURT; Yes. 

22 MR. BtUMEHFELD: Just to make dear, the 16 

23 hours we got I assume includes closing arguinentSL 

24 THE COURT: Yes, it includes everything. And 

25 the mom tirne^ mean it doesn't 
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1 

2 (Court resumed after the recess, and the 

3 fcdlowing occurred without the presence of the jury.) 
4 

5 THE COURT: l did want to note for the record - 

6 before we started that I am going to give Smith & Nephew a , 

7 half-hour beoause,^ 

8 patient with some of the plaintiff's witnesses, who did 

9 nc< answer (nxsuw<^ And we bad to 

10 go over the same questions time and again. 

11 So for that reason, they get another half -hour. 

12 All right Let's brmg the jury in. 

13 MR. MAftSDEfe Thank you, your Honor. While we 

14 are bringing the jury fa, can I move those five exhibits. 

15 THE COURT: Yes. 

16 MR.MARSDE& rX-47*, PX-572. DTX-912, DTX-121. 

17 0TX^oo,andDTX-79L 

18 THE COURT: Any objection to those exhibits? 

19 MR. BUJMENFELD: No> your Honor. 

20 THE COURT: Thank you. 

21 **• (Above-referenced exhibits were received into 

22 evidence.) 

23 (At this point the jury entered thecoortroom 

24 and took their seats in the box.) 

25 THECOURTi Mr. Marsdc% you may proceed. 
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1 given you some time on this, not the evidentiary issues 

2 but the jury instruction charge conference is on my time, 

3 but all the evidentiary issues you've been having b your 

4 time. That's your trialtime that you arc usingonthat 

5 kind of discussion because you haven't been able to work 

6 it out or you haven't given the other party enough notice 

7 to work it out, 

S So keep that mnund when Fraacesca talks to 
9 you about how much time, link time you have left 

10 (Court recessed at 1024 wn.) 

11 

12 

13 

14 ! 

15 
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18 
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23 
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1 MR. MARSDEK: Thank you, your Honor. Good 

2 rnormng, ladies and gentlemen of the jury. 

3 ... 

4 DEFENDANTS TESTIMONY 

5 CONTINUED 
6 

7 KENNETH TAYLOR, having been 

8 previously duly sworn as a witness, was 

9 resumed and testified further as follows _ 

10 DIRECT EXAMINATION 

11 BY MR. MARSDEfe _ * • 

12 Q. Good morning. Dr. Taylor. 

13 A. Good morning. 

14 Q. Dr. Taylor, before we move to the issue of m validity, 

15 I wanted to touch on a couple of cleanup matters related to 

16 the nocanfringement opinions you provided yesterday. 

17 Yesterday, I asked yon whether you considered or used the 

18 Court's daim constructions in reaching your opinions on 

19 flOflpfriaggacBt. 

20 Do you recall that? 

21 A. Yes, 1 do. 

22 Q. Just to deify, when did the Court provide its 

23 claim amstructioos to the parties? 

24 A. m about a month. 

25 Q. Did you review the Court's daim constructions? 



ArthroCare v. Smith & Nephew, CA No. 01-504 (SLR) Page 1285 - Page 1288 



A 15497 



Jury Trial - Volume^ Condense!!™ 

Page 1289 

A. Yesjdid. 

Q. Did you consider them in offering the opinions you 
have offered here in court? 
A. Yes, I have 

Q. Do you believe the opinions you have offered here 
in court are consistent with the Court's claim 
constructions? 
A. Yes 

Q. Turning to another brief cleanup issue on 
noninfrirtgernent, yesterday, when wc were discussing the 
'592 patent, the not touching the body patent, you 
12 ciscussed I believe having the opportunity to use the 



15 probes in a cadaver's shoulder? 
A. Yes. 

Q. I think you used the word procedure when yott 

16 described that What did you mean by procedure? 

17 A. I meant that I was performing the method that was 

18 similar to the steps in the claim. 

19 Q. What is the method of '5% what are thosesteps? 

20 A. Stirmnarily speaking, you position an active 
' electrode either teaching the tissue or In proximity to 

the tissue. 
Q. That's step one? 

24 A. That's step one. And step two is you position the 

25 return electrode, so it's not touching the tissue - not 
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2 Q. Not touching not contacting the body at ail Do 

3 the additional sentences that ar^ m Paragraph 3 change 

4 your pinion regarding whether or not there is infringement 

5 of the '592 patent? 

6 A. No, it does not It basically strengthens my 



8 Q. Why does it strengthen your opinion? 
" A. Wefl, I think I meant makes it abundantly clear 
that the daim cc*struction doesn't have any time 
tirrutations, That's number one. TTwt's in the second 
sentence, the claimed method does not contain any time 
limitations. 

And the last sentence says that the claimed 
method is performed wlien each of me mrw steps has 
been completed. So I think that also strengthens my 
1? position. 

Q. Thank yc« very much. 

mjlmarsdeN: tames and gentlonenc^ the jury, 

20 we are now going to turn to the issue of invalidity. I 

21 wiUar^<^maoVancematweare 

22 through this very quickly. You win have these 

2J references with you in the jury room for your deliberations, 

24 Fomnately.rnanyoftbe 

25 figures that are m me patents. So I think you will be. 
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I touching the body, I should say. That's step twa 
And step three is you apply me energy to 
the active electrode, 

Q. How do you know that those are the three steps of 
the '592 method? 

A. That's basically what is in the claims. 
Q. Has the Court provided us airy additional guidance 
since yesterday about the 
A. Yes. 

MR. MAftSDEN: Gary, can we put up the Court's 
jury instruction on mis? 

MIL BCBROW; Your Honor, 1 don't believe this 
is your jury instnjctio^m 

those were still under consideration. I don't know that 
15 it is appropriate to show that though this witness. 
1* THE COURT; My jury instnic&m is going to 

17 be consistent with my roeirtorandum opinion. So none of 
IS this should be crfTcrent If this is consistent with my 

19 memorandum opinion, then this is fine. 

20 MltMAJtSDEN; yotj, your Honor. 

21 Gary, tf you could zoc«m on Paragrar^ 

22 BY MR. MARSDEK: . 

» Q. Dr. Taylor, I believe we discussed the first sentence 

24 of this paragraph several times c^ng u^ course of the 

25 trial? 
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abb to find them relatively easijy wlien you are in the 
jury room. 

But I do apologize in advance, because we have 
time Emits and we are going to move throogh this material 
quite quickly mis morning with Dr. Taylor. 

BY MX. MAJtSDCK: 

Q. Dr. Taylor, now turning to this question of 
invalialty of the asserted claims, do you have an opinion 
as to whether the asserted 
are invalid? 

A. Yes,Ido. f 

Q. What is your opinion? 

A. My opinion is that the claims are invalid. 

Q. VTrjat is the basis for yow 

A. The basis for my opinion is that there is prior art 

or prior information that was published prior to these 

patents that contains all the essential elements of the « 

clalmi . 

Q. Does that mean someone else did it first? 
A. Yes. That's another way of putting it 
Q. I think we also heard the term anticipation in 
this trial Is that another word for this? 
A. Thatis anotha way of putting mat Ine prior 
art anticipates the claims that are asserted 
Q. How do you determine for purposes of valkfity 
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1 whether someone dse did it first? 

2 A. Essentially, you - 1 guess you can consider it to 

3 be an infringement analysis in reverse. Yesterday, I 

4 went through all the different elements of each of the 

5 claims, and described how the Smith & Nephew products did 

6 not infringe. In essence, what J did is an analysis in 

7 reverse, by the fact that [ looked at all the different 

8 prior art to see whether or not the prior art taught the 

9 various elements of the claims that are being asserted 

10 Q. Did you consider what level of proof is required 

11 to prove anticipation? 

12 A. Yes. I was looking for proof in the prior art that 

13 the prior art actually taught all the essential elements 

14 in a very highly probable, very clear and convincing 

15 manner, so it would be evident to me, someone that is 

16 skilled in the art, and evident to almost anybody that 

17 the prior art taught mat essential element. 

18 Q. Yon mentioned there are several references that you 

19 relied on. What are those references? 

20 A. Actually, those references are shown right there on 

21 mat board. There arc six references!? 

22 If you take a look, since it is a tiineline as 

23 weU as a pictorial of the various references, you will 

24 see mat the earliest date of the ArtfaroCare invention is 

25 around 1993. Then there are six references going bade 
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1 the board. Typically what we are doing is showing on the 

2 left-hand side the claims, and then the artides or 

3 patents that are applied on the right-hand side of the 

4 board to this case, it is the Hsasser and Roos article, 
3 the Roos '198 patent, the Doss '007 patent and the Pao 

6 '499 patent 

7 Q. Lefs start with the Elsasscr and Roos article then. 

8 If you could turn to DTX-59-A and 59-B in your notebook, 

9 can you Identify those for the record? 

10 A. (toy. OTX-59A is the original German publicatioo. 

11 DTX-59B is the English translation of that publication. 

12 MR. MARSDQhfc Your Honor, I move the admission 

13 of PTX -59* and 59-B. 

14 . MR. BOBROW: NO objection. 

15 TOECOUJtfc Thank you. 

16 (pendant's Exm^ 

17 was received into evidence.) 

18 BY MR. MAJtSDEN: 

19 Q. Can you teQ the jury first just generally what the 

20 Hsasser and Roos article desaibesuidha^ yoo prepared 
*i b auuc i or uoSf 

22 A. Yes, I have. 

23 Gary, can I have that slide? 

24 . The Elsasscr and Roos article describes a 

25 bipolar dectrosu^ 
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1 in time. Dr. Manwaring's patent, which is in 1992, the 

2 '138 patent 1987, the Pao '499 patent 1985, the 

3 Siager articles. 1983, the Doss '007 patent 1983 the 

4 Roos '198 patent And 1976 the Hsasser and Roos articles. 

5 Q. Let's turn first to your analysis of the '536, the 

6 fluid supply patent Can you first, maybe Ms. Prescott 

7 can assist us here. Do you have a board to discuss the 

8 '536 patent claims? 

9 A. Yes. That is the first board on the right of the 

10 board I just referenced. 

11 Q. With reference to that board can you remind the jury 

12 whicn claims are at issue in the '536 patent? 

13 A. Yes. The claims that are at issue in the '536 

14 patent are the dependent Claims 46, 47 and 56. As I 

15 mentioned yesterday, in order to analyze those cKim. 

16 you have to first analyze the inderxmccnt claim, which is 

17 Claim 45. 

18 Q. Let's start with Claim 45, then. Have you formed 

19 an opinion as to the vaMty of CJaim 45? 

20 A. Yes, I have. 

21 Q. What is that opinion? 

22 A. My opinion is mat Claim 45 is invalid. 

23 Q. What is the basis for your opinion? 

24 A. The basis for my opinion is that I analyzed the 

25 prior art, the four articles that are referenced there on 
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1 prostate and bladder tissue, cconrrionly known as the 1 

2 procedure of a T-U-R-P or a TUR*. 1 

3 Q. Now, have you performed an dnrtent-byclcrrjcnt 

4 comparison of the teachings of the Elsasscr and Roos 

5 article to the asserted clauns of the '536 patent? 

6 A. Yea. 

7 Q. Have you prepared anysiides to assist you in 

8 fflustratmgtothejuty 

9 A. Yes, I do. There is a series of slides. 
10 Gary, if you go to the rwet one? 

It Essentially what I did here, as I mcatiooed r 

12 before; I started with die independent Claim 45. The way 

13 these tilings are laid out, on the left-hand side of the 

14 screen we have u\s claim, and we will highlight the 

15 p articular element that I was analyzing for that 

16 particular slide. 

17 On the right-hand side we will have a figure, « 

18 generally some text that is m the actual article, and 

19 gcrxrally at the top of that colurim wM be the actual 

20 location of mat text 

21 So in tltt9 r»c^ tfw» »Unynt that ic lw»in<» 

22 analyzed is the high-frequency power supply. The article 

23 specifically mentioned we connected the cutting loop and t 

24 the neutral electrode to a high frequency surgical unit J 

25 Ttatdement is satisfied. 1 
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1 Q. Before you go any further. Dr. Taylor- 

2 MR. MARSDEN: let me just tdl the jury that 

3 these slides that you are seeing arc demonstrative 

4 evidence and you will not have those in the jury room. 

5 If there is any information oo these slides that you think 

6 is important or want to make a note of, you might want to 

7 do it as we go you. You will have the Elsasser and Roos 

8 article, but not these slides in the jury room. 

9 THE WITNESS: Actually , before I go through 

10 the next sequence, the rescctroscope consists of four 

11 elements. There is an outer sheath which is generally 

12 where the irrigation comes in. There is a telescope. 

13 Mr. Sparks showed you an arthroscope. Basically the 

14 telescope is a longer version of that ft is an 

15 endoscope, 

16 There is a working dement which is actually 

17 used to remove the cutting electrode, so it actually uses 

18 the working clement, sort of a pistol grip mechanism, you 

19 move your thumb up and down, and that moves the electrode. 
70 And the dectrode is shown right there, right at the tip. 

21 So we can go to the next overhead 

22 The next element there is an dectrosurgical 

23 probe comprising a shaft having a proximal and distal end: 

24 That is KgMighted there. Tne artide specifically . 

25 mentions usbg a conventional resectroscope, which is what 
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1 electrically coupled to the electrosurgical supply. The 

2 return electrode is this little metal band here, and we 

3 have already mentioned that is coupled to the high- 

4 frequency surgical unit So that element is satisfied 

5 Next 

6 The last element is an electrically conducting 
7. fluid supply directed at the target tissue, which allows 

8 current flow path between the return electrode and the 

9 electrode terminal The article specifically has quotes 

10 in it that indicates that that is the case. So that 

11 clement is satisfied. 

12 Q. On Claim 45, to sum up, do you have an opinion as 

13 to whether Claim 45 of the *536 patent is anticipated by 

14 the Elsasser and Roos artide? 

15 A. Yes, I have an opinion, and it is anticipated 

16 Q. Can you move onto the next claim, please? 

17 Next 

18 The next claim is a dependent claim, as I 

19 mentioned before. It raniires that it satisfies all the 

20 elements of Claim 45. And additionally, the return 

21 electrode forms a portion of the de^osurgical.shaft 

22 And that is the case, given the text there, mdicating 

23 that the neutral electrode, which is another word for 

24 return electrode, is incorporated into the end of the 

25 resectroscope shaft So that element is satisfied 
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1 I just described to you. 

2 BY MR. MARSDEN: 

3 Q. Just to complete the process here — 

4 A. Katie - 1 am sorry, I ignored her. She is actually 

5 oV>rag1hoche<&roar^ 

6 elements have been identified in the article, or patent 

7 Q. Thank you. 

8 A. So in this case, this element has been satisfied by 

9 this reference as part, this part of the article. 

10 Next, please. 

tl The next settleinent is an electrode terminal 

12 disposed near the distal end. That is satisfied by the 

13 resectroscope's cutting loop. 

14 Q. It is time? \ 

15 A. Right there, right 

16 So that element is satisfied. 

1? Next A connector near the proximal end of 

18 the shaft electrically coupling the electrode terminal to 

19 the electrosurgical power supply. Actually, there is two 

20 connectors, the one that is shown is right there. There 

21 is another one that you can*t sec that would be right 

22 about there. 

23 So that element is satisfied. 

24 Next 

25 The next element is a return electrode 
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1 Q. Do you have an opinion as to whether Claim 46 of 

2 '536 patent is anticipated by the Elsasser and Roos 

3 article? 

4 A. Yes, I do, and it is anticipated 

5 Q. Did you consider the Elsasser and Roos artide in 

6 connection with any other daims of the '536 patent? 

7 A. Yes. The next claim Is Claim 47. Next, please, 

8 Q. That is Claim 56; correct? 

9 A. I am sony. 56. 

10 And this claim, you have to have all the 

11 elements of Claim 45, plus you have to satisfy one of the 

12 target roots, which is body locations there, including 

13 the abdominal cavity, thoracic cavity, et cetera. The 

14 resectroscope is used in resections of the prostate or 

15 bladder, which is in the abdominal cavity. 

16 Q. Do you have an opinion as to whether Claim 56 of 

17 the *536 patent is anticipated by the Elsasser and Roos 
It article? 

19 A. Yes, I do. And it is. 

20 Q. Thank you. We skipped over Qaim 47. Are there 

21 other references mat you discuss that anticipate Claim 

22 47? 

23 A. Yes, there are. 

24 Q. I dunk you have said you also relied on the Roos 

25 1 198 patent; is that correct? 
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A. That's correct. 

Q. Rrst of all, can you turn in your book lo DTX- 1 1 
and identify that, please? 
A. DTX-U is the Roos' 198 patent 

MR." MARSDEN: Your Honor, I move the admission 
of 01X11. 

MR. BOBROW: NO objection. 

THE COURT: Tfcwkyou 
(Defendant** Exhibit No. 11 was received into 

10 evidence.) 

11 BY MR. MARSDEM: 

12 Q. Dr. Tayior, have you prepared a slide to tell the 

13 jury what the Roos '198 patent is about? 

14 A. Yes, I have. 

15 Gary? Thank yoa 

16 Ihc Roos '198 patent basically follows up on 

17 the work that Doctors Eisasscr and Roos did in their 
IS article and it's a bipolar electrosuigical device for the 

19 treatment of prostate and bladder tissue, commonly known 

20 asTURP. 

21 Q. What does 7UR? stand f of? 

22 A. Transurethro resection of the prostate, 

23 Q. Have you done an dement-by-dement ccmrwrison of 

24 the teachings of the Rocs *198 with the daims of the 

25 f 536 
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A. Yes, I have. 

Q. Have you prepared some slides to illustrate that? 
A. Yes, I have. Gary? 
Thank yoa 

Using the same format that we have used in 

6 prior slides, a high-frequency power supply is mdkated 

7 in tie parent. Column 7, lines 5 through 7. It 

8 basically says the device is ccHinccted to a Mgh^rcqueocy 

9 generator, which is not shown in these figures. So dial 

10 element is satisfied 
Next 

The next element is an cicctrosurgical probe 
having a shaft, a proximal and distal end. That is 
diagramaticaily shown in Figures 7 and 8. That element 
is satisfied 

Next The next dement is an electrode terminal 

17 (fisposed near the distal end The dectrical terminal is 

18 basrca%toecnttmgloci^ 

19 Lines 67 and 68 and also in these figures. So that element 

20 is satisfied 

21 Next . 

22 A connector, rtquues a connector; axiphng 

23 the shaft to the dectrosurpcal power supply. 

24 And that element is satisfied by Figure 7 and 

25 the text in Column 7, lines 1 through 5. And also in 
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Claim 1, as described here in this text 
So that dement is satisfied 
Next 

It requires a return dectrode dcctrically 
coupled to the generator. Wc already described that The 
return dectrode, or the neutral electrode Is indicated by 
this yellow area, So that element is satisfied 

Next 

It also requires an dcctrically corrducting 
fluid supply, directed to the target site and generating 
current, flow path between the active and return deetro^ 
That is diagrarnaticaliy shown licre m Rgujcs 7 and 8 and 
also spedftcaliy called out in Claim 1, basically the 
last line fa Grim 1. So that elerramt is sadsfled 
Q. Just to pause on this one for a rrwment, that 
language d»t is quc<ed 
1 of the Roos '198 patent? 
A. That's correct 

Q. That is where you found support for the electrically 
conducted fluid limitation? 
A. Yes. 

Q. To sum up, on Claim 45, do you have an opinion, Dr. 
Taylor, as to whether Claim 45 of the '536 patent is 
anticipated by the Roos M98 r*tfent? 
K Yes, I do. And it is. 
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Q. Did you look at the '19« patent to see if the *536 

patent is anncipaied by the Roos *198 patent? 

A. Yes, I did That's bcocated in the next overhead 

aairns 46 is antidpated Claim 46 requires all the 

dements of Oaim 45. AdcHtionally, the return electrode 

fains a portion of the shaft of the probe and as I 

previously indicated my Figure 7 and Figure 8, that is 

the case. So that dement is satisfied 

Q Do you have an opinion as to whether Claim 46 of 

the '536 patent is anticipated by the Roos '198 patent? 7 ' 

A- Yes, I do. And it is. 

Q. DMyoulcoketanycthatf 

A. Yes, and the next overhead shows that Claim 47 

requires all die dements of Claim 46, which is dependent 

on Claim 45, and requires that you have an jt»flif gf t"g 

member circumscribing the electrode. Insulating rnernber 

w shown there. That is ideotifled as 35. 

And is there an overhead? The next one, Gary? 

Go back. Go back. Sony. 

It also requires that return dectrode is 
sufficiently spaced from the dectrode terminal, between 
the return electrode and the patient's tissue. That's the 
case. So all the elements are satisfied 
Q. Do you have an opinion as to whether Qaiin47of 
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1 the '536 patent is anticipated by the Roos * 19Z patent? 

2 A. Yes, Ida Ami it is. 

3 Q. Did you look al any other claims of the '5367 

4 A. Yes, and I guess I already tipped my hand here. I 

5 looked at Claim 56 and Claim 56 requires all the elements 

6 of Claim 45 and, in addition, it has to have a target site 

7 at the various locations indicated - abdominal cavity, 
t thoracic cavity, et cetera. Once again, this device is to 

9 be used for the resection of bladder and prostate tissue, 

10 and, therefore, satisfies that element 

11 Q. Thank you, sir. 

12 Do you have an opinion as to whether Claim 56 

13 of the *5 3 6 patent is anticipated by the Roos • 1 9 8 patent? 

14 A. Yes, I do, and it is. 

15 Q. I believe you also considered the Doss *007 in 

16 connection with the '536 patent; is that correct? 

17 A. Toat'sconcct 

18 Q. Can you turn to DTX17 in your book, please, and 

19 identifythat? 

20 A. DTX-17 is a patent, the Doss '007 patent 

21 MIL MARSDEN: We move the admission of DTX-17, 
22 
23 
24 
25 
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through 31. Therefore, that element is satisfied. 
Next 

The next dement is an electrode terminal 
disposed near the distal cod And this is the active 
eIe<Aroofe or electrical tenr^ Ifs described by the 
text indicated there and is shown in the red there. So 
that clement is satisfied 

Also, requires a connector connecting the 
dectrode terminal to the electrosurgical power supply. 
The text indicated in Column 3, Lanes 30 through 34, 
indicates that that is the case. So that dement is 
satisfied 

Next 

Requires a return dectrode electrically 

15 coupled to the dectrosu^ This diagram 

16 shows the return electrode indicated highlighted in yellow. 

17 And it's srxdficalry referenced in the text in Column 5, 

18 lines 27 through 31. Tnercf ore, Uiat dcancnt is satisfy 

19 Next 

20 The last dement is an electrically conducting 

21 fluid supply for generating a current flow path between the 

22 return electrode and the dectrode terrninal 

23 The blue indicates the flow of saline solution 

24 into the device. Toe text reference is here, Cohaan 3, 

25 Uire 48 through 34. So that dement is satisfied 
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(Defendant 4 * Exhibit No. 17 
evidence.). 
BY MR. MARSDEN: 

Q. Dr. Taylor, had you prepared a graphic to describe 
what the Doss '007 is about? 
A. Yes, I have. Thank you, Gary. 

The Doss '007 patent is a bipolar 
ekctrosurgical probe which includes an integrated supply 
of saline for the treatment of corneal tissue. 

10 Q. Have you done an dement-by^lement comparison of 

11 the teachings of the Doss '007 patent to the claims of 

12 the '536 patent? 

13 A. Yes 1 have. 

14 Q. Have you prepared slides to illustrate your opinions? 

15 A. Yes,l have. And, once again, looking at the claims 

16 of the jmtentOaim 45 requires as one of tLc elements a 

17 higMrequency power supply. Column 3, Lines 29 to 38, 

18 specifically mentions a high-frcqucocy power supply. 
Q. So that is dement satisfied? 

20 A. Tuat element is satisfied, sir. 

Moving to the next overhead, this dement 
requires an electrosurgical probe, having a shaft having 
a proximal cod and distal end As you can see, there 

24 is a shaft, there is a distal and a proximal end And 

25 that is described by the text Column 5. Lines 27 to 
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1 Q. Before you kavetia^ so the ic^ 

2 this cclccingm the crigind 

3 A. No, it was not It was coloring that was added by 

4 me. 

5 Q. Was that to illustrate? . 

6 A. That was basically to illustrate - we tried to be 

I consistent so blue is water. I guess blue looks like 
8 watertight? So that's what we used here, 

* Q. Doyouhavewopiraon,thc^ 45 

10 of the '536 patent isantidpated by the Doss r 007 patent? 

II A. Yes, loo. Andfcfc. r 

12 Q. Did you consider the Doss reference in connection 

13 with any other claims of the '536 patent? 

14 A. Yes, and the next overhead shows that 

15 Basically, Claim 46, as I indicated before, 

16 requires that you have all the elements of Claim 45 and 

17 also that the return dectrode forms a portion of the "* 

18 shaft of the electrosurgical prrtfe Arid that is indicated 

19 m Column 5, Lines 27 throu^ 31. So that element is 

20 satisfied 

21 Q. Do you have an opinion as to wiiete 

22 the *536 patent isantidpated by the Doss *007 patent? 

23 A. Yes, Ida And it is. 

24 Q. And did you look at any other claims of the *536? 
A. Yes. The next overhead shows Claim 47 which, once 
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Q. On you continue? 

A. The next claim is Claim 27. Cairo 27 requires the 
method of Claim 23. Additionally, delivering the 
electrically conductive fluid to the target site. And 
that had to" happen, as referenced cm Page 1383 of the 
article. 

7 Q. Do you have an opinion as to whether Claim 27 of the 

8 '592 is anticipated by the teacluogsof thcSlagcrartick? 

9 A. Yes, I do. And it is. 
Q. Did you consider other claims? 
A. Yes. Claim 32 requires the method of Claim 23 and, 

12 additionally, that the electrically conductive fluid 
consists of isotonic saline. The article specifically 
M references on Page 1383 return electrode immersed in 
saline, 03 percent That is the definition of isotonic 
saline. 

17 Q. Do you have an opinion as to whether Claim 32 of the 

18 '592 is anticipated by the Slager article? - 

19 A. Ycs,Idc% And tt is. 

20 Q. And did you consider CJaim 42 of the '592 patent? 
A. Yes, I did. Claim 42 requires the method of Claim 
23, wherein the voltage is in the range of 500 to 1400 

23 volts peak to peak. And at Page 1383 of theSfeger 

24 article, they spccHI^ 
~ 1200 volts peak to peak. So that is satisfied 
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2 (Court resumed after the recess, and the I 

3 following occurred without the presence of ihe jury.) | 

5 
6 
7 



the COURT; Let's bring the jury in. 
MR.MARSDEN: Tour Honor, while we are waiting 
for fee jury, we have made a request to the other side, 
S butwewillir^Utfrec^ Now that these 

* priori references 

six of them, are about a ojiar^ 
like pernussion to add them to the joron* bu*!eR so they 
have the patents and the sue references. 

THE COURT: Mo, I don't think we will do that 
14 Thank you. TheywiU have them m the joy roan. 

MR.MARSD£K; 1 thought for the convenience, 
aDdte^nrKierstaijc^ That is 

17 no argument 

IKE COURT: I have never done m a t 
MR. KEBEkr Your Honor; if we have another 



There is an issue with Mr. Raffle's testimony, 
22 which will be the next witness. 

THE COURT: I don't think WO do. 
MR.HEBOT: Okay. 

THE COURTS The jurors' lunches arc here, so 
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Q. Thank you. Dr. Taylor. 

So do you have an opinion as to whether Claim 
42 of the '592 patent is anticipated by the Skger article? 
A. Yes, I da And it Is. 

MR.MARSDEH: Thank you very much, Dr. Tayior. 
I have no further questions: 

THE COURT. All right Why don't we take a 
15-minnte break before wo go into cross-examinadon? 

(At this point the Jury then left the 
courtroom,) 

(Short recess taken.) 
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we can talce an early lunch and cfiscuss Mr. Raffle as soon 
as this witness is done. 

MR-HEBEKT. 1 think it is only a two-nunato 
issue, your Honor. 

(At this point the jury entered the courtroom 
and took their seats in the box) 

THE COURT: All right Mr. Bobrow. 

MR. B08R0W: Thank you, your Honor. Good 
inoromg, boles and gentlemen. 

CROSS-EXAMINATION 
BY MR. BOBROW: r 
Q. Good rnoming. Dr. Taylor. 
A. Goodmommg. 

Q. l^ax ask you, first of all, a c^ 

about the rc-exammation of the '536 patent You are 

aware that the '536 patent is in re-examhiaUon ri^ now; is 



A. Yea. 

Q. And you are aware that the Patentee 
aiwuaofmtenttoissucar 
U that true? 
A. Yes. 

Q. And you are aware, are you not, that m connection 
with mat reexamination proceeding, that die Patent Office 
eoiisidcred the Rons '198 patent? 
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A. Yes. 

Q. And you read in the Hie wreppcr for the 
re-cxarainatioo proceeding that there was a board that was 
convened, thai three examiners looked at the Rocs M98 
patent; correct? 
A. Yes. 

7 Q. And notwithstarxfing that, the Patent Office issued 

8 a notice of intent to issue a rerexamination certificate, 

9 confirming the patentability of the '536 patent over the 

10 Roos '198 patent; is that right? 
A. I era aware of the notice of intent to issue - what 

12 did you call it again? 

13 Q. A reexamination certificate? 

14 A. A re-examination certificate. I also understand - 

15 and you can correct me if I ara wrong - it's not over 

16 until it's over. And the certificate hasn't been issued 

17 yet 

18 Q. TteccruTicateliasnotbe But you 

19 are aware that the Patent Office wrote in an office action 

20 that the claims of the l 536 are patentable over the Rons 

21 U98 patent, and that that was an office action that was 

22 was the result of a board of three examiners that had 

23 convened to look at tie issue; correct? 



24 A. I am aware of that 

25 . MR. BOBROW: May 1 approach, your Honor? 



_ Thursday, May 8. 2003 



Page 1339 

1 conducting fluids. All right? 

2 A. Yes. 

3 Q. Now, one fluid that is an electrically conducting 

4 fluid is saline; correct? 

5 A. Yes. 

6 Q. And another one is Ringer's lactate; correct? 

7 A. Or lactate of Ringer's, yes. 

8 Q. Now, there arc also fluids that are used in 

9 ekctrosurgery that are electrically nonconducting fluids: 

10 correct? 
A. Yes. 

12 Q. And glycine is one of those electrically 
ncr«»ductiDg fluids; correct? 
A. Yes 

15 Q. And although glycine is called an electrically 

16 wwconducting fluid, it nonetheless does conduct 

17 dectrictt^.&wsttnot? 

18 A. Yes. 

19 Q. And, in fact, grycine is a fluid that U commonly 

20 used in a r*occdure that you called a T-U-R-P procedure; 

21 correct? 

22 A. It's commonly used It's not the only fluid. But, 

23 yes, yes, it's cornmonly used. 

24 Q. In fact, glycine conventionally has been used by 

25 doctors for the m procedure in the i>rostate: right? 
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THE COURT* Yes, you may, 
BY MR. BOBROW; 

Q. I have handed you PX-7. And PX-7 is the file 
history fox the rc^arnination of the '536 patent You 
have looked at at feast portions of PX-7 before, have you 
not? 

7 A. IhavekotedatAefifehisloty 

this document Is that what you are saying? 
Q. You have looked at the file history for the 
10 re-examination of the '536? 

A- Some parts of the file history of the '536 patent 
Q. Inducing parts of the ic^amination; is that right? 
A. Including parts of the repatriation, yes. 

14 Q. And you considered that information hi connection 

15 with fanning your opinions and giving your testunorry; 

16 correct? 
A. I did. 

MR. BOBRCW: Your Honor, at this time I move 
19 PX-7 into evidence 

MR. MARSMM: No objection, your Honor. 
(Plaintiffs Exhibit No, 7 was received into 
evidence.) 

23 BY MR. BOBROW: 

24 Q. Now, I would like to shift gears a little bit I 

25 wanted to ask you some Questions about electrically 
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A. Can you repeat the question again? 

Q- Yes. I was saying tot glycine conventionally has 

been the fluid mat doctors have used in performing a 

TURP procedure, using electrosurgery? 

A. Yes. _ 

Q> Now, you had mentioned before that in using an 
electrically wmconductive fluid like glycine it will 
nonetheless conduct electric ity when you put an 
efectrosurgical instrument into that glycine; right? 
A. Yes. 

Q. Now, you had said on direct examination, you had 
mentioned a patent to reduce, the Roos ' 198 patent Do 
you recall that? 
A. Yes. 

Q. Now, the Roos '198 patent described a device or 
devices that were to be used in TURP procedures: is that 
light? i 
A. Yes. However, you have to keep in mind that when 
you reference TURP procedures, the way it's most often 
done is with a monopolar clcctrosurgical probe, and the. 
Roos patent is a bipolar efectrosurgical probe, and it 
docs malce a diflcrence. 
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i 

2 Q. Welt the Roos patent docsot just talk about bipolar 

3 probes; does it? 

4 A. But the configurations .we were describing in my direct 

5 testimony were bipolar. 

6 Q. That wasn't the question I asked you. 

7 A. I just wanted to explain, 

8 Q. Fair enough. The Roos '1 98 patent also discusses 

9 monopolar uses for TRUP procedures; is that correct? 
A. Yes, it does. Sony. 

MR. BOB ROW: why don't we put DTX- 1 1 on the 
screen, please? dtX-1! is the '198 patent And let's go 
to Column 1. 

14 BY MR. BODROV: 

15 Q. DTX-l l is also in your binder if you care to took at 
it, but in Column 1 of the '198 patent, if you take a look 
at around Line 35 when it's discussing the background of 

18 the invention... 

A. This binder? I'm sorry. Okay. Yes. Column 1. 
Q. And if you take a look at Line 35, it references* 

21 neutral electrode applied externally to the patient's 

22 body. 

23 Do you see that? 

24 A. Yes. 

25 Q. And so by reference to a neutral electrode applied 
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electrically nonconductive fluid from the electrode to 
the metal parts of the electrode; right? 
A. Yes. 

Q. AUright Kow t in describingin thercstof the 
parent, it describes some bipolar devices; correct? 
A. Yes. 

Q. And during your direct examination, you showed one 
of those devices; correct? 
A. Yes. 

Q. Now, in the ' 198 patent, the 1 1 98 patent never uses 

the word saline, does it? 

A. Couldn't find it, no, it docs not 

Q. It doesn't use the word Ringer's lactate or lactated 

Ringers, docs it? 

A. It does not 

Q. And in Ascribing the fluid that is used with the 

bipolar ctnbalirnents, it us^ 

54 is calling it a washing liquid; right? 

A. Line 54, you said? 

Q. Yes, at Column 4. 

A. Okay. Yes, it does say washing liquid. 

Q. U doesn't call it saline,it doesn't call it 

lactated Ringer's; correct? 

A. Na 

Q. AH right b fact, wouldn't you agree with me feat 
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externally to die patient's body, here in this paragraph 
it's describing monopolar cJectrosmgery; correct? 
A. Yes. 

Q. And if you go down further to about Lines 52 through 
55, there is a discussion there about washing waten 

Do you see that? It's Line 54 refers to washing 



I 
2 
3 
4 
5 
6 
7 

8 A. Yea 

9 Q- Now, it mentions here that there is some current 

10 flows from the cutting loop via the washing water directly 

11 to the metal parts of the endoscope shaft located in the 

12 washing water flow and from there to the engaging tissue. 

13 Do you sec that? 

14 A. Yes. 

15 Q. Now, given that this is a monopolar dcctrosurgical 

16 setup, you would agree with me, would you not, that the 

17 washing water that is being described hoe is either 

18 giydoe or some other electrically noiicorxfuciing fluid; 

19 correct? 

20 A. Yes,itts. 

21 Q. You have no reason to think ifs not, do you? That's 

22 how the monopolar jjroocdures are do^ 

23 A. Glycine, Glanatol (phonetic), something that you 

24 would expect to be clectricalJy nonconductive. 

25 Ql And it says there is some current flow in that 
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in this '198 patent to Roos, there is really no clfFcrencc 
between the way that Mr. Roos talked about the washing 
liquid mat was used in the monopolar case versus die 
bipolar case. Be describes them as washing water or 
washing liquid; right? 
A. That's correct 

Q. Now, if you would, please, take a look at Figure 5 
of the '198 patent 

MR- BOB ROW; If you can highlight that, 

Oris^ 

BY MR, BOB ROW; f . 

Q. Andngurc5it adenieticn of oneof thebipolar 
probes that b described here in to Rco» '198 patent; 
correct? 

A. Yes, it's one of the embodiments. Yes. 

Q. And as you look up there, you can see there is what 

he calls a neutral electrode 11 and also number 12 be* 

calls the treatment dectrode; right? 

A. That's correct 

Q. there is, what I'm cuc^ 

light pen is die Tctum electrode; cxwect? 

A. And I also he calls it the neutral electrode in the 

patent, but, yes. 

Q. Now, if you take a look at Column 6 at Lines 5 1 to 
53 of the Roos '198 patent be talks about the rjcutral 
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! electrode in this embodiment, doesn't he? 

2 A. Hold on a second Tin sorry. Which lines again? 

3 Q. Tins is at Column©; Lines 51 to 53. 

4 A. Yes: 

5 Q. And it says there that the neutral electrode 1 1 in 

6 the form of the steel band rests on the tissue in large 

7 area form so ftat good electrical contact is insured 

8 Do yoa sec what I'm referring to there? 

9 A. Yes, I do. 

10 Q. Now, wouk&V t you agree with me, sir, that if there 

11 were electrically conducting fluid that was filling the 

12 environment where the active electrode is and the return 

13 electrode is, you wouldn't need to have tissue contact 

14 to insure good electrical contact between the active 

15 electrode and the return dectrode. That would be 

16 provided by the saline or the Ringer's lactate or the 

17 other electrically conducting fluid; right? 

18 A. From the specific embodiment, your interpretation 

19 fe correct However, this is not the ernbodirncDt that I 
30 talked about and it's not an embodiment that I described 

21 Q. But for the embodiment I described that's correct? 

22 A. Ye*. 

23 Q. Now. why dont we take a look at the emb^ 

24 did talk about which is Figures 7 and 8 were the ones yoa 

25 had up? 
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1 terminal to minimize direct contact between the return 

2 electrode and the patient's tissue. 

3 Do yoa see that? 

4 A. Yes. 

5 Q. And that's your testimony, even though the return 

6 electrode completely surrounds the probe shaft; right? 

7 A. Yes. 

8 Q. Ifs exposed for 360 degrees of thai shaft: right* 

9 A. Yes. 

10 Q. And it's not spaced very far away from the active 

11 electrode, is hi It would be spaced a small distance; 

12 right? 

13 A. Na 

14 Q. How far away would h be spaced? 

15 A. Well, if you look at a standard resectoscopc - and 

16 I happen to know that in tte 

17 ts they modified a Carl Storts (phonetic) icsectoscope, 

18 the cutting loop which is indicated by 12 can move out 

19 about - about an inch and could be retractedalmost to 

20 the Hp thc^ the plastic tr^atmg mernrje^ 

21 indicated by 35. So it has the ability to move in and 

22 out So an inch is pretty fax for an electrode. 

23 Q. So the loop isn't also positioned an inchaway from 

24 the return electrode? 

25 A. It's not always, but h can be. 
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1 A. That's correct 

2 MR. BOBROW: So perhaps we can highlight those. 

3 BY MR. BOBROW: 

4 Q. I'm sony. Dr. Taylor, are you there? 

5 A. Yes, I am. 

6 Q. Thank you. Now, Figures 7 and Z you had testified 

7 about a little bit earlier end, as I sec it there, there 

8 is a ring or a band that is called 11. 

9 Do you see that? 

10 A, Yes. 

11 Q. And that's what Mr. Roos is calling the return 

12 cl<xtrodc here; correct? 

13 A. Yea. 

14 Q. All right. Or neutral, I guess. But that's what 

15 you are saying is the return electrode for purposes of 
1$ these claims? 

17 A. Right 

18 Q. And as I was looking at what you had checked off 

19 earlier, for Claim 47 in the Roos ' 1 98 patent, it appears 

20 that your testimony was that this embodiment of the Rons 

21 '198 patent satisfies Claims 47; right? 

22 A. Yes, 

23 Q. And specifically, you offered the opinion that this 

24 embodiment satisfied this language that says that the 

25 return electrode is sufficiently spaced from the electrode 
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1 Q. What yon do is you retract the treatrr*nt electrode 

2 back in towards the return electrode; correct? 

3 A. Yes, you do. 

4 Q. That's the tecfamroa It extends out and you pull 

5 it back towards the return electrode; right? 
S A. Right 

7 Q. j^mtheTRUfproceKhir^Itate 

8 here is traveling a fairly right a tight lumen, as It 

9 were; right? It goes up to the urethra, doesn't it? 

10 That's die passageway into the body, isn't it? 

11 A. Oh, I see. Fm sorry. I tfoughtyou were backat 

12 tte electrode again. Yes, the device does go mto the 

13 urethra and it also can be used for treating the bladder, 

14 in which case the neutral dectrical would be almost 

15 entirely or it could be almost entirely inside the 

16 Madder, The bladder, in order to operate on the bladder, 

17 yoa have to distend U, which means you put fluid into it 

18 and make it large. Am* the bbddcr distended is> c^ 

19 the size of ray fisc I guess it depends on how big your 

5ft KlsA^^ Rllt intuit mm Lau* ?, , , | ■ | | _M *«m%» 

*w Diouwr is* dul wncn you nave tne uastrumcnt ail tne way 

21 in the bladder, the return dectrode is entirety, entirely 

22 engulfed by fluid 

23 Q. Right And in the conventional monopolar wary, that 

24 would be in a glycine solution; right? 

25 A. That f s correct But in tins particular case, that's 
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1 not what they used. 

2 Q. Right. All right. Instead, they used washing 

3 liquid; right? 
! 4 A. Yes. 

! 5 Q. ThatVwhat the patent says? 
I 6 A. Yes. 

7 Q. Now, let's take a look at Figure 1 of this patent 

8 And Figure i is describmganoto 

9 Roos,isitoot? 
A. Yes.itis, 

Q. And there is a little hook there. That's the 
treatment electrode; right? 
A. Yes. 

Q. And here, there is a return electrode also; right? 
Or a neutral electrode as he calls it? 
A. Yes. 

117 Q. And that neutral electrode is within that endoscope, 

118 It's covered up by some sort of insulation there, isn't it? 
|19 A. Yes. 

Q. So the neutral electrode is located within the 

121 endoscope; right? 

122 A. In this case, it is. 

123 Q. Now, let's goto Claim 1 of the Roos *198 patent 
|24 And do you sec that, sir? 
|25 A. I've got iftight here. 
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1 A. I don't believe there is any diflercnUation of the 

2 fluid 

3 Q. Right So the way that the flmd b described in 

4 mis reference, same fluid for Figure I, Figure 2, F^ure 

5 7. Figure 8; correct? 

6 A. That's correct 

7 Q. Aflrigfct Now, I believe you testified here just 

8 rwwtliatyOT believe to 

9 Figures 7 and 8; is that correct? 

10 A. That's correct 

1 1 MR. bobrow: Now, why don't we put Figures 7 

12 and 8 up on the board? 

13 BY HR_ BOBROW; 

Q. Now, for Figures 7 and 8 to faU within the scope of 

15 Claim 1, this neuti^ 

16 would have to be located within the endoscope body; 

17 correct? 
A. That's correct 

19 Q. And you recall that I took your deposhicn probably 

20 about two months ago; right? 
A. Oh, yes. That was tun, 

22 Q. And back at that tr>nc,v^ * 

23 deposition, I asked you about this issue, didn't I? 
A. Yes, you old. 

Q. ApdIaskedyouwfacnW<ync<backat 
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I Q. Right And this daim, Claim I, actually has as a 
limitation that the return electrode is or it says the 
neutral electrode is located withm said endoscope body. 
Do you see that? That's at about line- 
A. Ikrjowit'sheic. What line is it? 
Q. About Line 51 
A. Yes. Prn sorry. Yes, I've got it 
Q. And you would agree with me that Claim 1 as it's 
written here actually covers the aiibodrneot we were just 
(10 looking at, Figure 1? 

A. It coven figure 1. ft covers 7 end 8, too. 
Q. Let's take it in p ieces . 
K Okay. 

Q. Fust, you would agree with me this covers Claim 1? 
A. Yes. 

Q. And your testimony is that Claim 1 covers also 

17 Figures 7 and 8? 

18 A. Covers Figures 7 and 8. And I think it actually 
- covers Figure 5, too, but I had to go back and look. 

Q. Now, first of all. would you agree with me mat, to 
the Roos '198 patent, there isn't arry tfscussion or 
suggestion that the fluid that Is used with Figure 1, 
that device is any different than the fluid that is used 
124 withanyoftheor><Tccvices? Would you agree with me 
25 on that? 
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whether or nc^ycu agreed with r« didn't " 

cover Figures 7 and 8; correct? 
A. Yes. 

Q. And you were xaida oath at that time; right? 
A. Sure was, 
Q. Just like now? 
A. Yes. 

Q. And back at that time, you had also studied the 
Roos '198 patent before you testified? 
A. Yes. 

Q. The Roos »19gp!tcnt wasn't son^ 
you that day and asked yon questions about? 
A. Istucficditmtecscry. 

Q. Right And when I asked you for the first time 

abom whether w iK)t Oarm lco^ 

told me under oath, you didnt? 

X That's right 4 " 

Q. You remember that very well? 

A. That's right Because I corrected it 

Q. Right Y<m corrected ft after rurxh,du^ 

A. Y«,I<fid 

Q. You corrected it after ycu had Itmcfa with Smith & 
Nephew's lawyers? 

A. I actually corrected it because I looked at the 
diagram again. 
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1 Q. Please answer my Question. 

2 A. I did have conversation affcer tonch, yes. and with 

3 lunch 

4 Q. And that was Mr. MacFcmn, Smith & HcpbcVs attorney? 

5 A. Yes. 

6 Q. And Mr. MacFcrrin, during your deposition* was also 

7 acting as your bwyer; right? 
S A* Yes, 

9 Q. You were represented by the very same lawyers mat 

10 are representing Smith & Nephew here k court today; isn't 

11 mat right? 

12 A. Yes. 

13 Q. And you bad been retained or you had retained mat 

14 firm and you considered there to be an anoincy/cheat 

15 privilege between discussion* that you bad with Smith & 
36 Nephew's lawyers; correct? 

17 A. Yes, 

18 Q. And I asked you some questions during the 

19 deposition and you refused to answer some of than based 

20 upon the fact mere was to attorncy/cEcnt relationship? 

21 mr. MARSOQt objection. This is improper 

22 questioning about assertions of me attctfucy-cbeat 

23 priviksje. 

24 the court: where are we going with mis, Mr. 

25 Bobiowt *** 
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Q. You understand that the time that they've spent with 
you has been reimbursed or compensated by Smith & Nephew, 
right? 

A, Iccrt»»ly understand they're being reimbursed by 
Smith & Nephew. 

Q. Now, not only did you testify when I asked you in 
your <fcpc«Ttion that these 

by Claim 1 the first time I asked you. but after lunch, 
you <fid come in and you said your testimony wis ©ow 
dffertai, mat you believed it was covered by Claim J; 
right? 

A. I made a mistake* jes, and I corrected k. 
Q. Artisan it tn» also mat Smim&r^^ 
<faring mat lunch break pointed out mat mistalce to you? 

15 A. Yes, he did. 

16 Q. Right, And during that much, Mr. MacFemn was 

17 the one who said. Hey, I think that this was wrong with 

18 respect to figure 7, it is covered by Claim 1 and left 

19 go through it; right? 

20 A, £ doot mink k was exactly mot way. I think 

21 basically beasked me to refer back to my report, 

22 what I said mmy report 

23 Q. Wefl, let's look at that because in your report, 

24 you also taBcedaboulwhemer 

25 correct? 
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MR. BOBROW: I believe it goes to the 
credibility of the advise of the witness. 

THE COURT: Because he didn't answer questions 
at a deposition? 

MR. BOBROW: Based upon bis relationship with 
the Smith & Nephew's lawyers. 

MR. MARSDEN: Based upon privilege. 
THE COURT; And what was the last question that 
you asked? 

MR. BOBROW; The last question I believe was 
that be had refused to answer questions I had asked Hm at 
12 the deposition based upon the attomcy/ciient relationship 
that he had with his lawyers. 

THE COURT: All right That's aa appropriate 
question, but then you need to move on. 
THEWlNESSi where were we? 

&Y MR. BOBROW: 

Q. 1 just asked the question, you refused to answer 

19 some questions that I asked you during your deposition 

20 based upon the attorney/client relationship with the same 
lawyers that are representing you as Smith & Nephew? 
A. Yes. 

23 Q. And you're not paying and haven't paid the Smith & 

24 Nephew's lawyers any money for their services, have you? 

25 A. No, I have not. 
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1 A. Yes. 

2 Q. Ami in your report; yoaadc^ 

3 whether or not this neutral electrode; fight here, end 

4 right here* whether that neutral electrode is an electrode 

5 that is within the endoscope body; correct? 

6 K Yes. 

7 Q. And that was a report that you prepared prior to 

S the deposition back in I believe it was late March; right? 

9 A. Are you referring to the report or the deposition? 

10 Q. I'm srm^ that 1 was urxieari let me try to restate 

U it The report mat you prepared where you discuss Figure 

12 7, that rcrxjrtwas prepared bef^ 

13 right? 

14 A. Yes. 

15 Q. All right And even before I took your opposition, 

16 you also signed a declaratiou about your report, ardn't 

17 ywi? -4 

18 A. Oh, yes. Yes. 

19 Q. And you declared under the penalties of perjury that 

20 you believed what you said in your report was true? 

21 A. Right 

22 Q. And that was a report that you had prepared prior to 

23 your deposition; right? 

24 A. Right 

25 Q. And, obviously, prior to the lunch that you had with 



AithroCaxc v. Smith & Nephew, CA No. 01-504 (SLR) 



Page 1353 -Page 1356 



A 15514 



Jury i nan * voitune u 



Condcnselt~* 



Thursday, May 8. 2003 



Page 1357 

1 Mr. MacFerrin during the middle of the deposition; correct? 

2 A. Correct 

3 Q. AH right Now, I have your report in that white 

4 binder, and I direct your attention, please, to Page 18 

5 of your report This is your expert report of February 

6 17,2003. 

7 Do you have that, sir? 
S A. Yea. 

9 Q. And in the middle of page IB, you address in your 
10 report the question of whether Claim 1 covers Figures 7 
U and 8; right? 
A. Yes, 

13 Q. And when you wrote your report, let's just - when 
you wrote your report, what you wrote was, quote, it b 

15 parriculartyrmptttam 

16 the endoscope sluwnra the Rcos •198patentat Rgurcs7 

17 and 8, there is no plastic cover and the neutral electrode 

18 is on the outside of the endoscope, not arranged within it 

19 Correct? Thafs the sentence you wrote in 

20 your rer^tf February 17 of 2003; correct? 

21 A. Yes, that's to the report. 
Q. Right Arid what you just wrote ther* 

23 withm it, those were your words; correct? 

24 A. Yes, 

25 Q. You wrote-thosc words yourself; right? 
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BY MR. BOBROW; 

Q. Sir,! have kadhanc^ymiPX^ 

to Roos, Ebcrhard Roos from Germany, US. Patent Numbr* 

4,706,667. 

Do you see that? 
A- Yes. 

Q. And this is the Roos patent that you considered in 
connec^OQwithyrjurw , 
A. It looks Kkc it's the patent Yes. Excuse mc 

MR; BOB ROW: Pardon me, Dr. Taykr. 

Your Honor, I move rx-60S into evidence. 

THE COURT: Any objection? 

MH.MARSDEM: No objection. 

THE COURT All right Thank you. 

THE DEPUTY CLERK: So marked 
(PlamtiiTs Exhibit No. 605 was received into 

evidence) 
BY MR. BOBROW: 

Q. Now, the '667 patent was issued to Eberhard Roos: 
right? 
A, Yes. 
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A. Yes. 

Q. And you wrote those words to describe Figures 7 and 
8;right? 
A. That's right 

Q. How, in correction with your wo* on mMtq; 1 



take it that you have also reviewed - 

7 A. Excuse me. Can 1 put this away? 

8 Q. Sure, 

9 (Pause) 

10 BY MR. BOBROW: 

Q. You have also reviewed another patent to Mr. Roos; 
12 correct? 

A- Hie '667? Is that the one am you tolki^ 
14 Q. Exactly. You reviewed (hat refereriofi, Rons 

•667 patent, in connection with your work on tins matter; 
16 right? 

A. Yes,Idd 
18 Q. And you, m fact consice^ 

time that you wrote your report; ronecr? 

20 A. Yes. 

21 Q. All right 
MR. BOBROW: Your Honor, may I approach? 
THE COURT. Yes, you may. 
(Document passed forward.) 
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Q. He is the same man who b on the Roos '198 patent 

that you talked about earlier on your direct examination; 

correct? 

A. Yes, he is. 

Q. And he is the same man wtoo is the Roos in the 
Elsasse? and Roos article; right? 
A. Yes, he is. 

Q. And this patent is c^ted rn, issued m November 1987; 
correct? 

A. Yes. * . 

Q. In this patent the '667 patent, Mr. Roos actually 
talks a Ht about the German application that was the 
predecessor, or sometimes it is called the parent 
application, to what ended up issuing as the Rocs *198 
patent; correct? 

A; Yes. You are talking about ~ do you have a «- 
specific reference? 

Q. Sure. Why don't we bring up Column 1 of the *667 
patent, beginning tf line 14, gt^ down to line 29. 
Perhaps we can highlight that paragraph. 

You win see at the top there it refers to a 
lcnowa dectrosurgical mgWrecjuency cutting instrument of 
this kind Then it gives a number that begins D&QS. And 
it gees on there m there; right? 
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J A. Yes. 

2 Q. And the DE stands for Germany; right? 

3 A. Deutsch^yes. 

4 Q. Exactly. What is being referred to here in the 

5 '667 patent, when it refers to that No. 25 21 719, that 
$ is actually the German parent application to the Roos 
7 '19S patent; right? 

S A. That's correct At least that's my understanding, 

9 anyway. 

10 Q. In fact, on the * 198 patent, that number, 25 21 719, 
U appears right on the front, doesn't h? 

a a. It does. 

13 Q. Here, in the '667 patent, in this paragraph, Mr. 

14 Roos is talking about one of the instruments that is 

15 described here in the 1 1 9$ patent; correct? 

16 A. You are talking about the paragraph that starts at 

17 Line 14, going down? 

18 Q. Exactly. And he is talking there, is he not, of 

19 at least Figure 1 of Ac '198 patent? 

TO A Hft is tatVinff ahntit ~- T am tint <ure winch r*ne he 

21 is referring to, he is talking about one of the 

22 instruments in that application. 

23 Q. Right And he says there that the neutral electrode 

24 is admittedly arranged in the immediate vicinity of the 

25 cutting loop. It is, however, so separated from the tissue 
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1 A. Yes. 

2 Q. So it is pretty clear, is it not, that at the very 

3 least, in the *667 patent, Mr. Roos is talking about Figure 

4 1; correct? 

5 A. Well, he certainly could be. Certainly, the Figure 

6 I that bin the '198 patent may be the figure that be is 

7 discussing here - or the configuration, I should say, that 

8 he Is discussing in the '667. He didn't spedficaUy call 

9 it out Sowe«sunni$irjgbeTe,Igue^ 

10 Q. CHven that there is the plastic over that embodiment 

11 and there isn't plastic over any other one, wouldn't you 

12 agree that what lie is talking 1? 

13 A. Most likely. But 1 can't confirm it It'smost 

14 likely the case. 

15 Q. Fair enough. So here, for this embodiment - this is 

16 a bipolar embodiment; right? 

1? A. That* s my understanding, yes. 

18 Q. This is an embooimeot that Mr, Roos in his '198 patent 

19 said was used with washing liquid; correct? 

2fl A Yes. 

21 Q. Those are the words that Mr. Roos used in the »J98 

22 patent that you talked about on your direct exarnination? 
n K That's correct 

24 Q. And if we can go back to the '667 patent and 

25 highlight that language what Mr. Roos is saying there 
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1 by a plastic cover or by its arrangement in an endoscope 

2 that it can only enter into electrical contact with the 

3 cutting electrode electroryticalry via the secretion which 

4 is present during the cutting process. 

5 You see what I am referring to there? 

6 K Yet. 

7 MR. bobrow: why don't we put up Figure 1 of 

8 the '198 patent to Roos? Paragraph. If we can put it up 

9 on the same screen^ If not, just put up the 1 198 

10 BY MR. BORROW; 

11 Q. There we have Figure 1. You can see in Figure 1, can 

12 you not, there is this sort of shadow right there, that's 

13 the plastic cover^ right? This portion that sticks out 

14 over this endoscope; right? 

15 K The one that is labeled 11? 

16 Q. I think it's labeled 18, right there. That's the 

17 plastic cover; right? 

18 A. Yet. 

19 Q. And what we just read in the Roos *661 patent, die 

20 later oatenL it's taflemfl there about an electrode that 

21 is separated from the tissue by a plastic cover, rigtf? 

22 A. Sorry. Say that again? 

23 Q. In the *667 patent, it talks about a cutting 

24 electrode that is separated from the tissue by a plastic 

25 cover? 
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1 in this patent is that using tins device as it was 

2 designed, that the return elertrode and uSe treatment 

3 electrode can only enter into electrical contact with 

4 the cutting electrode ekctrolyticalry via the secretion 

5 which t$ present during this, cutting process. 

6 Rigjit? That's what he says? 

7 A. That's what he says. 

8 Q. Wouldn't you agree with me, sir, that if there were 

9 saline or Lactated Ringer's that were present in that 

10 fluid, in that washing liquid as be describes, one would 

11 iKrt need secretions from the body to malce that fluid 

12 electrically conductive so as to electrically connect 

13 the treatment electrode with the neutral dectrooc? The 

14 liquid would already be conductive and secretions wouldn't 

15 be Deeded; isn't that right? 

IS A. And that's actually one of the reasons why this 

17 particular passage in *667 is confusing, because of the* 

18 fact that we know that at least ooc configuration of Rnos 

19 works, clinically works, because he couldn't have 

20 OfMVfl X*trd 1? mwwlitwt <nntfwmt h^tn? »Mr frt ****** 

21 tissue. And he c&i resect - let me finish, please. He 

22 did resect tissue using washing liquid. 

23 So that's one of trie reasons why mis 

24 particular passage b confusing to me. 

25 Q. Well, let's back up a little bit then, because you 
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1 also testified earlier about the Roos and Elsasser article; I 

2 ccuiect? 2 

3 A. Yes. 3 

4 Q. And the reduce rod Elsasser article talks about some I 4 

5 surgeries that were performed; right? 5 
A. Correct $ 
Q. And in the Roos and Elsasser article, the instrument 7 
that was used was essentially the instrument from Figures $ 
7 and 8 of the '198 patent; right? That's the one that was 9 
used to perform the surgery? to 
A. That conjuration was the one that was used to 11 

12 perform the surgeries. They also tried another 12 

13 configuration, and I have forgotten which figure it 13 

14 refers to in the patent, that worked but not as weH 14 

15 Q. But the one in reference to that you said was used 15 

16 in surgery, that is Figures 7 and 8 in the MM patent? 16 

17 That's the one that is described? 17 

18 A. Absolutely. lg 

19 Q. Not Figure l,correct, but they describe Figures 7 19 

20 and 8? 20 

21 A. Okay. 21 

22 Ql So my questions have to do right now with what ts 22 
25 described here for Figure I and this language here in 25 

24 '667. * 24 

25 Now, wouldn't you agree with me, sir, that if 25 
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treatment electrode and the neutral electrode? Isn't that 
true? 

A. Explain to me the logic again? 
Q. I am simply saying, sir, that if electrically 
noricorafuctivc fluid were mtroduced, if that was 
wtrcduced into the body, then b «fa to electrically 
connect and have a good electrical ccmnerion between the 
trcarjDort electro^ 

need to have secretions from the body in order to make 
that fluid electrically conductive? 
A. In which case the fluid would be electrically 
conductive, right. 

Q. I am simply saying if you introduce a nonconductive 
fluid and there arc secretions into the fluid, then you 
would need those secretions to have an electrolytic 
ccnraccticnv between tbc treatment dectrtxie and the neutral 
electrode; right? 

A. I follow your logic. And once again — 
Q. Can you please answer the question? 
A. The answer is yes. I follow your logic, hot it's \ 
confusing. That's alL 

Q. Butljust want it to be clear that your answer* t6 
my Question is if you totroduce an electrically 
rionconductivc fluid, you would need secretions from <he 
booV to couple the treatr^ 
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1 the liquid used with Figure 1 were electrically conductive 

2 fluid when it was introduced into the surgical site, that 
secretions into the fluid would not be necessary in order 
to make it electrically conductive so as to electrically 
couple the active and the return electrode together? 
Wouldn't you agree with that? 
A. I would agree with you. But once again, it's 
conlusing, because I think you have already established, 
in the course of your summation on me, that the washing 
liquid that was used in '198 is the same washing liquid 
throughout; right? And, therefore, if the washing liquid 
that was used -mat was used throughout all the 

15 different configurations; if the washing liquid was 

14 successful in Figures 7 and 8, clinically, then it must 

15 have been electrically conductive fluid Thaeisa 
16* logical connection there. 

17 Q. Well, that's what you arc saying now. But isn't 

18 it true, sir, that electrical current can flow througii 

19 electrically nwjeonductive fluids? Isn't that true? 

20 A. Yes, it can. 

21 Q. And isnl It also true that if an electrically 

22 nonconductive fluid were introduced into the surgical site, 

23 mat you would need secretions from the body in order to 

24 make the fluid conductive so as to inaintain a good 

25 electrical connection, electrolytic connection between the 
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electrode. Is mat a true statement? 
A. I think the answer is yes. But I still think it's 



Pagcl! 



Q. All right Now, let's see if we can go through the 
rest of this paragraph and see if there b any more 
clarity here, because it also says, in this paragraph h 
Colmnal, that because of mis problem, that the device 
was relying upon tissue discretions, it says that it was 
difficult to maintain the current intensity required for 
troubled cutting 

manner at the cutting electrode, r 

Do you see that? 
A. Yes. 

Qi And the import of that is that the fluid that was 
being used with this Roos * 198 patent, Figure 1, was that 
the fluid wasn t sufficiently conductive to be abb to do 
trouble-free cutting; correct? « - 

A. Ojc of the problems I am having with this is, this 
particular paragraph doesn't even reference any fluid at 
alL So I am wondering if this device wasnt used or 
intended to be used for open surgery. 
Q. Well, that tsnothow it's cfescnl)ed in the '198 
patent,isir? to the U 98 patent it says that Fi^ 
is used with washing liquid; right? 
A. The thing is, if you read the first sentence, in a 
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1 known cfcctrosorgical high-frequency cutting instrument 

2 of this kind, does that mean it is exactly the same or 

3 does that mean it is sort of similar? 

4 Q. mttaoescriptiontedtess^ 

5 parent application to the f l98 patent; right? 
* A. I agree with yon on that 
7 Q. In the * 1 9 8 patent, every single device that is 
S described in there is designed for use with fluid; 

9 correct? 

10 A. Yes, it is. 

tl Q. And in every single one of those, every single 

12 embexfiment in the Roos M98 patent is described as being 



13 used with some type ofwashing liquid; correct? 

14 A. Itts. 

15 Q. All right Now, wouldn't you agree with roe that 

16 what Mr. Roos is saying here in his patent, when he is 

17 describing the parent application to the 1 198 patent, he 
IS is saying here that when you use to 

19 there was not sufficient excretion from the body to make 

20 the fluid sufficiently conductive so that you could get 

21 trouble-free cutting?' Isn't that the import of this 

22 paragraph? 

23 A. He is saying that But there is no reference to any 

24 other fluid 

25 Q. Bat that is the import of this paragraph; correct? 
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Q. And so I take it what that means is that you have 
been able to review the Roos 1 1 98 patent and you have been 
able to locate somewhere in those figures some (fiscussion 
of the location of where the connector is to connect back 
to the generator, right? 

A. Well, there is a connector. There has to be, 

Q. laro not asking you that question, I am saying 

that you have been able to review the '198 patent and you 

have been able to discern some description ra there of 

the locatioQ of the connector. Hot that there is one. 

But the specific location of it; right? 

A. There is not a specific reference to a location of 

the connector. 

Q« All right So here, when you marked on this board 
that the limitation was met, that the connector is near 
the proximal end of the shaft, the Roos *198 doesn't say 
where tie connector is; correct? .. - 

A. The patent does not say -the patent does not say 
expEcitly where the connector is located. 
Q. Ail right Now, since we are on the subject of Mr. 
Roos- 

A. YwobiealizethataHitsecto^ 
at me back end of the 

tcscct o sco p e* 
Q. I oWt realise that In all events, in the • 198 - 
patent, dm b no discussion of where the connector is? 
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A. Yes. 

Q. All right Now, I have another question about the 
Roos M98 patent 

If we could put that back up and take the •667 
patent downu. 

In the *1 98 patent, there are of course a large 
number of figures and we have gone through a couple of those 

8 already; correct? 

9 A. Right 

10 Q. I think earlier you had put up on the overhead 
Figures 7 and 8 when you were going through your direct 
exajmnatioa; correct? 
A. Yes, I old 

Q. And one of the things that you said was that in the 
M98 patent that there is a disclosure of a connector; 
correct? 
A. Yes. 

IS Q. And you said that the connector was located, the 

19 language of the claim says mat the connector is near the 

20 proximal end of the shaft; right? 

21 A. Yes. 

22 Q. And so it's your testimony here today that the 

23 figures of the '198 patent show there is a connector near 

24 the proximal end of the shaft; is that right? 

25 A. Yes. 
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correct? 

A. That's correct, yes. 

Q. When you said there is that discussion, that wasn't 
true, was it? 

A. No, but men again- 

Q- There is nothing m the '198 patent that says that; 
correct? 

A. There is nothing in the '198 patent that says it 
explicitly. But there arc no rcsectoscopcs on the market 
that donl have a connector at the end, on the back of 
the resoctoscopc r 
Q. In the market, you said? 
A. Lithe market 

Q. Wiyck»Hwcmin,then,toD^ Ittsis 
the Roos and Bsasser article. Perhaps we can put up the 
German language original Do you have that, sir? 
A. Yes. « 
Q. Why don't we go to Figure 3. 

How, if we can highlight Figure 3 , please. 
Here in the Roos and Bsasser artide, in the first part of 
the article, once again, there is a discussion of a 
monopolar TUJtf procedure; correct? 
A. You arc asking me if there is a discussion of 
conventional TURT? 
Q. Monopolar? 
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A. Yes, there is, 

Q. And Figure 3 is one of the figures that Roos and 
Ekasscr used to describe that conventional monopolar 
procedure; correct? 

A. I am just reading the English version of this. 
Q.. Fair enough. I am, too. 
A. Yes, his. 

Q. And so what is being shown here in Figure 3 is a 
resectoscope that is being inserted into the body; 



correct? 

A. Well, I believe what is being shown here, you have 
got the resectoscope there. This represents the bladder. 

13 And dns r e pr ese nts the prostate; 

14 Q. So right here, that region that I am circling now, 

15 which is cross-hatched at about a 45-degree angle, that 

16 area Acre Is the prostate; is that right? 
A. That is correct 

18 Q. And that's tissue? 

A. Yes, us men would consider it to be tissue. 
Q. Fair enough. And so here, this is the tip of the 
21 resectoscope; right? 
A. Yes. 

Q. The part that I am circling there. And this little 
24 loop here, that is the treatment electrode; correct? 
A. Thaf s tte cutting loop, yes. 
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A It docs show current flow. Ukc I said, it is not 
entirely correct 

Q. But .let*s talk about the part that is correct I 
think it's correct, isn 't it, that this fluid that the tip 
of this device is in would have been essentiaUy soiiKthiag 

6 like glycine or some simflar electrically ixrncooductive 

7 fluid You wouldn't in a monopolar device using saline 

8 or Ringer's lactate? 

9 A- The rjiropcans favor mannitoL But it could have been 
* glycine. 

Q. In all events, it could have been glycine; right? 
A. That's correct 

Q- Now, sinular to the '198 patent, the Roos article 
doesn't use the word saline; correct? 
15 A. It uses washing liquid or wasra^ flnii somcdu^ to 
" thateffect 

Q. Ithiiikft'stoiratelifcct The words are a little 
bitififTcrcot But he doesn't use saline; correct? 
A. fie does not use saline. 

Q. He doesn't use Ringer Lactate or Lactatcd Ringa's? 
A. Correct 

Q. Iuiinkwhatbcdc<3say,tfyou 
translation at Page 2, it • s described as irrigation liquid; 
24 correct? About the middle of the page, sir. 
" A. Yes. ThcirrigagonKqutcl 
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Q And these lines here that go back to the 

2 resectoscope, those arc current flux lines; correct? 2 

3 A. Yes. 3 

4 Q. And what is being depicted here is current flux 4 

5 lines between this loop and the flux lines going back to 5 

* essentially a metal portion of this resectoscope; right? $ 
1 A. That's right 7 

* Q. And you already said that this is a monopolar 8 

9 ernhcKiiment; correct? 9 

10 A. For conventional - yes. jq 

11 Q. VVTiat is cfepicicd here is monopolar; ri^ u 

12 A. Right n 
Q. There is no return electrode there, is there? 13 
a. Right 14 
Q. What this is then stowing is current flow through 15 

U what must have been electrically nc^nductxvc fluid 1$ 

17 because that is the fluid that was used in monopolar 17 

18 dectrosuxgery; correct? ig 

19 A. Actually, this diagram is not entirely correct, 19 

20 because what actually happens is you have current flux 20 

21 lines that flow back to almost all parts of the body, 21 

22 including at the endoscope. 22 

23 Q. But this is showing current flow through what must 23 

24 have been a nonconducrive fluid because nonconductive 24 

25 fluids were used in monopolar TURP procedures; right? 25 
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Q. And 50 that irrigation Liquid would have been glycine 

ormanmtolorsomedectrtc^ 

right? 

A I think at this point, isn't be talking about his 
invention, the actual ~ 

Q. Well, this is a discussal 

And $0 we are talking here about a conventional approach; 
correct? 

A Gh, I am sorry. Yes, you arc right 
Q. Fair enough. 

How, just to anticipate maybe where you vvcre^ 
going, if you tarn to page and look at Page 4, t believe 
here he is talking about the b^lar cmbah^ts; n^ht? 
This is the begmning of that di scus sion? 
A. Yes; thafs right 

Q. And m Paragraph No. 1, at the very end ofthat 
sentence, he talks about the fluid that is used. Do you 
see that? 
A Yes. 

Q. And he calh it irrigation liquid; right? 
A Yes. 

Q. And Uiose are the same VAjrd^ that 

the fluid that was used for the monopolar embodiment on 

the previous page; correct? 

A. Yes. Hot the same fluid, but yes. 
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t Q. He describes them using the exact same words, 

2 doesn't he? 

3 A. He uses the exact same words, yes. But that doesn't 

4 necessarily mean it's the same exact fluid. 

5 Q. The same words arc used; right? 

6 A, Yes. 

7 Q. How, let's go back to the previous page. 

8 A. Arc we on Page 3 now? 

9 Q. I am sorry. I believe we arc on Page 2. Again, 

10 this is the monopolar embodiment, so we know that it would 

11 be mannito! or glycine or some similar fluid; correct? 

12 A. "That's right 

13 Q. How, if you look at the English language text for 

14 Figure 3 that we were looking at earlier, do you have 

15 that, at the very bottom of Page 2? 

16 A. Right 

17 Q. And in that description, Mr. Roos and Mr. Bsasser 

18 are describing that current flows directly from the 

19 cutting loop to those parts of the lescctoscope projecting 

20 into the irrigation fluid Do you see that? That's in 

21 the text at the very bottom of Page! 

22 A. Yes. 

23 Q. So here in the article, Elsasscr and Roos arc talking 

24 about current flow in the monopolar embodiment; right? 

25 From the cutting loop back to the resectoscope; correct? 
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1 Patent Office in relation to the prosecution of the ' 536 

2 patent? 

3 A. That's correct 

4 Q. And the '536 patent and its claims issued over this 

5 Doss patent; right? 

6 A. That's correct 

7 Q. And the Doss patent also was given to the Patent 

8 Office in connection with the reexamination of the 536 

9 patent; aarrect? 

10 A. Once again, there were a lot of patents that were 

11 considered. 

12 Can you show mc that, just so we can clarify 

13 it? 

14 Q. Maybe we will get to that a little later. Why don't 

15 we talk abort what is actually^ 

16 point? 

17 A. Okay. 

18 Q. Now, m the Doss patent, why- 

19 MJLBOBROW: why don't we put up Figures 7 and 

20 8? 

21 BYMUBOBROffife 

22 Q. I think those were the Figures that you had up 

23 earlier* 

24 In this patent, this was the figure that you 

25 had up earlier, right, just without the colors? 
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1 A. Yes. 

2 Q. Let me shift gears and ask you some questions about 

3 the Doss '007 patent Do you have that, sir? That's 

4 OTX-17. 

5 A. I have it in front of me, yd Yes, Ida 

6 Q. And the Doss patent is one of the patents that you 

7 talked about on your direct examinatioo with respect to 

8 the '536 patent; correct? 

9 A. Yes. 

10 Q. And the Doss patent is a patent that was actually 

11 cited during the prosecution of the '536 patent itself; 

12 right? 

13 A. I will take your word for it There were a lot of 

14 patents that were cited and I don't have that in front 

15 of me. Sol will take your word for it 

16 Q. VVhyckm't we actually show tt. 

17 MJLBOBROW: why don't we pull up JTX-17 

18 BY MR. BOBROW: 

19 Q. And if you look in the US. patent document section, 

20 if you highlight that, you wiB sec, I believe it's the 

21 fifth one down, it says, 4,3*1,007 to Doss. 

22 Do you see that? 

23 A. It is verified, you are right 

24 Q. And so the document that you were cfescribing earlier 

25 as the Doss patent, that patent was considered by the 
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1 A. Ye* 

2 Q. And now, in the text of this patent the Doss patent, 

3 intbetextof fr, there is rx> describe* of any 

4 electrodes that are shown in this embodiment 

5 They arc never oescribed as being a return 

7 A. We sr^dficaBy mentioned those words are not 

8 specifically used, return clcctroac? 

9 Q. That's correct 

10 A. Yes. 

U Q. Return dectrode is not a term that is used here, r 

12 is it, in the Doss '007 patent? 

13 A. Just hold on a second 

14 I don't believe it's used. 

15 Q. Right In fact, if you look at Column 4, it says, 

16 tubular electrodes 34 and 36, for example? There are 

17 other places, as welt But in each case where it * 

18 describes the electrodes it calls them dectrode*. It 

19 doesn't call them, for example, a return dectrode; 

20 correct? 

21 A No, it does not 

22 Q. Now, in the various embodiments of the '007 patent, 

23 would you agree that each of the electrodes in this 

24 configuration is designed in a way that it will have a 

25 high current density at the tip? • 
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1 A. No, I would not 

2 Q. All right So just to be clear, your testimony is - 

3 Jet mc ask it specifically again, just so it is clear. 

4 Would you agree with me that each of the electrodes m 
3 the figures of the Doss patent is designed in a way that 

6 will have a high current density? Do you disagree with 

7 that? 

8 A. When you say high, arc you saying that both 

9 electrodes have high current densities. Is that your 
10 question? 
11 
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MJt bob ROW: oh, no. Please don't 
I apologize, your Honor. I didn't know that 
was going to be put up. 

THE COURT: Okay. 
BYK0LBQBR0W: 

Q. This is in the second tab, Taylor deposition. March 
28,2003. And this h Page 481. 
Do you have that sir? 

A. Yes. 

Q. And at Page 48l t I asked you the following question 
and you gave the following answer. 

"Question: If you look at the figures in text 
of the Doss '007, would you agree that each of the 
electrodes is the embocfiineots described is 
waytljatuwiUliavcahigh 

And in response to my question, you answered in 
your deposition; 

•Answer: Yes.* 

Is that correct? 
A. Yes. 

Q. Now, m the devices in Doss, there are a number of 
them that arc depicted; correct? Probably seven or eight 
figures; correct? 

A. There are a number of figures, yes. 
Q. And would you agree with mc that in each of the ' 
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* 
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8 
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10 



Q. Each of the efcetrodes is designed ina way that 

3 will have a high current density. That $ the question. 

4 A. I think the answer may be yes, but I think coe of 

5 thcdectrodcswiUhavcahigfaff 
other. 

Q. That's notiny question, sir. 
A. Okay. I understand. 

Q. My question is in this patent, for each embodiment, 
in each of the figure^ is each of die electrodes designed 

11 in a way that will have a high cuncot density? 

12 A. I'm not sure I agree with that 

13 Q. Well, you recall I asked you about the Doss patent 

14 at ywir deposition, dent you? 

15 A. Ycsl 

16 Q. And you had reviewed end studed the Doss patent 

17 before the deposition; right? 

18 A. Yes, 

19 Q. And again, the Doss patent was a reference that you 

20 talked about in your report; correct? 

21 A. Yes. 

22 Q. All right. How, if you would please turn to Page 4S1 

23 of your deposition-. That is in a white binder. 

24 a. Which day? 

25 Q. Pardon me? 
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embodiments, the current density of one of the electrodes 
Is substantially the same as the current density of the 
other electrode or electrodes in that configuration? 

mil bobrow: why don't wc put Figure 7 back 

up? 

THE WITNESS: can you - arc you going to put 
trie figure back up? 

BY MJL BOBROW: 

Q. Well, actually, why don't you just answer the 

question, sir? Would you agree with mc that each of die 

electrodes has substantially the same current density as* 

the other electrode f or any given one of the devices that 

is used or described in that patent? 

A- I oWtthmk that's correct 

Q. All right WeU, remember I talked to you about 

this in your deposition as well; correct? 

A.' Right. 4 - 

Q. And you answered my question at that tune under oath, 
didn't you? 

A. Yes, and I think I misunderstood your question, but 
that's- 

Q. All right Well, we can get to that in just a 
rninute If you take a look, please, at Page 482 of your 
deposition. 

Do you have that sir? 
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A. Yes, Ida 

Q And at that time, I asked you the following questions 
and you gave the following answer 

■Question: And in each of the embodiments 
shown, would you agree that the current density in each of 
6 the electrodes is substantially the same as each of the 
other electrodes to the embodiment?* 

And there was an objection by Mr. MacFcrrin and 
you gave the answer 

"Answer: Does that mean from one embodiment 
to another or just within the same embodiment? 

"Question: Good question. Within the same 
embodiment is what I meant, that the electrodes had 
14 substantially the same current density? 

'Answer: It would appear that that Is * 
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15 



16 correct.* 

17 That's the testimony you gave back on March 
IS 28th, 2003; correct? 

19 A. 11^ is testimony, and it is also a ra^^ 

20 Q. So you believe your testimony back then was mistaken; 

21 is that correct? 

22 A. I made an error, yes. 

23 Q. Did you correct that mistake? 

24 A. No, I was under the impression I could not correct 
23 tcstnnonial mistakes. I could only correct typographical 
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Q. Yes; 

A. If you would, please 

Q. I was simply asking if each dectrooe in this proc< 
design is designed to cause a tissuccfTcct That's my 
question. 

MR. MARSDEN: Tour Honor, objection. This goes 
to an issue that dealt with claim construction. An issue 
which your Honor made a ruling. 

THE COURT: Well, why don*t we take our lunch 
10 early because I have to mink about that one. 

All right Ladies and gentlemen, we'll take 
12 our lunch, a half-hour, and Til just remind you not to 
discuss the case among yourselves. 

(Atduspomtthejurytr^Ieftthe 
courtroom, and the following occurred without the presence 
16 of the jury.) ' 

THE COURT* All right You may step down, sir. 
Irt's have trc question again and the objection. 
M*. BOBROW; l believe that the question was 

20 sunply whether caefce/ to 

21 Roos patent is designed to cause a tissue effect And I 

22 believe that that b qui te relevant, your Honor, to the 

23 claim construction here and to whether or not this device 

24 <£scIoscs an active electrode and return electrode and 
23 thafg where the testimony fa going. 
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errors or grammatical errors. 

MR. BOB ROW; Lcfs put Figure 7 up, okay? 

BY MR. BOBROW: 

Q. Now, here in this figure, this is the one you had up 
earlier; right? 
A. Yes, it is. 

Q. And there are here at the tip of the device some 
lines there. Do you see those? 
A. Yes. 

Q. Some dashed lines. And thafs designed to represent 
a current flux line; correct? 
A. The dashed lines represent current flux, yes. 
13 Q. Right And would you agree here that this is 

showing the current flux between these two electrodes; 
15 right? 
A. Yes. 

Q. All right And would you also agree that each of 
IS the electrodes as shown here is designed to cause a tissue 
19 effect, in this case in the eye? 

A. Well, that's sort of goes to the heart of why I 
think there is an error on my part 

22 Q. Well, but I would like you to answer my question, 

23 please? 

24 A. Okay. Repeat your question. Vm sorry. Repeat your 

25 question. 
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MR.MARSDEM: Right, that is where the 
testrnwrn/ is going. Aiidthcy requested a daim 
construction fctf 

tissue effect and your Honor rejected that construction, 
so that's not a basis oo which to say this is not a 
return electrode. What your Honor ruled was that youkok 
at the. current density, so that line of questioning was 
appropriate, but the line of questioning regarding tissue 
effect is not . 

mr. bobrow; But I believe the construction 
does talk about the active electrode stimulating the r 
tissue so that is where this goes. I'm asking him whether 
or not each of the electrode has that tissue effect such 
that you would have tissue stimulation. It's directly 
relevant; your Honor. 

THE COURTS so which claim construction are 
you talking about? * 

MR. BOBROW: This has to do with the definition 
of an active electrode and the return electrode. And the 
definition of active electrode involves tissue stimulation. 

MR. marsden: It's S and 9, your Honor. 

MR. BOBROW: And so Pm simply trying to 
understand and get testimony from this witness about the 
tissue stunulaiion effects tto 
have in this embodiment 
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THE COURT: All tight WeU, certainly the 
definition of active electrode is a stimulating dectrode, 
bat the definition of a return ciectrodc doesn't say 
stimulate, it just says it has a large area of contact to 
avoid a low current density. The only question is 
whether this, the question you are asking, is misicacfing 
because it is maybe inconsistent with what I've said 
MR. BOBROW: But, your Honor, respectfully, I 
am certainly trying not to be misleading. ] believe we 
are entitled to argue to the jury - pardon me. I believe 

11 that I should be allowed to argue to the jury. I request 

12 the opportunity to argue to the jury that both of these 
electrodes are active dectrodes and that both of them 

14 have mat tissue stimulation effect, that both of them 
have a high current density, that both of them have sharp 

16 e^iges and the like which would make them tissue treatment 

17 or tissue stimulation electrodes. 
THE COURT: Well, if you are saying there is 

no difference between the two, I mean I do behove that 
M under this definition there has to be a aliTerence between 

the active and the return. If you are saying and your 
22 point is that in the Roos prior-art reference there is no 
difference between the two, then mat is an appropriate 
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MR. MARSDEN: Thank you. 

THE court: should we address the other issue? 
MR. HEBERTi It's an issue Mr. Blurnenfeld has. 
THE COURT: Why don't we do that 
MR. BtUMENFEUk Your Honor, it's an issue! 
raised this naming that Simm & Ncpran? adWsed us last 
night that they intend to use with Mr. Raffle this 

8 afternoon, the Ethicon 1 icense agreement and their antitrust 

9 counterclaim. And when I asked Mr. Hcbcrt this morning in 
s ^ the ball whether he still intended to do that, he said yes, 

because I had opened the door to that on my cross- 

12 exarninationof Mr.Sparlci If I opened the door on the 

13 Ethicon Hcense and the antitrust counterclaim, I missed 

14 it, and I guess it 's to Mr. Hcbcrt to explain how I did 

15 that 

16 THE COURT: And what relevance it has in the 

17 first instance. 

18 MR. HEBERT: What this goes to, this is raised 

19 in one of the motions in limine and ArthroCarc moved in 

20 limine to keep out evidence of the antitrust issues. Your 

21 Honor coctfidooalry granted mat and said - ttes is Item 

22 No. 7 in motions in limine, It was granted so long as 

23 ArthroCare does not introduce evidence regarding fa 

24 Ethicon license And then the ruling goes on to deal with 

25 the issue about feharmf^ 
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establish by the testimony that both of these have a l 

2 tissue effect I think you heard, your Honor, in the 2 

course of the testing j 

devices are designed in a way that the return electrode 4 

5 is very benign, that it dcesnl arc, that it's not . 5 

6 designed to remove tissue or what-have-you because of its $ 

7 dm and otherwise 7 
Z And it's ArthroCare^ position that both of 8 
9 these electrodes are active, that both of them have a 9 

10 tissue cfTcct have high current density and stimulate the 10 

11 tissue. Tnat's where we're going with mis. I bdievo u 

12 it's a fair line of questioning. ] 2 
MR. MARSDEN: ihe tissue effect is not part 13 

14 of the definition of return dectrode, and I think the 14 

15 argument there is do return electrode in this particular 15 
prior-art reference and because it does, in fact, have a 16 
larger area of contact and a fower current density, it 17 

18 does meet the Courts definition of return electrode* 18 

the court: wdt, that's argument 19 

MR. BOBROW: That's argument 20 

THE COURT: 1 think that is argument 21 

Vm working the jury mstructions and verdict 22 

form, I apologize if I'm not keeping up to speed with 23 

24 youafl,tottIthJiikit*$ato 24 

25 right 25 
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hero. 

And Mr. Bhnrafcld did gel into this fa cross- 
cxammofcoa of Mr. Sparks when he is asking tin about a 
Smith St Nephew document wUch nBa about coxnpetitioo tad 
he diects him to mat and he dhrca hini to tte poraoo - 
that dbensscs that Mfefc and Stryker - now, Mtek It a 
^vision of Etttcoc, to when it talk* about Mhdc, tbere 
is no dispute about this, it's talking about Ethicon at 
wdL hUoacxad the s*me-ftr* paying royamotb 
return for ficensbg me AnfcroCarc patents. 

So that fa whrt he walking Mr. Sp^tbout r 
in his cross-exaimnatioo. He was Miring bin if be knew 
about the Anhrodre palcntt that war being discussed in 
icgard lo fratEeemmg point and dxameot 

MRBLUMEHJEUfc YOUT HOOOT, I htVC t 
tranreript What I asked him, thxt b fee question: 

•tjtttstiwt: UnoCT except M the top. ^ yon ♦* 
caalughgfofathitsoctkm to 
right m the middle, to key ArthroGue patents and 1 
highEghtaithcttW vwds ^ArtbioGirc patents.' Do 
you see? fc's the third Ene down. 
"Answer: mthatsccoou? 
T^ocsfcoa: At me top of me page. 
"Answer. Right I have got it 
"Question; Do you know what key ArthroCare 
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1 patents were, what key ArthroCare patents were that Smith & 

2 Kcphcw was referring to?" 

3 That was my question and it had nothing to do 

4 with licenses, I didn't ask about licenses. Ihavea/t 

5 asked anyone about licenses. 

6 MR. HEBERT: But at the same tin* he asked the 

7 question, be broadcast the marketing plan and highlighted 

8 the portion of the marketing plan that talks about the 

9 Mitek and Stryker paying royalties to ArthroCare in terms 

10 of the licensing. 

11 So that would be what we say would open the 

12 door. 

13 THE COURT: And what is the relevance of this 

14 evidence in the first place, given the fact you have so 

15 little time to present evidence in the second place? 

16 MR. HEBEET: To undercut any suggestion that 

17 the patents are strong because thc/rc licensed They're 
IS licensed because of this very unusual relationship that 

19 ArthroCare and Etrdcon have entered into which gives rise 

20 to the antitrust claim as opposed to any strength in the 

21 patents* 

22 It would only be a couple questions, two or 

23 three Questions, 

24 TOE COURT. Yes, but it's such a subtle point 

25 I don't beHeve that it's appropriate. 


Page 1395 

I 

2 AFTERNOON SESSION 
3 

4 (Proceedings resumed at 1:30 p.m.) 
5 

6 THE COURT: All right Let's bring the jury 

7 m. 

8 (At this point the jury entered the courtroom 

9 and took their seats in the box.) 

10 THE COURT: Mr. BobfOW. 

11 MR. BOBROW: Thank you, your Honor. Good 

12 afternoon, ladies and gentlemen. 

13 BY MR. BOBROW: 

14 Q. Good afternoon, Dr. Taylor, 

15 A. Good afternoon. 

16 Q. I believe that at the close of c«r session before 

17 lunch, I had asked you a question, and there was an 

18 objection to that I think that issue has now been resolved 

19 Let roc go back to that question. We were 

20 talking about the Doss 'OO? patent; correct? 

21 A. Correct 

22 Q. And I had asked you some Question^ example, 

23 about Figure 7 of the Doss ' 007 patent Do you recall, 

24 that was the context for our discussion? 

25 A. Yes. 
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1 All right Let's take some time. 

2 MS. BOYD: Your Honor, we would like to read 

3 an Inberrogatory response sometime before dosing our case, 

4 Interrogatory Response Nd 7. We have an agreement, I 

5 beEeve, from the other side. 

6 THE COURT: interrogatory Response No. 7? 

7 MR. BOBROW: Ho objection, 

8 THE COURT: All right 

9 MS. BOYD: ibankyoo. 

10 (LoDcheoo recess taken at 1:10 pja.) 
U 
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1 Q. And 1 asked you a question before hinch, and this is 

2 the question I would now Eke you to answer. Is it true 

3 that in die Doss '007 patent, that each electrode in each 

4 of the probes is designed to cause a tissue effect, in 

5 this particular case in the tissue of the eye? 

6 A. Would you mind putting back the figures, the two 

7 figures? 

8 ThankyotL 

9 Q. So again, my question, sir, simply is, is each 

10 dectrode designed to cause a tissue effect? 

11 A. Yes. r 

12 Q. Now, in this figure, we had talked about these 

13 current flux lines before roach. 

14 Do you recall that? 

15 A. Yes. 

16 Q. And here - and it's probably hard, given how shaky 

17 I am with my pointer - do you see that number 402? 

18 A. Yes. 

19 Q. And there is a region here right underneath this 

20 electrode where h appears that the current flux lines 

21 are not shown. Do you see that? Right fn this region 

22 here. Just above 102, it appears it Is not showing a 

23 current flux line in that region; correct? 

24 A. That's correct, yes. 

25 Q. Instead it is showing these flux lines going out 
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this way, from here in this case the right to the left, 
and hoc from the left to the right 

Do you sec what I am talking about there? 
A. Yes. 

Q. tow; imagine, if you would, instead of pointing down 
in this fashion, yon sort of looked at it end on and you 
locked at those current tines end on. Do you have that in 
mind now? 
A. Ye* 

Q And if the current lines were as they are depicted 
here, going from this electrode to hot and from this 
electrode to here, essentially, those current flux lines 
would look sort of lilce a donut; right? 

In other words, yon have a hole in the ™?AiJ* 
where there weren't current flux lines, then you would 
have some current flux lines In sort of a donut shape, 
Is that fair? 

A. Yes. I am not sure exactly how the donut would look. 
It might not took like a regular donut we arc familiar 
20 with. A toroid of some sort 

Q. And a toroid is basically just a ring correct? 

22 A. It's a three^fimenskmal ring, yes. 

23 Q. It is sort of like a washer that you might use with 

24 a nut and a bolt; it's got a hole in the middle and there 
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flows essentially in a tccns-shaped volume under and 
between electrodes 72 and 74. 

Do you see what 1 am referring to there? 
A. Yes. 

Q. Now, when it is referring there to a torus-shaped 
volume, that is referring to the volume of tissue that 
is being treated in this case by the efcctrosurgical 
energy of this device; right? 
A. That's what it would imply, yes. 
Q. And the Doss patent is generally describing an 
ekxtrosurgical device that is designed to use this 
current to provide some heating within the corned 
other 'tissues of the eye; correct? It is supposed to 
provide some deep heating, essentially? 
A. Heating. I am not sure I would characterize it as 
deep. It t$ designed to shape the cornea. 
Q. So what this is saying then - if we could back to 
Fi^7-kthatbotoofthesec!e^ 
it describes as electrodes 72 and 74, fa each of these 
regions, one to the left and one to the rigjrt, you will 
have as a resuh of the current flow between those 
electrodes a region of tissue that has been warmed or 

23 heated and thereby treated wi thm the eyt» in fins torus 

24 shaped fashion; is that right? * 

25 A. Correct 
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A. That's right It's sort of a Tbahnas (phonetic) 
washer. 

Q. .Why o^^we takealook,th<^etthcDos3W 
patent Specifically Column 5? 
A. Which ooe is that again? 
Q. TheDTXnuxnberisl7. 
A. 17. 

Q- Okay. Do you lave that, sir? 
A. Which one was it again? 

10 Q. Column 5. Tbe paragraph that I have interest in, 

11 actually, starts around Line 27." It begins, Egur«7 

12 and*. 

MR. BOBROW: Chris, do you have that? 
trewttwess; okay, I «e it 

BY MR. BOBROW; 

16 Q. All right And here, thispart of the Doss • 007 

17 patent is talking about the figure that you bad up to 

18 dinxiexamirutioo and the figure, mfcct,that we just 
to had up and were talking about with these donut or toroid* 

20 shaped lines; correct? 

21 A. That's correct 

22 Q. If you take a look at about Line 43, thocisa 

23 sentence that says, quote, An advantage of this particular 

24 electrode configuration is that a ring or torus-shaped 

25 treato^ region can 
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Q- Now, on the direct examination, you had said that ~ 
this I>oss patent anticipates Claim 45 and - and the 
dependent claims with respect to tbe '516 patent; correct? 
A. Ye* 

Q* And one of the limitations of Claim 45 of the '536 
patent, and thus a limitation in all of the claims that 
depend from it, is the liniitation that provides that you 
have a corrector near the proximal end of the shaft. 

Do you recall that? 
A. Rigbt 

Q. And the proximal end of the shaft is sort of the * 
bade part of the shaft, not the tip of the device that 
you would be inserting in towards the tissue treatment 
area, but removed from that towards the back; correct? 
A. Yes. 

Q. And here in the Doss '007 patent would you agree 
with me that there is no disclosure <>f where tte cenneetor 
is located, b other words, there is nothing that tefls 
you where the connector is located with respect to the 
shaft? 

A. Hold on a second. 

I believe that's correct There is no 
specific mcntioo of the loca&xx of that 



ArthxoCare v. Smith & Nephew, CA No. 01-504 (SLR) 



Page 1397 -Page 1400 



A 15525 



Jury Trial - VoltnneO . Condensclt™ Thursday, May 8, 2003 



Page 1401 

1 

2 Q. Okay. Now, you had also mentioned that you believe 

3 that the Doss '007 patent anticipated some of the claims 

4 of tbe '-592 patent 

5 Do you recall that? 

6 A. Yes. 

7 Q. And I think that one of those claims was Claim 21 of 

8 the '592, which talks about a voltage in the range of 

9 from 500 volts to 1400 volts peak to peak; is thai right? 

10 A. Yes, that's the language I rcracmbcr. Yes. 

1! Q. And it's your testimony that the Doss * 007 patent 

12 necessarily discloses a voltage to the range of 500 

13 volts peak to peak. Is that true? 

14 A. I think it does dlsdose mat range, yes. 

15 Q. And the portion of the patent you base that 

16 testimony on was a passage at the very beginning of tbe 

17 text of the patent that talks about the vol tage being 

18 between about 20 and 200 volts RMS; correct? 

19 A. That's correct 

20 Q. What did you when you did your calculation to go 

21 from an RMS - that stands for roots means square, docs it 

22 not? 

23 A. Sure does. 

24 Q. So to go from the root means square voltage to tbe 

25 peak to peak voltage, you multiply the 200 that is set 
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1 A. However, it could be used with a sine wave 

2 generator. 

3 Q. But it could be used with a square wave generator? 

4 A. Could be. 

5 Q. And square wave generators arc known in the - 

6 electrosurgical art, artnt they? 

7 A. They are but not necessarily practiced 

8 Q. In fact one of the references, the Slagcr reference 

9 actually used a square wave generator? 

10 A. Yes, it (fid. 

11 Q. That was is the electrosurgical context; right? 

12 A. Yet. 

13 Q. So in terms of what b actually disclosed in the 

14 Doss patent, we don't know whether it was a sine wave or 

15 a square wave or something else. True? 

16 A. T*ua 

17 Q. Now, if you are calculating the pcak-to-pcak voltage 

18 from the root-mcaos*squarc voltage, if the waveform In 

19 Doss were a square wave, when you go from 200 volts RMS 

20 to peak to peak, fiat's 400, ba't it? 

21 A. Actually, if you actually use the correct formula- of 

22 the root*rneans>square calculation, which it's an 

23 integrations calculus. It depends whether or not the 

24 period of the square wave b equal 

25 But if you make the assumption - let me 
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1 forth b the page by 2.83 and that gets your north 

2 someplace of about 568 volt peaks to peak; right? 

3 A. Roughly. 

4 Q. Now, in terms of calculating the peak to peak 

5 voltage. isn't you true that ycuneed to know the waveform 

6 that the generator b producing? 

7 A. Yes, you do, 

8 Q. You need to know whether it's a sine wave, whether 

9 it's a square wave or some other waveform; is that contct? 

10 A. That's contct 

11 Q. And there b rKthing in die Doss patent that says 

12 that a sine wave b used with this generator; conect? 

13 A. That's correct 

14 Q. So we dont knowwbether there is a sine waveheie 

15 or a square wave or some other waveform; right? 

16 A. You're correct But to nry knowledge, there are no 

17 commerc latry-avaHabk square wave generators. 

18 Q. But you dont know what Mr. Doss may have been 

19 wrxkfog with mhb lab or what yc« Ira 

20 writing this application, do you? 

21 A. Not 

22 Q. And whether if s commercially available or not isn't 

23 the test bit? 

24 A. No, it's not the test 

25 Q. All right 
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1 finish - if you make the assumption that ban equal 

2 period, I think that formula b correct But frankly, 

3 I haven't done the math. 

4 Q. Okay. But it's your best understanding here that 

5 if you have a square wave where the waveform b symmetric 

6 and you go from &MS to peak to peak and it*s a square 

7 wave, then the Doss patent would be disclosing 

8 approximately 400 volts peak volts peak to peak; right? 

9 A. Yes, according to your formula. Now, like I'd said, 

10 I haven't done the math, but VU presume that you have and 

11 that you're conect . . 

12 Q. Now, you have a background to electrical engineering; 

13 b that right? 

14 A. Yes. 

15 Q. Now, let me ask you now a few questions about the 

16 Pao M99 patent And thb was another patent that you 

17 discussed thb rooming on your direct examination with 
IS respect to the '536 patent 

19 Do you have mat sir? 

20 A. Yes, I have it 

21 Q. Now, the Pao patent patent which b cax-2 U 

22 thb was one of the patents that was also to front of the 

23 Patent Office during the prosecution of the '536 patent; 

24 conect? 

25 MR. BOBROW: Why don't we call that up, Chris? 
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1 - THE WITNESS: YCS. 

2 BY MR. BOBROW: 

3 Q. All right And if you take a look down there maybe lea 

4 items down, you sec 4,674,499, Pao? 

5 A. Yes. 

6 Q. And that's mxnt 

7 A. Yes,itts. 

8 Q. And this same patent also was before the Patent 

9 Office in connection with the rc-cxaniioation ~ is that 

10 right-, of the *536* patent? 

11 A. I believe so, yes. 

12 Q. And with respect to the '536 patent, of course, the 

13 Patent Office granted ArthroCarc's '536 patent over the 

14 Pa© '499 patent; right? 

15 A. Yet. And that's prcoably one of the reasons why 

16 we're here today. 

17 Q. Now, as far as the Pao patent, I bcEevc that you 

18 had shown earlier a couple of figures from the Pao patent 

19 Why don't we pull op in the patent the figure that I think 

20 you had up, which I think was Figure 9. 

21 MR. BOBROW: can yoo call that up, please, 

22 Chris? 

23 And why don't you highlight Figure 9 onthat 

24 page? 
25 
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1 correct? 

2 A. Yes* 

3 Q. If you would, please, let's take a took at Column 9 

4 of the '499 patent and speaTtcafly there is a paragraph 

5 that begins about Line 48 and runs down to about 63. 

6 MR. BOBROW: Chris, if you could highlight that, 

7 pleases 

S BY MR. BOBROW: 

9 Q.Att right And we have the text up. I'm sorry, sir. 

10 Do you have that page? 

11 A. I'm sorry. You said Column 8 or 9? 

12 Q. 9, 1 believe is where we are. And we're at- 

13 A. Oh, yes. Okay, rm sorry. 

14 Q. No problem. So that paragraph begins, quote, The 

15 coaxial bipolar r^obes of &e present invert are used 

16 generally as follows. 

17 Do you sec what I'm referring to there? 

18 A. Yes. 

19 Q. And so what is being described here Is the use of 

20 the varkmnroc<3, and there 

21 the various probes are coaxial in this patent; right? 

22 A* Yes. 

23 Q. And as you move down in this paragraph, about Line 

24 58, Acre is a sentence that says, quote, Tbe end of fo* 

25 probe region is placed against the tissue causing 
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1 BY MR. BOBROW: 

2 Q. All right And is that the figure, sir, obviously 

3 with colors added that you were using during your <£rcct 

4 examination? 

5 A. It was one of the figures, ye* 

6 Q. And actually, the Pao # 499 patent desoiba a manber 

7 of different device configurations, doesn't it? 

8 A. It does, 

9 Q. And it locks like there are 12, 13, 14, some odd 

10 number of figures. There is a fair number. But would you 

11 agree with roe, sir, that the mstruments that are described 

12 here in the Pao patent all have what is called a coaxial 

13 configuration? 

14 A. In terms of the dectrode configuratioo? 

15 Q. Yes. 

16 A. Yes. 

17 Q. By coaxial, we know they're saying out certain tube 

18 and within that tube banoto one of the electro^ 

19 correct? 

20 A. Tnat's correct 

21 O. So the outer fJrr+rrvV mtdm •* 1 i m r . ... %* _ »k> 

22 outer tube served as an electrode and the inner one does 

23 as well? 

24 A, Yes. 

25 Q. And we call that coaxial in the dectrosurgica! area; 
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1 firstends of the axial and outer electrodes respectively 

2 to come into contact with the tissue. Electrical current 

3 then flows through the tissue between the axM 

4 electrodes. 

5 Do you see that, sir? 

6 A. Yes. 

7 Q. Now, herein this passage, whenit is talkmgabout 

8 the, first of all, the axial electrode, that's talking 

9 about the active electrode; isthatright? 

10 A. Yes. 

11 Q. And we're referring here to the outer electrodes. r 

12 In your view, that would be the reference to tlie return 

13 clectrcdelicrc. Trwc^w 

14 coaxial conJIgnradcn; is thatright? 

15 A. That's my view, yes. 

16 Q. And here in this text, where it's describing the 

17 coeration of the cwouu" probes, U ^ 

18 thenthe axial and the outer clectrocfes con^ 

19 withthe tissue; right? 

20 A. Yes. 

21 Q. And sn,u^ you're mterprct^ 

22 asbetDgarerum,ihatrreamr^ 

23 as described m this paragraph b with the 

24 tissue; right? 

25 A. Yes, And this is one cescrir^on how U 
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t used, but there arc other descriptions where the outer 

2 electrode and return electrode does not contact tissue. 

3 Q. We can come to that; but here, this is actually 

4 describing how these arc devices arc used That's up at 

5 Line 4$. It says are used generally as follows; right? 

6 A. But it doesn't say exclusively used, but it does say 

7 used generally as follows. 

8 Q. And the way it's generally used is with both 

9 electrodes contacting the tissue? 

10 A. I'm not sure I would go there, but that's ~ that is 

11 one way of it being used 

12 Q. All right And then it says the electrical current 

13 then flows through the tissue between the axial and the 

14 outer electrodes; right? 

15 A. Yes. 

16 Q. And it says it then flows immediately after saying 

17 that both the active and the return arc in contact with 
IS the tissue; correct? 

19 A. In this description of its use, yes. 

20 Q. SoinuMs<fcscripdonofitsusc > whatit , s 

21 essentially saying is that you put the active and the 

22 return in contact with tissue and then the current then 

23 will flow between those two electrodes through the tissue; 

24 right? — 

25 A. Aid this is one way, yes. The answer to your 
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1 A. Yes. 

2 Q. And now if wc go over to Column 3, at about Line 53, 

3 there is a discussion there about Figure 12. 

4 A. What column? What line? 

5 Q. Column 8, Line 53 going down to about 60. 

6 And perhaps - do you have that language, sir? J 

7 A. The preferred probe? That one? Yes. j 

8 Q. Right And herein the description of Figure 12, 

9 it talks about inserting the probe through a small limbs! 

10 incision m the cornea and that it's placed in firm 

11 contact with the nucleus 300, as shown in Figure 12. 

12 Do you see that? 
15 A. Yes. 

14 Can I look at the figure for a second? 

15 Q. Yes? 

16 MR. bob ROW; why oWtweput Figure 12 up, 

17 please? 

18 BY MBL BOBROW: 

19 Q. Now, Figure 12 is a diagram of the human eye; right? 

20 A. WdLycs. Part of it, yes. 

21 Q. Sure. And over here, from, going from right to . 

22 left, that's the probe; right? 

23 A. Right 

24 Q. And here, this circle labeled 300, what is that? 

25 A. Trial's the nucleus c/ the ey^ 
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1 question is yes, and this is one way you use the* device. 

2 It's not the only way. 

3 Q. AH right Nowlei , stakealoc^ifweinigjit f at 

4 Column 3 of the same patent 

5 And if you look at Column 3 at about Line 11, 

6 going to about Line 15~ 

7 Do you see what I'm referring to? 
S A. Does that start with. The probe region? 

9 Q. Yes, Tbe probe region. 

10 Do you see that? " 

11 A. Yes. 

12 q. And the probe region in these devices is talking 

13 about the end of the devices, right, where the active 

14 and return electrodes are? 

15 A. I think in this particular patent, the/ re actually 

16 referring to the entire probe. So the entire metallic 

1? part of the shaft going from the distal end up to where 

18 the handle spot is. 

19 I think that's what they mean, but I could be 

20 wrong. 

21 Q. But around Lines 1 1 to 15, there is, once again, a 

22 reference to tissue contact being made. 

23 Do you see what I'm referring to there? 

24 A. Lines 11 to- 

25 Q. About Line 15. 
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1 I should say. 

2 Q. Okay. And this device is shown to be inserted 

3 wimm the volume of the eye. Is that true? 

4 A. Yes. 

5 Q. What is the nucleus made of? 

6 A. I cant tell you tbe exact tissue description^ bat 

7 it's tissue, probably collagen and some other stuff. 

8 Q. So the nucleus of the eye is a form of tissue; 

9 cocitct? 

10 A. Yes. ^ 

11 Q. And U> of this probe hoe, the reason it's shown in 

12 a dashed phantom way uTttUaatU because it's being 

13 inserted bto a solid object; right? 

14 A. Yes. 

15 Q. And that solid object In this case is tissue? 

16 A. Yes. 

17 Q. Now, let me turn, if I rnigbt, to another reference 4 
IS that you had talked about a bit earlier today, which is the 

19 Slager reference, which is DTX-65. 

20 A. I have it 

21 Q. Do you have that, sir? 

22 A. Yes. 

23 Q. And 1 believe that earlier today you tod testified 

24 that various daims of the ' 8 82 patent and the '592 

25 patent were anddpatedby the Slagsr rcference; is that 
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correct? 
A. Yes,Idid. 

Q. Okay. And you didn't say that Slagcr was relevant 
to the '53$, but that it was relevant to '882 and to '592? 
A. That's correct, yes. 

Q. Now, in the Slager article, there aic two tests that 
7 arc being described here; right? One being done in vitro 
S and one being done essentially in vivo in a pig; is that 

9 right? 

10 A. Yes. • 

U 
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is to some pieces of aortic tissue from an aorta, from 
a cadaver woe taken and were put into some sect of a 
dish; correct? 
A. Yes. 

Q. Then I think that you mentioned earlier that there 
was some saline that was adrninistered and to p« mto 
that same dish; correct? 
A. Yes. 

Q- Now, there is no bdeatien, is there, as to how 
the saline got into the dish; righr? 

A. WcH it has to be poured in. It doesn't just 
magically appear. It Is not srxrificalty said in the 
article that somebody poured in or oelivercd to the dish 
the saline. 

Q. And certainly, there is nothing b here that says 
that the fluid was supplied to the dish through the 
electrode that was put in contact with the tissue; right? . 
A. That's correct 

Q. And in terms of describing the setup for this Slagcr 
reference, where you have a dish, you have some tissue b 
the dsh, you have seme fMd that somehow got there, and 
then you have an electrode that gets put on to the tittue, 
then you apply energy, supply it from a generator, you 
would agree with me, woutdat j^thattl^isdescrujmg 
aockctrosurgk^systern? 



I 
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2 Q. And the portions of this article that you were saying 
~ were relevant to the , W2and the 9 592 patent related to 
the in-yitro test; correct? Not to the test on the pig? 
A. You said the in- vitro lest? 
Q. I did 
A. Yes, 

Q. (Hoy. The in vitro means what in this article? 
A. In vitro means it's outside the body , generally in a 
(fish preparation of some sort I guess it's the opposite 
of in vivo, which is inside the body, 
Q. So the tests that were beings 
described the tests as being in vitro, those are outside 
a patient's body; correct? 

15 A. Outside arrybod/s body, wry animal's body. 

16 Q, Or human being? 

17 A. Well, 1 hope arrimalt. 

18 Q. Fair enough. For the context that brings us here, 

19 what is being described here as in vitro is sometrung that 

20 is not done in a living human patient; correct? 
A. That's correct 

22 Instead it is typically done in some sort of dish, 

23 bowl, ma laboratory; right? 

24 A. In some preparation or another, yes, a dSsh. 

25 Q. What bbcmg described here b the Sager article 
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A. I am sorry. Can you repeat the question? 
Q. Sure. What I am asking, sir, is in this experiment, 
where you have a olsh, yon have some tissue in the (fish, 
you have saline that has been put into the dish, you bring 
an electrode in contact with the tissue, and you apply 
energy in a generator, that is describing an 
elechnsurgical system. True? 
A. Yes. 

Q. ArMJU'sdescribirgendec^^ 
though we don't have any idea how the fluid got into the 
dish; correct? r ' 

A. That's right 

Q. And it's an electrosnrgical system even though the 
fhid didnt come in through the electrode that is 
described here b Slager, correcf? 
A. Yes, 

Q- Now, in this Slagcr patent - I am sorry, it is not *' 

a patent, it is a paper. In the Slagcr paper, there is 

another experiment that ^ 

that Is In a - that was done in a pig; correct? 

A. Yes. 

Q. And they call that the in vivo test; right? 
A. Yes. 

Q. And in that particular test, the article says that 
thercwasasuboitatt^r 
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1 Q. Yes. 

2 A. Most likely you would, yes. 

3 Q. Now, you also had mentioned that the Slager article 

4 talks about suction. I think this was ia reference to 

5 Claim 54 ofthe '882 patent that has m it this 

6 requirement that there be evacuation of fluid; correct? 

7 A Yes. 

8 Q. And if you take a look at the last page of the 

9 article, the second paragraph down, over on the left-hand 

10 side, it says one of the areas deserving further attenrioo, 
U Do you see that? 

12 A. Yes, 1 do. 

13 Q. And to this part of the article, it is talking about 

14 bubbles being generated when this device is used; right? 

15 A. Yes. 

16 Q. And so it says that one could look into using a, 

17 quote, suction technique, do you see that, to solve the 

18 problem of the bubbles; right? 

19 A. Yes. 

20 Q. And in terms of this suction technique, the suction 

21 technic^ that is des^ say where 

22 the suction tonenwould be thai is perfonning the suc^ 

23 right? 

24 A. It does not 

25 Q. ft doesn't even say what feudist is gc«^ 
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1 cadaver. 

2 Q. And the energy wasn't being applied to a patient, 

3 was it? 

4 A WelU from the perspective of a patient being 

5 referred to as someone that is alive, that's correct 

6 Q. And so in terms of the tissue, there was a cadaver, 

7 the tissue was taken from the cadaver, placed into a dish; 

8 right? And then energy was applied to it there, it wasn't 

9 on an animal or a human being or what-have-you at the tunc; 

10 right? 

11 A. Right, yes. The tissue was not living tissue. It 

12 was human tissue, but it wasnt living tissue. 

13 Q. It wasn't living tissue and it wasn't on the patient's 

14 body when the energy was applied; correct? j 

15 A That's true. The reason I am hesitating is, the 

16 aorta is part of your body, 

17 Q. I am not saying it's not tissue. My question is, 

18 when the energy was applied, it wasn't on a patient's body. 

19 Is that true? 

20 A That's true. 

21 Q. Now k^s takes look at the *882 patent You had 

22 menu'oned that the Slager article is also relevant to 

23 Claim I of the *SS2 patent; right? 

24 A Yes. 

25 Q. And again here, we have the Stager article has* _ 


Page 1426 

1 used to suck away the bubbles, does it? 

2 A. No. 

3 Q. So we don't know from this description whether the 

4 suction would be taking place through a lumen that is 

5 adjacent to an electrode, do we? 

6 a. No, we don't 

7 Q. Now»Ihad son* questions for you, also, about the 

8 Manwaring patent Actually, let's stay on Slager for 

9 just a minute, because I think I forgot to ask you a 

10 question* To do that, I think I am going to need to put 

11 up one of the claims from the '592 patent Here at the 

12 very top, we have Claim 23, and this says a method for 

13 applying electrical energy to a target site on the body 

14 structure that is on or within a patient's body. 

15 Do you see that? 

16 A. Yes. 

17 Q. And it looks like that box over Acre wascheefced 

18 in black, do you see what I am referring to? 

19 A. Yes. 

20 Q. Now, would you agree wiui me tnat in tne oiager 

21 article, m the in vitro test we were talking about, the 

22 energy was being applied to aortic tissue that bad been 

23 taken from a cadaver a couple of days before; is that 

24 right? 

25 A. 1 am not sure about the time. It was taken from a 
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1 checkout by it next to tn^ 

2 correct? 

3 A. Yes. 

4 Q. And the language there is a method fox applying 

5 energy to a target site on a patient body structure 

7 Do you sec mat? 

8 A. Yes. 

9 Q. And once again, the tissue to which the energy was 

10 applied in the Slager article was no lotigcr part of a 

11 Irving human being; correct? 

12 A. Correct 

13 Q. The tissue at that point in time was dead; right? 

14 A. Correct 

15 Q. And so there [wasn't any application of energy to a 

16 patient, was there? 

17 A. Nd 

18 Q. Did you bear Mr. Marsden's opening statement? 

19 A. Yes. But that's been some time ago. 

20 Q. But do you recall mat Mr. Marsden was suggesting 

21 that Smith & Nephew didn't infringe the method claims 

22 itself because it was in the business of making and 

23 seningthese devices, not iisiiig them; correct? 

24 A. That's correct 

25 Q. And not using them on patients; right? 
r 1 — r- 1 ;r — rr^c 1 aor 
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A. . That's correct. 

Q. And so he was saying thai they didn't, Smith & 
Nephew didn't infringe these method claims because they 
didn't perform the surgeries themselves on patients' 
bodies; right? 
A. That's correct 
7 Q. Would you agree with him that if you arc cot using 
8; the device on a patient's body, that you are net 

9 infringing Claim 1 of the *882 patent or the method claims 

10 of the '$92 patent? 
A. Yes; 

12 Q. Now, since we have the 'SSI up, let me ask you some 
questions about the Manwaring reference. This is the 
'138 patent And I apologize, sir, I believe that's 
01X46. 
A. Ihaveit 

17 Q. Now, as far as the Man wari ng patent goes, once 
again, in connection with your work as an expert in this 

19 matter, when you prepared your expert report, yw didn't 

20 perform tests using the Manwaring device to see whether 
or not it emitted photons in the ultraviolet light; 
correct? 

23 A. That's correct 

24 Q, Now, when you were analyzing the Saphyrc bipolar 

25 ablation probeg I take it mat you also didn't do a test 
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Q. (Continuing) And Figure 5 is a closeup of the tip of 
the Manwaring device; correct? 
A. Yes. 

Q. And there is a little region tfwc that, here, where 
the tip, it says it's in a fluid-filled medium; is that 
right? 
A. Yes, 

Q- And then here. Item 36, we te^ 
electrode; correct? 
A. Yes. 

Q. And then over here, it says tissue over to the right- 
hand $io^ correct? 
A. Yes. 

Q. Now, in column 7 of this patent, there is a 
discussion about using an enibocSmcnt of tins o^via 
fluid is not delivered through the device to the tissue; 
correct? 

That's at Column 7 around Line 19? 
A. Oh, Column 7 says - okay. Column 7, Line 19* 
Q. Right That says if the sourccof pressurized fluid 
as illustrated in Figure 2 were omitted; correct? 
A. Yes. 

Q. Not we're talking abott 
to the regie* tfttebofr that ^ 
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back at that time to determine whether or not (hose 
emitted uv light, dther, did you? 
A. When yw say analyzing, are we talking 
experiments I did? 

Q. Your use of the device prior to the timo you 
submitted your expert report, you didn't look at whether 
those ocviccs did or didn't emit ultraviolet photon cither. 
Is that true? 
A. That's correct, yes. 

Q. Now, taking a look here at the Manwaring '138 patent, 
why dont we pull up Kgure 57 
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right? We're ttt affirmatively denWcring tte 
A. That't right 

Q. And so it says for this device to work, you need to 
essentially suck some of the fluid, it might be the 
cerebral spinal fluid, that's in the working Odd into 
the op of the device; correct? 
A. Yes. 

Q. And when you suck that fluid into the tip of the 
device, that fluid Is going to be in the vicinity of the 
Up of the dectrodc. 

MR. BOBROW: if we can put up Figure 5 again. j 
BY MR. 606EOV: 

Q. Right So here we have Figure 5, and tfsc^ 
is drawn in, the fluid is going to be in this region here, 
right next to this No. 36 of the probe; right? 
X Yes. 

Q. And the fluid that is going to be brought into the ♦ 

tip of that tube is going to be in the vicinity of the 

tissue, if (bat you are trying to treat this tissue here 

that is shown here in Figure 5; right? 

A. Yes. But presumably It could also be from areas 

mat are outside of that specific location. 

Q. Right But you are not going to take the fluid 

from this region at the tip and suck all of the fluid way 

over here, way op into the o^vice and leave t» fmid oqwo 
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1 at the tip, arc you? You're going to suck fluid in, so 

2 • that electrode tip has some fluid in contact with it; 

3 right? 

4 A. Oh.yes. 

5 Q. And that fluid that you suck in, there is going to 

6 be some fluid right there at the tip of the device and 

7 right there on the tissue and you are going to apply 

8 energy to that; right? 

9 K Let mc see if I understand what you are saying. 

10 Are you saying there will be fluid inside this space here? 
it Q. Yes. 

12 A. Is that what you are saying? 

13 Q. At the very tip of the device, when you suck some 

14 of the fluid in, you will have fluid at the very tip of the 

15 device? 

16 A. Yes. 

17 Q. And then you will apply some energy to that; right? 
IS A. Yes, when you operate the device. Yes. 

19 Q, Right And then when you apply the energy, you get 
20* sparking; right? 

21 A. Yes. 

22 Q. And then what this patent tells you is that you get 

23 the sparking and that sparking then leads to the 

24 vaporization of the fluid; correct? 

25 A. In this particular - yes. Yes. 
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1 A. Since the Codman ME 1 device essentially practices 

2 Dr. Manwaring's patent, I didn't have to. I could buy one. 

3 Q. But you didn't buy one? 

4 A. No. 

5 Q. So I'm asking you, sir, whether you builtone? - 
6* A Oh. No. 

7 Q. Okay. You (toa^ to brwld a device tto 

8 the specification and the like, try to build a device that 

9 would be consistent with the teachings of the patent? 

10 That's aQr masking. 

11 A. Yes, but let me be clear. We're talking about 

12 building a device that would practice the corrected Claim 

13 1? 

14 Q. Good Question. The answer is yes. Did you attempt 

15 to build the device that would practice the corrected 

16 Claim I at the time you were doing your work, on your 
!? exrxrt report? Did you buHd such a device? 

18 A. No. Because I already developed devices that meet 

19 mat 

20 Q. But you tfidn't try to build one yourself? 

21 A. 1 got crjestoingoainy shelf on my bookcase at • 

22 home. 

23 Q. You didn't build one, sir? Could you answer the 

24 question* 

25 THE COURT: Please just answer the question.-. 
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1 Q. AH right How, yon had rneatioced before that yea 

2 had some question, and I think it was your opuuon that 

3 if this claim, the '882 patent, if iT* vaBd, then yott 

4 had, it was your opinion that it wasn't enabled; right? 

5 I think yon offered that opinion this morning oo your 

6 direct examination? Or did I get that wrong? 

7 A. Without getting into the legal terms here; if dot 

8 patent is valid, it tppfie* to • lot of other devices 

9 mat me process devices. 

10 Q. Okay. How, In connection with your work on thb 

11 matter, bow many boors have you spent on this matter up 

12 through today? 

13 A. Up through today? 

14 Q. Sue. 

15 A. It's between Circe and four bundled. 

16 Q. And all of those three and four hundred hours were 

17 compensated at S150 an hour? 

18 A. That's correct 

19 Q. And you've been paid by Smith & Nepbcw for your work; 

20 b that correct? 

21 A. That's correct 

23 hours of work you spent on this matter, && you attempt to 

24 build a device that would embody Claim 1 of the *SS2 

25 patent? Did you try to build it? 
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1 "THE WITNESS; NO, I did not 

2 I thought I already answered the question. 

3 BYMR.BOBR0W: 

4 Q. So now, as far as the teachings of the '882 patent - 

5 go, would you agree with me there is a discussion in the 

6 '832 patent of some of the preferred ways of trying to 

7 practice Claim 1 of the '882 fluent? 

8 A. Yes. * 

9 Q. Would you agree with me there arc preferred voltage 

10 ranges that are set forth? ^ . 

11 A. Do you mind if I go back to the patent? 

12 Q. Please: 

13 A. Yes. 

14 Q. And in addition to preferred voltage ranges, there 

15 are preferred materials with instruction for the electrode; 

16 correct? The active electrode? 

17 A. Yes. 4 

18 Q. If you take a look, sir, at the bottom of Column 16? 

19 A. I found it, yes. 

20 Q. And it says, it refers to metals like titanium and 

21 platinum. 

22 Do you see that? 

23 A. Yes. 

24 Q. And this also gives preferred frequencies; conect? 

25 A. Yes, h does. 
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1 Q- And that's at Column 13; right? 

2 A. Yes. 

3 Q. And the vohage range, the preferred ones are also 

4 set forth in Column 13, aren't they? 
| 5 A. Yes.-* 

6 Q. There is also a preferred fluid that is supplied 

7 and that's in Column 12, right, at around Line 38 

5 A. Yes. 

Q- And it ako provides preferred power levels; right? 
A. Can you direct me there so I don't — 
Q. lean, rm sorry. This is at the top of Column 14. 
There is a range preferred power levels, 
A. Yes. 

Q. And also there are preferred contact surface area 
liS values for the active electrode in Column 15; right? 
I* A. Yes. 

Ji7 Q. And there are preferred distances from the tissue 
18 that arc set forth at the bottom of Cohmm 15; right? 
I* A. Yes. 

120 Q. Now, in connection with your work ra this field of 

121 electrosurgery, I think you testified that you had a 
m couple of patents that had issued to you. I think you 
123 saidfive? 

24 A. Rve total, two in electrosurgery. 
125 Q. And in connection with the patents that you have 
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1 infringes the patents; correct? 

2 A. Yes, trie accused products. Yes. 

3 Q. Fair enough. And in terms of the use of that, you 

4 were bdn^assistd in your use by a labors 

5 correct? 

6 A. Yes. 

7 Q. There was somebody from there from Smith & Nephew 

8 who was assisting you with the setup of the experiment 

9 and the operation of the devices; correct? 
10 A. That's correct 

Q. And yon bad a chance to use, at a very nihiimura, the 

12 Saphyre; correct? 

13 A. I used afl three prwiuc^ 

14 Q. And whendid youthese tests, there were recorcings 

15 maoeofwhatwasgdrtfemi^^ 
where the experiments were taking place; right? 
A That's correct 

Q. And that was done through some sort of a scope; 
correct? 
A Well- 

Q. Thae was a little video camera? 
A Yes. There was a little video camera that was * 
attached to the scope and that did the rccormng. 

24 Q. When you did the reconfings, those were actually. 

25 permanently recorded onto a CD; correct? 
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1 been Involved in writing, I take it it's true that when 

2 you were writing those patents, you would say what you 

3 believe to be a preferred way of practicing the inventions 
J 4 that you bad come up with, right? 

5 A. That 1 * correct 

6 Q. And did youthat so that could give someguidance 
!? to people who were reading the patent once the patent 

8 expired how to duplicate the oVvtce; right? 
j 9 /L Right 

10 Q. And it's your expectation, isn't it, that a person 
|U of skill in the ait in looking at a patent would look *t 

12 what the patent itself, the preferred ranges, the preferred 
jl3 materials, the referred voltages and the rest to try to 
|M figure out how to practice the invention; correct? 
115 A. I would expect they would use that as their starting 

16 point, yes. 

|17 Q. Now, sir, I heard your testimony earlier and you 

18 had mentioned that you had acfcnlly used some of the 

19 accused products at tte Simth & Nephew, ^ 
|20 abioskttlslab;tsthatri#it? 
21 A. Yes. 

122 Q. And where is thai? That's in Massachusetts? 
A. Yes, Massachusetts; Mansfield. 
Q. And you went out to djat facility and had a cbance 
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A. Yes, 

Q. And you ended up saving that data and producing it 
in co nn ec ti o n with this case; correct? 
A. Yes. 

Q. And in forming your opinion about how the devices 
wort you actually considered that informatioo in 
deterrniningwiKtritf 

nrfringenxnt by the accused products; right? 
A Yes. 

MR. BOBROW: May I approach^ your Honor? 
THE COURTS Yes, you may. r 
BY MR. BOBROW: 

Q. Pm simply showing you, and I krxw you can't look 
inside of a c^so I apologise in advance, but there was 
a CD that was produced to us with this production number 
SN10765. It's since been labeled PX-IM and it was 
represented to us that this was a set of recordings of * 
some of the work mat you did on me cadaver. Pttsirupry 
have to rnalce trat represent 
cant show it to you unless we put it up on the screen, 

MS. BOBROW: I would move this CD into evidence. 

MR.MARSDB* Your Honor, we'll object to Its 
being moved into evidence. If he intends to use it for 
impeachment, that is one matter, but it's not appropriate 
to move into evidence with our expert witness. 
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1 THE COURT: Weil> I'm not sure about that, but 

2 the problem is we don't generally- this is, the exhibit 

3 is a test that the witness performed? 
« MR. BOBROW. That's correct. 

5 THE COURT: I guess my problem is if this 

6 witness isn't the kind of witness who typically uses these 

7 products, Pro not sure what the relevance is or if the 

8 relevance is not waived by prejudice - without knowing 

9 what this is, I'm not sure what why it should come in. 

10 Maybe we should have a sidebar, 
it 

12 (Sidebar conference, out of the hearing of the 

13 jury, as follow) 

14 MR. BOBROW: This is a videotape that this 

15 witness took so that he could understand how the devices 

16 operate. And it records that He was being assisted by 

17 somebody from Smith & Nephew at the tune and so, given 
It that, what I would like to be able to show just one clip 

19 that he used to show how he used the device and how he 

20 operated it and how the device functioned inside of the 

21 tissue 

22 Now, Dr. Choti was allowed on hi s direct 

23 examination to show tapes of the ones that he actually 

24 prepared. He is not an arthroscopic surgeon either, but 

25 what it does, it gives die jury a good sense of what the 
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t courtroom when it was played, but apparently be did play 

2 some tapes of tests. 

3 MS. MacfERRIN: He did not play any on direct, 

4 but on cross played the tape of the experiment 

5 MR. BOBROW; There was a Control RF experiment 

6 from Dr. Choti that your Honor allowed to be played on 

7 cross-examination to show how the Control RF device 

8 interfaced with the tissue, its relationship to the 

9 tissue was, and this is an identical situation except 

10 it's this witness and a different product 

11 THE COURT: And whose witness was Dr. Choti? 

12 1 can't even remember. 

13 MR. BOBROW: Dr. Choti was an expert for Smith & 

14 Nephew. 

15 MR. MARSDEK: so apparently on cross there, 

16 they used one of his dips. 

17 MR. BOBROW: That's right 

18 MR. MARSDEN*. 1 don't know that that makes it 

19 right to do it again. I don't think it's particulariy . 

20 helpful, particulariy if you have a selected clip. There 

21 is a k* of other clips. 

22 MR. BOBROW: I apologize. 

23 MR. MARSDEK; The jury has seen it in use or 

24 in sales videos, which is an important consideration for 

25 whether there is hrfnneement That's 
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1 shoulder space is like and how the devices fit inside the 

2 shoulder* 

3 the COURT: weltis this for- 1 can't 

4 rernember whether those were mtioduced. What wd* 

5 relevance? ffltrrnmate me here. 

6 MR. BOBROW: what I want to try to show, the 

7 devices can be used and are cksagncd in a way such that 

8 the return electrode doesn't need to be contacting the 

9 tissue while it's inside the patient's body. So here I 

10 want to show one clip where there are times when it* s 
U not in contact and essentially he was able to observe 

12 there are times when it was not in contact 

13 THE COURT: Tell me something. All the dips • 

14 we've seen for purposes of infnngernent were uW actual 

15 surgeries or were those just people playing with them? 

16 MR. BOBROW: Well, we have seen two types. We 

17 saw Dr. Choti, and that was inside of a cadaver. And then 

18 we've also seen some that were actually on live patients 

19 where there was blood present So that was either on an 

20 animal or that was on a human being, but something where 

21 Hood was flowing. There is no blood flowing here. 

22 TOE COURT: Let's hear about Dr. Choti's dips, 

23 because I can't rernember which ones those are. 

24 MR. MARSDEK: Your Honor, I was trying to get 

25 assistance on that myself. I'm not sure that I was in the 
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1 how it should be used That's how we tell salespeople to 

2 show cbcton how ft should be used. And that would be ok 

3 relevance. 

4 MR. BOBROW: tf I may make one more comments 
$ Dr. Choti testified that, on bis cartel 

6 examination, the shoulder, the cadaver was actually very 

7 much akin to a living shoulder. In ether words, that it 

8 hasn't been obliterated, that it hasn't been damaged, but 

9 it was very much like a tegular human shoulder. So I'd 

10 like to show this to show indeed there are lots of spaces 

11 in the shoulder where there are lots of room and that a 

12 surgeon can manipulate the device in a way and a person 

13 can manipulate the person in a way such that the return 

14 doesn't contact 

15 MR. MARSDEK: Your Honor, if they wanted to 

16 do that they could have had their expert do the experirncnt 

17 MR. BOBROW: No. We tried to have our expert* 

18 locfc at u^tar^ and testify abort 

19 precluded. 

2D MR. JUHNSTVTC TOUT XlOOOTi 

21 THE COURT: It's precluded by whom? 

22 MR. BOBROW: By your Honor. Yes, you ruled . 

23 that since it wasnt in his expert report he couldn't 

24 talk about that So I'd like to have the r*rsonwfco 

25 actually generated this tape talk about it. 
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1 THE COURT: So you were saying Dr. Choti 

2 couldn't talk about it? 

3 mr. BOBROW: no, Dr. Goldberg. I'm sorry. 

4 There arc top many witnesses. Dr. Goldberg couldn't talk 

5 aboutit Couldn't taflc about Dr. Choti's or Dr. Taylor's. 

6 I'd like to ask Dr. Taylor about Dr. Taylor's video. 

7 MEL JOKNSTOH: Tom Johnston. 

8 There is one other difference. Tbcydid not 

9 do the test on the same shoulder because they're done 

10 weeks apart, and I believe that Dr. Taylor's shoulder had 

11 been scoped several times. Hot as representative as Dr. 

12 Choti'* 

13 THE COURT; Was there any objection to Dr. 

14 Choti's being used? Like there is now? 

15 MR. BOB ROW: no, there wasn't It was 

16 admitted into evidence without objection. 

17 THECOURfc Well, 1 guess if I cidnH rate oo 

18 this issue before, my reaction to this Issue is that this 

19 is an engineer playing with a dead body and it cant 

20 possibly be used for purposes of infringement 1 mean I 

21 just think it's not appropriate. So the objection is 

22 sustained. 

23 MR. MARSDEht Thank you, your Honor. 

24 MR. BOBROW: Thank you, your Honor. 

25 (End of sidebar conference.) 
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I 

2 Q. And you have seen this document before, haven't you? 

3 A. I think I have seen parts of it 

4 Q. Okay. And if you turn to Page 0RA65O76, you can sec 

5 that this page talks about S&N ablation probes. 
6* Do you see that? 

7 A. Yes. 

8 Q. One of those probes is the Saphyre bipolar ablation 

9 probe; correct? 

10 A. Yes. 

11 Q. And S&N stands for Smith & tephew; right? 

12 A. Yes. 

13 Q. Andif yoogoaltttlebttfurr^ 

14 atORA6509O,th«isadocu^ 

15 Surgeon Expectations, 

16 Do you sec that? 

17 A. Yes: 

18 Q. And this is talking about Saphyre suction probes; 

19 right? 

20 A. Just let me read U for a second. 

21 Yes. 

22 Q. And the Saphyre suction probes arc designed so that, 

23 for example, they will clear bubbles that are generated 

24 when the devices arc used in these arthroscopic surgeries; 

25 correct? 
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I 

2 MR. BOBROW; Ladies and gentlemen, I apologia 

3 for the delay. 

4 Why don't we move on to another exhibit? 

5 May I approach, your Honor? 

6 THE COURT: Yes, you may. 

7 BY MR. BOBROW: 

8 Q. Let me show you PX-W4. rX324 is already in 

9 evidence, sir. 

10 A. Okay. 

11 Q. And PX-324 Is called Competitive Selling, ArthroCare 

12 with the name Rob Criffm. 

13 Do you sco that? 

14 A. Yes. 
15 

16 
17 
18 
19 
20 
21 
22 
23 
24 
25 
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1 A_ Bubbles and other debris, 

2 Q. But inducing bubbles; right? 

3 A. Including bubbles, yes. 

4 Q. The second bullet point here says, quote, Daring 

5 use keep the electrode level with the target tissue for 

6 optimal evacuation of bubbles. 

7 Do you sec mat? 

8 A. Yes. . 

9 Q. And when it says level there, that Saphyre probe 

10 actually has a flat active electrode fac^ concct? 

11 A. Yes, it does. 

12 Q. And it says - what I am pointing to here with my 

13 finger to PX*44, this is the active dectrode tip; right? 

14 A. Yes,itijL 

15 Ql Way down here? 

16 A. Yes. 

17 Q. And that would then be presented to the tissue such 

18 as this; correct? It says to hold it flat; right? 

19 A. That's what I would infer, yes. 

20 Q. And you have inspected these probes before; correct? 

21 A. Oh, yes. 

22 Q. And when you look at these probes, you can sec that 

23 the return electrode is actually recessed somewhat from 

24 the plane of the face of die active dectrode; right? 

25 A. Stightly,yef. 
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1 Q. So if I were to hold this active electrode on that 

2 desk, that glass-top desk right there, and I held that 

3 active electrode flat, parallel to the desk, the return 
A electrode wouldn't touch it, would it? 

5 A. No, it wouldn't 

6 Q. Because it's recessed somewhat; correct? 

7 A. I am presuming you are holding the probe, the shaft, 

8 parallel. 

9 Q. Tnat's right 

10 A. Okay. 

11 Q. Now, if you take a look, also, at Page ORA6509S, 

12 again, it's talking about managing surgeon expectations. 

13 And what is depicted there is the tip of one of these 

14 Saphyre probes; correct? 

15 A. Yes. 

16 Q. And you can see there that the very tip of the probe 

17 bends down at sort of a right angle so that the - where 

18 those little lightning bolts and bubbles are, that is the 

19 active electrode face; right? 

20 A. Yes. 

21 Q. And here, the active electrode face is shown being 

22 parallel to the tip; right? .That is what is being 

23 depicted there? 

24 A. Yes. _ 

25 Q. And the return electrode, as we are looking at this 
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1 A That's correct 

2 Q. In describing that it says, quote. Tight seal between 

3 probe and tissue causes steam bubbles to form under 

4 electrode which allows an arc to be created and ablation 

5 to occur. 

6 Do you see that? 

7 A Yes. 

8 Q. And do you understand that that is, indeed bow the 

9 Saphyre bipolar ablation probes work when they are in 

10 operation? 

It A I think the- answer to your question is yes. They 

12 sort of omit the step that you got to apply energy to it 

13 to get to the arc and so forth. But I think the idea is 

14 it forms a steam layer and eventually an arc is generated 

15 end that ablates the tissue, 

16 Q. Now, all of these devices that have been accused of 

17 infringement, all of them require an electrically 

18 conductive fluid to work; right? 

19 A. Yes. 

20 Q. And you did some tests, didn't you, when you were 

21 working on and looking at these various devices; rigkt? 

22 A Are you talking about the experiments with the 

23 cadaver shoulder? 

24 Q. Those and others; ri^jt? 

25 A Thoseare the best tests that 1 did, yes. 
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1 figure, would be off and to the left; correct? 

2 A. Yes. 

3 Q. That is where the return electrodes would be? 

4 A* Yes. 

5 Q. And you can see here, blown up somewhat, that, 

6 indeed, the return electrode in that portion of the shaft 

7 is recessed from the tissue that the active electrode 

8 faces, touching there; right? 

9 A In this cross-section, that's correct, yes, 

10 Q. And there is an arrow pointing to the very tip of 

11 the device, and the very tip of the device has those two 

12 points, do you sec them, on the left and the right? 

13 A. Yes. 

H Q. And that's intended to depict that the active 
15 electrode tip is in contact with the tissue, right, at 
IS those tips? 

17 A. Well, if you actually take a look at the Saphyre 

18 active electrode, it's got four little points that stick 

19 up. I think that's what that is depicting. 

20 Q. So those two little sharp points on either stoe, 

21 those arc in contact there with the tissue; right? 

22 A Yes. 

23 Q. And then near the face of die active electrode, or 

24 it looks like it's little lightning bolts and some bubbles; 

25 right? 
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1 Q. You also did some tests In distilled water, didn't 

2 yon? 

3 A. Yes. 

4 Q. And distilled water is not an electrically conductive 

5 fluid, ia it? 

6 A No. 

7 Q. And you tested the Saphyre device, for example, in 
S distilled water,* didn't yoo? 

9 A Yes. . 

10 Q. And itdtoVt work, did it? ^ 

11 A No, It did not . 

12 Q. And yon tried it in, you tried to use the Control 

13 RF- 

14 A* Can I make just one comment? 

15 Even though I know I said distilled water, it 

16 could also have been cWonized distilled water. That is 

17 a little different than regular distilled water. + 
IS Kouetbekss, It didn't work. 

19 Q. And both of those, <kiomzed or distilled, they arc 

20 com cjecriicairy nouccDuucuve, mcy wmuu oc wic^wm*** 

21 as such in this field; correct? 

22 A Yes. 

23 Q. And when you put the Control RF in this 

24 noncoi>a\^veflwa\ita^ 

25 A That's correct. 
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1 Q. So these devices; to work, require the presence of 

2 an electricaJly conductive fluid; right? 

3 A. Yes. 

4 Q. And all of these devices work by creating a current 

5 flow path' between the active and the return through an 

6 electrically conductive fluid; right? 

7 A. And the tissue. 

8 Q. And when these devices are used by doctors, they are 

9 always used with an electrically conductive fluid; correct? 

10 A. Yes. The instructions for use specifically say that 

11 Q. And in terms of arthroscopic procedures, those are 

12 the procedures these devices arc designed for, right? 

13 A. Correct 

14 Q. When those procedures are done, there is always 

15 electrically conductive fluid inside the joint space; 

16 correct? 

17 A. Yes. 

13 Q. And these devices are used in that electrically 

19 conductive flmd; right? 

20 A. Yd 

21 Q. And they need that electrically conductive fluid in 

22 order to work and treat the tissue inside of those joint 

23 spaces; right? 

24 A. Yes. 

25 Q. And ifydOoWt have the fluid in there, the 
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THE COURT: Redirect 

REDIRECT EXAMtHAllOH 
BY MR. MAjtSDEN: 

Q. Good aftonoon, Dr. Taylor. 
A. Good afternoon. 

Q. Just a few creations. First of all, was there 
anything in Mr. Bobrow 4 * qt^onii^ofyoaheieoncrrj^ 
■hat has caused you to change or reconsider any of the . 
opinions that you offered during your direct testimony? 
A. No. 

Q. Just to fdtow up on one of the last jKroits that Mr. 
Bobrow made about holding the device level, I guess we 
could take any of these devices and hold them level, I 
think yon talked about it in reference, fc* ejcarnple, to 



Do you remember that question? 
A. Yes. 

Q. Is there any part of the inside of a joint that 
looks like the top of a desktop? 
A. Not to tny knowledge. 

Q. Does it make sense to talk about keeping sornething 
parallel in the context of a joint? 
A. No. 

Q. I wanted to return to a couple of other points that 
Mr. Bobrow raised just briefly. First, he talked a little 
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1 electrically conductive fluid in there, that was 

2 administered to the knee or the shoulder, the devices 



wouldn't work, would they? 
A. Weil, in the case of the RF portion it does, 
because yon are talking about whether or not other 
devices — 
Q. Right? 

A. In the case of other devices, when activated, it 
would work, you certainly would have electrically 
10 corKhictive fluid in the joint space, since arthroscopy is 
always used with electrically conductive fluid, you would 

12 need that 

13 Q. Even in the case of the EkctroBladc, you heard Ms. 
Drucker testify yesterday that the ir^ pepdar nx>de of 

15 this operation of this BectroBlade (fcvicc is the 

16 simultaneous cutting and coag mode; right? 

17 A. ThatU correct 

18 Q. By simultaneous cutting end coag, that means Chat 

19 the ftfk on; correct? 

20 A. Yes. 

21 Are we finished with this so I can put it away? 

22 Q. Yes, Dr. Taylor. 

23 Dr. Taylor, 1 believe that I finished my line 

24 of questions and I appreciate your time. Thank yoa 

25 THE witness: Thank you. 
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bit about the Doss patent 

Do you recall that? 
A. Yes. 

Q. In particular, he was asking you about the two 
electrodes in the Doss patent? 
A. Right 

Q. Do you remember that? 
A. Yes 

Q. I think the point of his question was, he was trying 
to suggest to you there may not be a return dectrods in 
the Doss patent r ■ 

Did you understand mat? 
A. I think that was the lire of reasoning; yes. 
Q. Did the Court give us a dcfinitioa cf return 
ekctrode? 
A. Yes. 

USLWJtsv&h can we pull up, please, 675, * 
Gary? If you could go to Paragraph 9, please-. And blow 
up Paragraph 9, please. 

BY MR. MARSDQfc 

Q. Did you use the Court's definition of return electrode 
in determining whether or not the Doss reference bad a 
return ekctrode?. 
A. Yes. 

Q. And what is the critical ckmentof the Court's 
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PROCEEDINGS 



(Proceedings commenced In the courtroom, 
beginning at 850 ajn_, and the following occurred without 
the presence of the jury.) 

THE COURT: All right I did make some changes 
to the charge based oa comments made by you all and based 
on f urther reflection. We've already caught a change in 
the verdict form, but let's go through the charge first so 
that you can make your final objections arid we can make 
final changes. Rather than go through page by page, I 

14 guess if you can let me know when anyone's first ejection 

15 for the record or other title or other change that you 

16 would like to make is, we can doit that way. 

17 For plainUfTs side? 

18 MS. MCOfiS-LOUDEM: For plaintiff, OUT first 

19 char^ is on ••issue is on Page 23. 

20 MS. BOYTh I don't know if it makes sense to 

21 disrupt this, but our changes are on Page 19. 

22 THE COURT: I think *• well, I think we'll 
22 just go plaintiff and defendant at this pobt 

24 Ms. jacobs-LOUDEN: Your Honor, Page 23, 

25 literal infringement, two things: One is the second 
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t paragraph. The first s e ntence , 1 think that phrase, it 
2 does not matter whether the accused product, the accused 
2 methods practice the invention of any asserted method 

4 claim is unclear. I mink what was meant to be said and 

5 would make more sense is that the accused rnethods need 

6 not always practice the invention of any asserted method 

7 claim, and that it would pick up with so long as 

8 ArthroCarc** 

9 THE COURTS Say that again. 

10 MS. JACOBS-LOUDEN: Yes. The phrase within the 
It first sentence of the second paragraph that says, tt decs 
12 not matter whether the accused methods practice the 

12 inve ntio n of any asserted method claim. 

14 THE COURT: YCS, 

15 MS. JACOBS-LOUDEN: Does not seem to make sense; 

16 And I think what was intended and what decs make sense 

17 would be to say, The accused rnethods need ncC always 

18 practice the invention of any asserted method claim, and 

19 men to pick up with the following phrase, so long as 

20 ArthroCare. 

21 The other amanent is inthe first paragraph, 

22 the reference is to accused products and methods. Aswe 

23 discussed yesterday, it would be more accurate to say 

24 accused systems and methods. 

25 THE COURTS All right Well, I did take the 
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1 A. I don't know whether il was word for word, but we 

2 made siraflar arguments. We had the - a similar position 

3 that Roos docs not disclose dcctacaUy conductive fluid 
in all of our cases. 
Q. So- 

A. Sony. Go ahead 
Q. I didn't mean to cut you off. 
A. And my understanding is that, as \ recall, Mendez 
might have been on one of the other cases, so that's a 
10 possibility. 

Q. So it may have been copied from something else that 
t2 you provided mstead of frw 

13 right? 

14 A. If he agreed with the arguments, he may have used 
the similar language, yes. 

MR. HEBERT: okay. Thank you. Nothicg further. 
17 THE COURT: Cross-cxaminati on, 

15 MR. BtUMEKPELD: Yes, your Honor. 

19 CROSS-EXAMINATION 

20 BY MR. BtUMENmJDs 

21 Q. (k»d inprning; Mr. Raffle. 

22 A. Ck>cdmonimg. 

23 Q, Let me just start by asking you to introduce yourself 

24 a little more to the jury. 
Where do you live? 
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1995. 

Q. AodwbaxSdYC* actually go to work as en employee; of 
AnhroCait? 
A. In 1997. 

Q. Now,rragoing to go through the sair* prosecution 
histories that Mr, Hebert sbc^yo^bm^otAdskym 
afcwrj^cjKstoQj, Bull ihlnk Mr. Hebert raid that, 
asked yen wfcther yoo bad prosecuted the f 882 pafcat 
Do you remember that? 

A. Yea. 

UR etCMEKFHir>. can you cafl up tbc*882 
patent? irs/rxaibcficvc 

BY MR. BUMDmO: 

Q. TWathe 182 patent, Mr. Raffle. 

MR-atUMwao; can you tarn to tic last 
three pages, Oats I lust flip u^rough them ooe at * tiine> 



Q. And what r want to ask you b; Did you obtain 

ccrti&cataofcorrtjctk^ 

cfehruofthapaw? 

A. Yes. 

Q- Well jttttt^p through them. 

Arenas the certificates of correction that * 
wcreobtaiDcd for the 182 patent? 
A- T1ars< 
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A. IhCaGfonua, 

Q. All right And that's where ArthroCare ir; right? 
A. Ycs,ttb. 
Q. Are you married? 
A. Yes, lam. 

Q. DoycuhavcanyciuWrea? 
A. Two daughters, 
Q. VVhcre did you go to college? 
A. I went to MTTm Boston, 
Q. And when did you graduate from Mm 
A. In 1990. 

Q. 1$ that also known at Massachusetts Institute of 
Technology? 
A. Yea. Yea, 

Q. Dkl yro go to law tchcol after that? 
A. I did 1 went to law school at Dulcc down m Durham, 
Nortti Carolina. 
18 Q. After law Kbool, wfcai did you do? 

A. I wart to wodc tor a hw firm caEcd Townsend St 
Townscnd & McGrcw in San Francisco. 
Q. How long were you at Tcwnseiid&Tc^ 
A. About four and a half years. 
Q. While you woe thexe,waxj you doing some work for 
AithroCare? 

A. Thafa right I started working foe ArthroCarp fa 



1 
2 
3 
4 
5 
6 
1 
8 
9 
10 
11 
12 
13 
14 
15 
16 
17 



19 
20 
21 
22 
23 
24 



Pagel524 

Q. Do you still have the file history in f root of you? 

It's Defendant's Exhibit 306\ It's the ~ 

A. The link one? 

Q. -skinrry notebook? 

A. Okay. Yes, Ido. 

Q. All right Can you turn back to Page 200, the one 
that Mr. Hebert marked for you? 
A. Yes. 

Q. That ts the March 25, 1997 supplemental amendment 
Can you— r - 

BLUMCKPELD: Maybe you could put that up, 
Chris, beginning with Chat am^m^ 
BYMJLBLUMENFELD: 

Q. Could you explain to the jury what you weretrying 
to do hi this amendment? 

A. Yes. What I was trying to do is I wanted to make a 
global airamdrneot to two - to the claim terms. Wanted to 
replace liquid with fluid in all the claims and we wanted 
to replace active electrode with electrode teniu^m 
all the ftfl'n^ 

Go ahead. 

MR. blumenfeld-. can you go to the next page 
with Claim 1 and highlight Claim 1? 
BY MR. BtUMENFELD: 

Q. This Claim 23 of application which, as Mr. 
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1 Hcbcrt pointed out, became Claim I. 

2 A. Right 

3 Q. Now^in line 3 and in line 10 and in line 12, did you 

4 change the term active electrode to electrode terminal? 

5 A. Yes. That's right 

6 Q. And Mr. Hebert pointed out that in 6, you didn't 

7 change it 

8 A. That's right 

9 Q. Why (fid you not change it in 6 in this amendment? 

10 A. I don't know. It must have been a typo or en 

11 error that happened. It was a mistake. I just missed it 

12 Q. Tbe same question with - in line 11, you changed 

13 liquid to fluid. But you didn't change it in line 8, You 

14 changed liquid to terminal there. 

15 Can you explain that? 

16 A. Another mistake. The idea, as I said, was to 

17 change - was to change liquid to fluid, not to terminal. 
IS I think I - you know, somehow the way we - we made 

19 this change m the amendment, we missed that one. 

20 mil BUJMENFEUh Chris, can you turn to- 

21 it's the fifth page of this amendment It's claim, type 

22 Claim 48 became Claim 2S. Maybe you can highlight mat 

23 The claim at the top. 

24 BYMRBLUMENFELO: 

25 Q. Can you explain what you were doing in application 
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1 

2 A. Ycs,we<fid. 

3 Q. And when you received it, <£dyou read the patent? 
A I<foL 

5 Q. And what did you - was there anything you noticed 

6 about the ptent when you read it on December 16th, 1997? 

7 A. Yes. As soon as I.read Claim I, I realized there 

8 were a couple mistakes there immediately. 

9 Q. Okay. And what were the mistakes in Claim 1 that 

10 you noticed? 

11 A. I noticed that in — you know, 1 made - you oWt 

12 have Gaim 1 up there, but I noticed in the one place I 

13 accidentally put terminal instead of fluid. In the other 

14 place I forgot the make the change. The active electrode 

15 dkm't get changed to electrode terminal 

16 Q. Now, when you real bed you had made a mistake, what 

17 did you do? 

18 A. We filed a certificate of correction with the Patent 

19 Office the next day. 

20 Q. Can you look at Page 234 that Mr. Hebert showed you? 

21 MR. BLUMEHFELD: t don't know if you can find 

22 that and put it up. 

23 It's an earlier one than that Before that* . 

24 And that's the one. 
25 



Page 1526 

1 Claim 48, vriuch became Claim 28? 

2 A. Yes. The same thing As I mentioned, the idea, in 

3 every claim I was trying to make the same change: Replace 

4 active electrode with e lec t r ode terminal and replace 

5 liquid with fluid. 

6 Q. And you were trying to do that throughout the daims? 

7 A. That's right 

8 Q. All right Now, do you have a copy of the patent up 

9 there m front of you? If you don't - 

10 A. t think! do. 

11 Q. (toy. 

12 A. Yes, I've got it 
13 

14 Q. When did that patent Issue? 

15 A. June 16th, 1997. 

16 Q. June? 

17 A. I'm sorry. If I can find it 

18 December 16th, 1997. 

19 Q. Did you receive a copy of the patent that day? 
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1 BY MR. BLUMENFELD: 

2 Q. Is this the certificate of correction request that you 

3 filed? 

4 A. Yes, it is, 

5 Q. And what was — youliave to look at the left-hand 

6 comer. 

7 What was the date that it was submitted? 

8 A. December 17&. 

9 Q. And that was the day after the patent issued; is that 

10 right? r 

11 A. Correct 

12 Q. And what did you tell the Patent Office was tbe 

13 reason you were seeking a certificate of correction? 

14 A. Well, I explained to the Patent Office what the 

15 intent was, to make a global change, and then I told the 

16 Patent Office that we had made a ryp<>graphical error by 

17 forgetting to - mistakenly replacing the term actrve 

18 electrode with electrode tcrrninal, and also that we bad 

19 put terminal in instead of electrically conducting fluid. 

20 Q. And what did the examiner do in response to your 

21 request? 

22 A. The examiner granted the request, made the change. 

23 Q. This is Page 237. 

24 MR. BLUMENFELD: Actually, the next page. 
25 
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1 Q. Now, what types of probes were the tint probes 

2 thai ArtbroCare marketed? 

3 A. Our fira commercial probes - and I gather the 

4 distinction you're looking for is single versus multiple 

5 dectrode. 

6 Q. Yes. 

7 A. I bdievc the first family of probes that went with 

g the System 970 were multipk electrode because I think 

9 Hira, who was running the company then, had a strong 

10 belief that those were just betta products, Oat that 

11 was the better way to make the products. 

12 Obviously, the technology included both kinds 

13 of ekctrodes, but Hira just thought they were better. 

14 Q. And was rJwc a time when AithrcOsm can* out with 

15 probes -with a prcte with a s^ 

16 A. As a matter of fact, there was. 

17 Q. When was that? 

18 A. That was after I tcok over and, 

19 heard from some OKtcmers they had some procedures where 

20 theywuuldiuatobavcasin^^ So 

21 I'm kind of more of a marketing guy than engineering 

22 guy, I suppose, and my position on it, when Hira and I 

23 talked about U was, I don't really care tfywthink 

24 it's a better rxooWcr not, 

25 CTStomenttolavesr^ 
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A. Thk h the Saber product. . 

Q. And is it the product that was your first single* 

electrode product? 

A. If s the first one that I remember. There have been 
several since ifacn aba 

mr. BUwaffEUk rour Honor, we aw Exhibit 751 
into evidence. 

THE COURT: Any objection? 

MR-MacfEWUN: wc rccew our objection, your 
Honor. * * ' 

THE COURT: All right Wcu\ the objcctioo h 
ovuiulcd. 

•** (PfeiniuTs Exhibit to. 751 was received into 
evidence.) 

mk BLfJMENFEtD: Your Honor, can I band tins to 
• the juron? 

TBecomm vet. 

MLBUMENmo- Thank you (bandog exhibit to 
fcejury). 

(Pause.) 

6YMR. BtUMa€EtOc 

Q. Now.Mr. Baker, do you remember you ta^ e« Mcoday 
•bout some probes te you sent to Smft&Nephewia 
September of WW 
A. Yes, I do. 
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to have • stngfeefcoetrodo pioduc% thco wc sbocld oaic 
swgicxwcooaoprocincx* 

So shorUy after I joiaod tbc company, wc 
added oresiogk-c to roc fc product aadldgakwchavc 
several to the product foe for tbre specific surgeries 
where doctors wanted siaajfe«seetrcde products. 
Q. Doyouruxsmbcrwbcnycu*^ 
product? 

A. I bdicvo tbc firrt smglc-cJcctnxk product added 
to Ae product set was added as part of to family of 
waods that cuac oct wiih ubc System 2000. Tbc System 2000 
was fatrcdoced in November rf^,soIdwnitmcmber thc 
exact date that that product was released, but it was 
thordy after November «97. 
Q. And what was the prodact? 

16 A. The rim one I can remember is a product that v/e 

17 eaOed the Saber. If* a cutting wattdaoi is used tor 

18 procedures bxc a lateral teleaic procedure m knee 

19 surgery. 

20 mr. BUSMEHFEux May I approach the witness? 

21 the COURT: Yes, you may. 

22 BTMRBLUMENFELOt 

23 Q. letme show you what weWc marked as HwptuTa 

24 ExhSnt 75! and ask yoo vrteu that is (haoding exfcib* *> 
the wmiessju 
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MR. BLUMENFELO: Can you pull Up, Chris, 
WatntisTa Exhibit 6217 

BY MR. BLUMENFELD: 

Q. Was the Saber probe one of the probes that was sent 
to Smith & Nephew in September of 1 99$? 
A. As I recall, it was. 

Q. And bit listed in Exhibit 621, wiu\* b the purchase 
cider fremi September 19987 
A- Yes, In fact, if you look at Item No. 5 there, you*!! 
see thattherc were ten Saber 3(Kfcgree wands mduded as 
part of this evaluation package. 

MR. BtUMENFEU>. Thank you. 
Your Honor, I don't have any further questions. 
THE COURT: All right. Any crossxxamination? 
MR. MacfERJUK No, your Honor. 
THE COURT: All right You may step down. 
Thank you, sir. 

THE WITNESS: Thank you, your Horror. Thank yoa 
(Witney excused) 

MR. BUiMENFEU>. Your Honor, I think that 
completes the presentation of the evidence. 

THE COURT; All right Is everyone in agreement 
that that completes the presentation of the evidence? 
MS. BOYD: YCS, yOUX Honor. 



AithroCaic v. Smith & Nephew, CA No. 01-504 (SLR) 



Page 1545 - Page 1548 



A 1 5584 



Jury Trial- Volume H Coodenselt™ Friday, May 9 t 200? 



Page 1549 

1 THE COURT: aB right 

2 MR. maXsceh Your Honor, wc rcoc* OCT Rub 50 

3 tnoooo. 

4 THE COUKI: All right. AH such motions arc 

5 reserved. 

6 We're going to take about - at least 15 minute* 

7 10 make sure we're ready to go forward with closing arguments 

8 and with the jury instructiocs. 

9 We have a lot of copying to do, so we're going 

10 to try to come back to you within 15 minutes. Iff i 

11 link longer. It' * just we want the rest of the morning 

12 to go smooth. 

13 AH right And you are soil not allowed to 

14 talk about the case. 

15 (At this point tbc jury then left the 

16 courtroom, and the following occurred without the presence 

17 of the jury) 

18 MUMJUMEKRtOt Your Honor, we will also be 

19 making a Rule 50 motion and we have - rather than 

20 presenting it, we have ft in writing and well submit k, 

21 get it together during the break sad submit it before the 

22 jury comes back. 

23 TB&couxTt aH right. Wc do have -I have 

24 made some changes and made tome decisions about the 

25 instructions and the venbet form, so let me take five 
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1 with the evidence if the jury - well, anyway, I trunk 

2 this is the way toga If there's - there's no 

3 bfrio^emcnt if thejuxy firids the certificate of 

4 correction is invalid. That's the evidence we have at 

5 this point 

6 MR. BLUMENFELD-. Your Honor, on that point I 

7 would like to renew our request that that issue be taken 

8 away from the jury because the certificate is presumed 

9 valid and 1 have not heard any evidence that would meet 

10 the burden of showing that clear and convincing evidence 
It that a person of skill in the art wouldn't have recognized 

12 the error and how it should be corrected. 

13 THE COURT: All right Your objection is noted 

14 for the record and I reserve that motion. 

15 MS. 1ACOBS-UXJDEN: Your Honor, just also for 

16 the record, we'd just like to preserve our objection that 

17 because there has been evidence presented in questions 
IS asked to the witnesses about whether pr not the changes 

19 would be broadening or narrowing, that not to have that 

20 statement in the instniction would lead the jury to be 
2! confused about whether or not, in fact, a clerical error 

22 could be brought in a connection, 

23 . the COURT* Well, certainty, if Smith & tiephew 

24 argues that in its closing argument, I will include it in 

25 the instruction at tte last minute, But if Smith & Nephew 
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1 minutes to go over and make sure thai I have the papers 

2 in what I think should be the fmal order end then we 11 

3 come out and have a brief meeting so you can preserve 

4 your objections and we can make sure we're aH ready to go 

5 forward. 

6 So let's take that five minutes or so. 

7 (Short recess takca) 
8. • • • 

9 (Court resumed after the recess.) 
10 

11 * THE COUKTi Just to go over the major changes 

12 in some of the decisions 1 made, with respect to the 

13 charge, the certificate of correction charge, it is true 

14 that a technical correction can broaden, but that's really 

15 not what's at issue here, so it's not really heipfut to 
1* tbc jury. 

17 The question is, I think if the jury finds that 

18 it wasn't just a technical correction, then I do believe 

19 that there is evidence on the record to indicate thou 

20 can't be infringement 

21 So I declined to put that other mstructioo 

22 in because I didn't think it was an issue in this case, 

23 and I did go ahead and leave on the vadict form the 

24 question of the certificate of correction before in the 

25 infringement part because I think it would be inconsistent 
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1 does not address it, the jury cant be confused about it 

2 Allrigbtf 

3 With respect to the verdict form, I did agree 

4 with ArthroCarc, that because the instructions dont have 

5 any guidance foe the jury on direct infringement by 

6 others, that it would be confusing. And there's really 

7 do - 1 really did take that out consistent with 

8 Arthrocare's and I will assume for the record that Smith & 

9 Nephew objects and preserves its objection in that regard. 

10 And did add it in the verdict form so it's all consistent 

11 that not only does Sniim A Nephew have to prove by clear 

12 and convincing evidence, but ArthroCarc has to approve 

13 by a preponderance of the evidence. You will see there's 

14 a change to make that all consistent. 

15 I hope we got the whole Saphyre suction issue 

16 correction, so please review that before it goes to the 

17 jury, and that we have the claims right 

18 Now max I've kind of given ray little 

19 introduction, with respect to the charge, if anyone wants 

20 to stand up and preserve any other objections at this 

21 point, thisis the time todoit 

22 MS. BOYD: smith & Nephew reserves its objection 

23 on the literal infringement instructioo. 

24 MS- JACOBS-UHJDEM: We wish to preserve our 

25 objection on the verdict form We renew our objection 
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1 that the anticipation section lists the particular 

2 references. We also preserve our objection to including 

3 enablement We note that we've dow filed a JMOL motion 

4 on both the certificate of ~ wdi, on all issues, but in 

5 particular as to the fact that there's no evidence either 

6 on-the certificate of correction issue or on enablement 

7 THE COURT: All right As i said, I reserve 

8 my ruling on all the motions, but we'll be sending it to 

9 the jury. Your objections are noted. 

10 MS. JACOBS-LOUDEN: SO WC would also preserve 

11 for the record our objection to including an enablement of 

12 certificate instruction in the jury charge. 

13 THE COURT: All right Anything else from the 

14 defendant on either the charge or vcrcfict form? 

15 MS. BOYD: Ko, your Honor. 

16 THE COURT: Well, arc you all prepared to go 

17 forward with your dosxngs or do you need another few 

18 minutes to organize your thoughts? 

19 MR. BOBftOW: Maybe just two minutes to collect 

20 all the materials together. 

21 . THE COURT: Ail right Two b hard to keep 

22 track of, so we'll do five. All right? 

23 (Short recess taken.) 

24 — 
25 
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1 THE COURT: (toy. So we should probably take 

2 asr^brcakbcrwcxnsoth^ 

3 hours or a little more. 

4 MR. BtUMENFEUh Your Honor, Mr. Marsdcnmay 

5 have 45 minutes to an hour. 1 don't think thai they have 

6 that much time left I aWt know if your Honor's 

7 records — 

8 MR.MARSDEN: 1 was told [ had 61 minutes by 

9 their calculation, 

10 (Pause.) 

11 MR. MARSOEN: Your Honor, yesterday you gave 

12 us an additional 30 minutes, I believe. 

13 THE COURT: Yes, About an hour. And I take 

14 it there's w) inequitable conduct case after this? 

15 MR.MAR5DEN: 15 minutes. Mr. Hebert's tells 

16 me he has 15 minutes of questions for this afternoon. 

17 THE COURT: All right That will be the 

18 shortest inequitable conduct case b the history of this 

19 court anyway. 

20 MR. HEBERT: we — we're hoping we could 

21 supplement with a written submission as well, your 'Honor. 

22 THE COURT: Well, we'll talk about that later. 

23 AH right So at thh j>omt 1 think, Mr. ' 

24 Bobrow, if you go over an hour, men wc ' H take a break 

25 after you, before Mr. Marsden starts. If for some reason ~ 


Page 1554 

1 

2 (Court resumed after the recess, and the 

3 following occurred without the presence of the jury.) 
4 

5 THE COURT. All right Before we start, so 

6 that I don't interrupt anybody, can I get an idea of 

7 the tuning so I know when and if we'll be taking breaks 

8 in terms of - 1 mean, the jury can sit for an hour and a 

9 half: 

10 I dou^krxw whether the jury can sit for two 
It or three hours, so ifyooncod to take a break, I want to 

12 make sure that we take it between events as opposed to b 

13 the middle of an event 
M SoMr.Bobrow? 

15 MR. BOB ROW: Boy, I hope it's not more than an 

16 hour and 15 minutes or so. It might be a little bit more, • 

17 mi^ be a little bit less. 

IS IKE COURT, All right 

19 MR. BOB ROW: But certainly we should wrap it up 

*v vUfiuiDijr uourc ri 

21 THE COURT: Ail right I guess the only 

22 question b whether we take a break between your opening 

23 closing and Mr. Maisdca's dosing. 

24 MR.MARSDEN: 1 probably have between 45 

25 minutes and an hour, your Honor. 
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1 yoo talk really quiddy and arc done m an hour, we ought 

2 just go in, but then we'd still have to take a break 

3 before you have your chance to ~ &e final words. 

4 MR.BOBROW: YCS. 

5 THE COURT: All right And men — let me see. 

6 And then we'll have - give the jurors lunch and then we'll 

7 instruct after lunch, when everyone really will fall asleep 
5 while I'm reading. 

9 All right Let's bring the jury in, then, 
10 (At U\b point the jury entered the courtroom * 
It and took their seats in the box) 

12 TOE COURT: All right Mr. Bobrow, you may 

13 proceed. 

14 MR. BOBROW: Thank you, your Honor, 

15 Good morning, ladies add gentlemen, first of 

16 all, let roc take mis time to thank you, each and every ' 

17 one of your, for your service. I believe this is your 
IS eighth day now by my unofTicial count It has been a 

19 long trial Thcrer^becnalot of evicer^ 

20 presented over the course of the triat 

21 You've heard from a number of witnesses. 

22 You've heard and seen about a number of documents in the 

23 courae of the case aod a lot of evidence has come in, both 

24 videotar^ and otherwise. And the portion of the trial now 

25 is what's called the closing argument and this is the time 
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1 conducting fluid, electrically conducting liquid That's 

2 what was meant to be said there: Electrically conducting 

3 fluid. And terminal was put in as a mistake* And the 

4 mistake was jecognJied immediately. And a request to 

5 correct the mistake was filed immediately. And the Patent 

6 Office corrected it 
And they did not have any problem with the 

S correction. They checked all the boxes. They reviewed it 

9 and they raade sure that that correction was okay and that 

10 there was nothing improper going on. And there wasn't 

11 Electrically conducting terminal was just a flat-out 

12 clerical mistake and it was fixed and die corrected claim 

13 stands and is presumed to be valid. And you have heard no 

14 evidence, no evidence from wyboaV. thai it would be 

15 unclear to one of ordinary skill, looking at the patent 

16 and looking at the file wrapper of that patent, that the 

17 error wouldn't have been an obvious one. The correction 
IS stawis, ladies and gcntlerr^ and undff 

19 claim, you have heard no evidence that Smith & Nephew 

20 does not inirmge. Yon have heard evidence that they do. 
You have heard evidence from Dr. Goldberg that 

22 squarely addresses that 

23 Let's turn to the f 592 patent 
Once again* ladie3 end gentlemen, you'll 

25 recaHDr.Cc*aT>ergte^ 
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1 The dispute was that the return datrodc not being m 

2 contact with the body structure. 
In Claim 23, the language is a little bit 

4 different, but the issue Is similar. Spacing tbe return 

5 away from foe body structure, spacing the return away 

6 from 6c body structure. That's the language. That h 

7 what Smith & Nepfeew tt dirputmg. The Enutstioas in these 
% claims, one that says not in contact, cae that says mat 

9 the itttm is spaced away. 

That is tbe evidence that you have been hearing 

11 over tbe course of the fast few days, that essentially the 

12 electrode ts doc ra contact 
Now, Chris, let's put up the Court's 

14 construction of — i bm ks . 

15 This is the language that you will 

16 ladies and gentlemen, hi the charge to the jury. This b 

17 how these phrases, spacing a return electrode away and 

18 return electrode not in contact, have been construed. This 

19 language is very important and Ibcfcere will clear up 

20 confosJocs w2I clear up coofusion. * 

21* You have beard frequently from many witnesses,* 

22 from Ms. Druckcr, who was Involved with the EkctroB Udb 

23 design, frost Ms. Knudsea, who was Involved with the Saphyre 

24 design. You have beard Iran Dr. Choti one of Smith & 

25 Nephew's experts. You even beard from Mr, MarseVomhir 
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1 products, the Sapbyre, Control and BectroBlade are 

2 used ina way that is covered by the dzo^ of d»'5n 

3 patent I have simply here put up Oaim L There are 

4 four clairns that depend upon Claim i that have also been 

5 asserted and there's also Claim 23, another mdependent 

6 claim, and then some claims that depend on that 

7 You'll recall that Dr/Goldbcrg went through 
S those claims. He cited to documents. He cited to sates 

9 guides. He cited to instructions for use. He went 

10 through all of that material plus his own work in the 

11 Held and can* to the coodusloa that these products, 

12 when used, infringe these methods* 
12 Now, what have we beard, 1*&3 and gentlemen, 

14 in response to that? What have we beard? 

15 We have heard a lot about this language 

16 (mcficatJng), the return electrode is not to contact with 

17 the bo<ry structure. We 1 vc heard nothing about the fact 
IS that the electrode terminal is positioned in an 

19 electrically conducting fluid That's conceded. 

20 Tr^isareturnelectrcd^ 

21 type electrode. That's conceded.* 

22 High-frequency voltage is applied. There's a 

23 cunrmt flow path. No dispute, 

24 Dr. Taylor, Dr. Choti, nobody offered any 

25 opinions that all the rest of these limitations are met 
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1 opening statement that the return electrode in these 

2 products, the return electrode, there arc times when 

3 energy is applied and it is not in contact with tissue. 

4 That has beensaid by every witness. 

5 Now, what every witness on the Smith & Nepbew 

6 side has said, though, is, well, there are times when it 

7 docs not contact the fcrfytf 

8 of the claimed mctl>c^ 

9 tobe,AJ»,tfIr^tJicr^obe 

10 going to bang into some tissue once and then I don't/ 

11 infringe. Or maybe twice and I don't infringe or five 

12 times and I don't infringe. 

13 But let's look at what this language means. 

14 It says tbe claimed method does not contain any time 

15 limitations. Thus, the clrnmcd method b r^c 

16 each of the three steps of the claim has been completed 

17 Tr^isnommrmumtimer^od. If energy is 

18 applied for three seconds and the return electrode is not 

19 in contact for those three seconds, and the active 

20 electron bdc« to tho tissue 

21 awiaU the other lansma^Ki^ 

22 is satisfied. 

23 Now, if in the fourth second, it hits the 

24 tissue, well, thenifs not practicing the mctr^ But if 
23 in the fifth and sixth secot^ it's away from ftetfcsre 
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again, then It is. There is no time limitation. 

I can perform this method for two seconds. I 
could perform it for two minutes. There is no time 
limitation.' 

let's put op the other instrucdon on Kteral 
infringement. 



MR. BOBROW (Ccotimjing): Literal infringement 
Now, you'll receive an instruction on what it 
means to UtcraUy infringe a claim. And here it** saying 

11 that with respect to the method claims, including the 

12 '392 patent, the accused methods need not always practice 

13 Ihc invention of an asserted method claim so long as 

14 ArthroCarc has proven by a preponderance of the evidence 
that tie accused methods operate in a way that meet each 
and every step of the method described m the daim some 
of the time. Some of the rime. Not every single second, 
not every single nmiole t cvaylMmr. Some of the time. 
That's how literal infringement is defined That is how 
the not in contact fcmitatioa is oefmed 

So, ladles and gentlemen, again, if I have two 

22 electrodes, active and return, and both of them art in 

23 contact with the tissue, wdl, the '592 method isn't being 

24 practiced. But when the surgeon xnow ^ d^ice and is 

25 ablanrg re removing or rcse^ 
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place and the return electrode is a way from the tissue, 
that's infringing. That is mfringmg. 

And Smith & Nephew's witnesses have conceded 
that fact, mat their devices, when used, will not contact 
tissue at some points m time, Ms. Drucker said it Ms. 
Knudsen said it. Dr. Choti said it And, of course, the 
videotapes even show it 

Wrrydou'twc show some of the v^^ 
9 beginning with the Sapbyrc? 

10 (Pause.) 

11 MR. BOBROW: Veil, I apologize, ladies and 

12 gentkmea We apparently are having a technical issue, 

13 so I apologize that we couldn't boot those up. But perhaps 

14 you rcrnember those mat were shewn carlkr. You remember 

15 that there was scot video srio^ You 
remember that there was some video of the Control rp as 
well as the EIoctrolKtade. 

And all of mat video, certainty to my eyes; 
shc^ that then; *crcti^ 

arjdtrje return dcctFode was not in contact I wouldn 't - 
MS, MCOB34WDEK: We're ready. 
MR. BOBROW oh, thanks. 
(Videotajx played.) 

MR. BOB RO»: ibere we go. You can see the 
bubbles coming out You can see that the return dectrode 



_Frida y> May 9.2003 



..." Page 1583 

1 is back off to the left. The active is in contact with 

2 the tissue. There's a burst of energy there and the 

3 return is not in contact with the tissue. 

4 Can we go to the Control RF? 

5 Right there, ladies and gentlemen, you can sec 

6 that orange glow at the tip of the device. You can see 

7 right there, there is no contact with that broad stainless 

8 steel electrode. The tip of the device is in contact with 

9 the tissue. That's the active. But right there 

10 fadrathig), where is the tissue contact with the return? 
It's not there. It is in the saline envirorunent It is 
not in contact with tissue. 

Let's look at the ElectroBlade. 
Here wc arc again. Evidence dearly showing 

15 right there (bdicatfng) that that is - that rotating 

16 blade is cutting. That rotating blade is right next to 

17 the tissue. And look at the return electrode It's out 

18 in the joim space, in to 

19 the tissue. 

20 I'm not going to suggest to you, ladies and 

21 gentlemen, that these return electrodes never contact 

22 tissue, I've never suggested that and I hope that you 

23 didn't understand AnhroCare to be suggesting that that 

24 wasthecase. That's rxK our posidon. 

25 The return electrode* will, from time to timcy 
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contact the tissue, but it will not always contact the 
tissue. T^wmbcu^wbcouwmriotbeb 
contact, when it many be out in the saline, and when thai 
happens, the method is being performed when the energy is 
applied. That b essentially the definition that you are 

6 being provided of not in contact and ifs the definition 

7 you're being provided of Htcral iafriiigcrncnt 

8 Now, our job is not done there because 

9 ArthroCare has accused Smith & Nephew of infringing when 

10 these devices are used and we%e done so really m twov 

11 ways; 

12 Fust of all, there is a daim of direct • 

13 mrringement by Smith & Nephew of the '536 patent 

14 Essentially that Smith & Nephew Itself Is rafringing the 

15 '536 patent, which is the system daim. 

16 Now, for the other two patents, and for that - 

17 patent as well, by the way, this is where it gets a little* 

18 carfusiiig, we're asserting a claim against Smith & Nephew 

19 for direct infringement We're also asserting claims of 

20 indirect infringement against Smith & Nephew because it 

21 is i ndu c in g infrmgement by others. It is inducing and 

22 contributing to infringement by others. Okay? 

23 So one way thai you can infringe is to rxrfonn 

24 a method or to sell a system or an apparatus yourself. 

25 That's one way you can infringe. Another way you can 
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1 infringe is to induce somebody dse to infringe or 

2 contribute to somebody else's infringement 

3 So let roc walkthrough those claims and those 

4 allegations that we're making because that will be, in 

5 effect, in the verdict form that you will be given at tbc 

6 close of the case. And I want to make sure that there is * 

7 a read map, hi essence, for you, so that you understand 

8 what you are being asked to decide, 

9 Now, first of ail, direct infringement of ihc 

10 '536 patent This is the system claim. This requires a 
It probe, it requires the fluid supply and the like. That 
!2 claim, we have asserted Smith & Nephew has direct in 

13 infringed 

14 The evidence? Well, the evidence is clear that 

15 they have sold theSajmyre, they have sold the EectroBlade 

16 and they have sold the Control RF. You heard Mr. Sparks 
1? say that there were several millions of dollars of 

IS ElectroBlade in Saphyrc sales and several tens of 

19 thousands of dollars of Control RF sales. There's no 

20 cfispute about that These products have been sold in the 

21 United States. 

22 The ElectroBlade -pantonine- the mtcHJet 

23 system, the IntcUJct system, right ova there (mo^catingX 

24 it's on thatcart over to the left-hand side, also has been 

25 sold by submitted and nephew. 
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1 you that Smith & Nephew has induced the infringement of 

2 its patented claims. That Smith & Nephew has essentially 

3 induced doctors and hospitals to infringe the daims, 

4 Now, what does inducement of mfringcrneot 

5 mean? We'll put ihat up, please. 

6 This b the instruction that you will be 

7 receiving, ladies and gentlemen, pertaining to mducement 
S of infringement and ArthroCare has to prove certain things 

9 to you by a prcp<)rxicTancc of the evidence, meaning that 

10 it's more likely than not More likely than not That 

11 the scales tip somewhat in Arthrocare's favor, not that 

12 it tips 100 percent in Arthrocare's favor, but that the 

13 scales tip in Arthrocare's favor, a preponderance of the 

14 evidence, more likdy than not 

15 And we have to prove some things to you: 

16 First, that Smith St Nephew encouraged or iristnicted another 

17 person bow to perform a process in a rmtnher that you find 
IS infringes the ArthroCare patents. 

19 So encouragement or instruction; 

20 Second, that Smith & Nephew knew of Arthrocare's 

21 patents. 

22 Third, that it knew or should have known that 

23 its encouragement or instructions would likdy result in 

24 another person doing that which you find to be direct 

25 fflfiruF^f roffii^i _ _ 
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1 And yen heard from some testimony tint was lead 

2 in from Ms. Drcekcr, who was the EkctroBfedc project 

3 manager, for example, that the actually saw a surgery la 

4 Hew Hampshire where tbc IntcliJct w used with the 

5 EkctxoBIade. So we know that doctors and hospitals and 

6 tbc like have tbese systons that are working together. 

7 Wc know that they're using tbc Intefc/ct with these other 
a products. 

9 We know mat also from (his product catalogue 
10 (indicating). This nt the Smith * Nephew 2003 product 
tl catalogue. You know what's in here? The IntdiJet is in 

12 here, Sapbyretsra here, ElectroBlade is m here. AB 

13 of these products are being offered at the same time by 

14 Smith & Nephew and we bebeve wc have pet oo evidence that 
(5 shows mat, fo fact, doctors aod hospitals have been using 

16 these proAicts together, a case of direct 

I? infringement, meaning that Smith & Nepbcw has sold 

15 essentially the system. It has sold fee system to doctors 

19 aod hospitals in the United States. 

20 Now, let's nxrve from direct infringement by 

21 Smith & Nephew of the *53<S to what 4 * c*ttcd bdircct 

22 infringement of «0 three patents. All face patents 

23 we're accusing of bdircct hmingemcnt: * 5 35. '882 and 

24 *592. 

25 Now, ArthroCaxc is requesting a verdict from 
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1 And, last, that another person has infringed 

2 the ArthroCare patents. 

3 Now, let's ~ keeping that slide op, let's 

4 Just walk through what we have heard over the last eight 

5 days. 

6 Ftrst of all, Smith & Nephew encouraged or 

7 mstructed another person how to perform a process in an 

8 infringing manner. 

9 No question that you have heard evidence and 

10 seen evidence on that The msuuetiotss for use dearty 

11 provide that these devices have to be used, rrmst be used, 

12 with an ektfricalfy r^nebcting fluid. They won't work 

13 without it And it is c^traincScated, the 1FU say, to 

14 use these devices without ctarica&y conducting fhid. 

15 It has to be there That*sthe instruction that they 

16 give with every single product they sell: That it has to 

17 betherc. 4 

18 The mstructions also say to immerse the tip 

19 in the electrically ccoducting fluid- Let's make sure 

20 that the entire device tip is in the ekctricalry 

21 conductmg fluid, bo&ac^ Let's make sure 

22 that happens. 

23 You've also heard evidence and seen evidence 

24 AatSrmUA Nephew ctKOur^ 

25 or avoid or not contact tissue. Remember the sales guide 
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1 is going 10 try to argue that ArtJirocarc's patents were 

2 tovafid, that they were disclosed by the prior art, and 

3 that, in fact, did come out Dr. Taylor testified at 

4 some length,* going through some power point stides about 

5 the alleged invalidity of the patents, 

6 Now, you are going to be instructed on the 

7 presumption of validity and oo the burden of proof that 

8 Smith & Nephew has and we should review that oow. 

9 So the invalidity burden of proof that you 
10 mtistar^y in reaching your 

U than the infringement burden. 

12 The instruction says that Smith & Nephew 

15 contends that some of the claims are invalid, but a patent 

U is presumed to be valid. Because of the presumrXwo, 

15 Smith & Nephew has the burden of proving that the asserted 

16 claims are invalid by dear and convincing evidence. 

17 Clear and convincing evidence is evidence that produces an 

18 abiding cooviction that the truth - an abiding era vicuna 

19 that the truth of a factual contention is highly probable. 

20 And it is thus a higher standard of proof. 

21 Not prcr^ono'erancc da cvio\=D^ That*soot 

22 what this means. This is a standard of proof. 

23 Clear and convincing. 

24 VYnyT-The Patent Office has put its seal on 

25 these patents (mdicatrng). It has investigated the 
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1 claims that have been made by ArthroCare and it has 

2 granted thosn claims after review, after ewmdex*^ 

3 And you've heard some evidence this morning 

4 about the rcxxaniinatioo process that is going on with 

5 respect to the '536 patent Tbe '516 patent being in 

6 rc-exammation. And you heard about somebody making a 

7 request for reexamination. Yoo heard about the Patent 

8 Office and a board, three exarnmers getting together to, 

9 again, loc^ at the patents 

10 light of U* ^patent Tte ccmir^ to a deciskn m 

11 the TOticc of intent to issue the inanimation 

12 certificate, that after receiving ail of the attentions 

13 of Smith & Nephew, that the *556 patent is still 

14 patentable overall that prior art. 

15 There's a presumption of validity, laches and 

16 gentlemen, and that is because the Pa*nt Office reviews 

17 these matters and gives its seal on those things which it 

18 bcEcvcs to be patentable. Therefore, in order to set 

19 asinV:adaimasbeinguyvau^ 

20 amvincing evidence. 

21 What's more, ladies and gentleinen, you^tt be 

22 instructed that you don't look at the entire patent, an 

23 amrcr^teot,wbcayw« 

24 look at eadi claim. You look at the claims one by one 

25 because the fact that one daim might be invalid does not 
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1 roeananother claim is invalid. You have to look at each 

2 claim separately and gauge validity in each case on a 

3 clainH^rdaim basis. And you'll be instructed on that as 

4 wdL 

5 So it's not enough, and you can' t look at it 

6 iris way, that the whole patent is invalid. You have to 

7 lot* at eacfi claim a^ Go through it 

8 item by item. 

9 And ytm have to apply the clears 

10 standard in each case, racaebcase. And I would submit 

11 to you, ladies and gentlem^ 

12 falls far short, far short of proving invalidity by dear 

13 and convincing evidence. 

M Let's summary the evidence now with respect, 

15 first of aH to the '55* patent 

16 Ifyoucc^putri*sIicfcup,pk^ 

17 relating to the Roos patent- 
IS Smith & Nephew has taken the position that 

19 trjercarefccrr^cT^rcrcra ■ 

20 patent dairns invalid: Tbe Roos *19$ patent, the Roos 

21 and Bsasscr article, Pao reference and the Doss reference. 

22 Now, before wc go any further on that, let's 

23 remernbertimaUf^ 

24 tf the Patent Office v^ 

25 to issue the m^eatammajoa certificate ccnJunamg the 
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1 patentability of aU of the daims, all of the claims of 

2 the *536 patent Every single one of those references, 

3 Anomermtere^&ets. l**sid$oicmcxnbcr 

4 mat when me *536 patent was first issued, when it was 

5 first issued, the Doss patent and Pao patent were 

6 considered by the Patent Office and the '536 patent issued 

7 over, it issued over those prior-art references. 

8 So the Patent Office has looked at this stuff 

9 already. The Paient Office has eoostderedit 

10 . So you shouidkeq> mat mmind, Isubnait, ± 

11 ladies and gentieinen, as you are looking at the daim that 

12 this prior art renders these claims valid. 

13 r^, as w« went through 

14 1 believe the evidence flw^ 

15 i»teta does not antidpate the r 536 patent If a prior-art 

16 reference is missing even one limitation, jvst one, it does 

17 not anticipate. Anticipation means that every single 4 

18 dement, every tingle llnutation is present in one prior-art 

19 reference. You don't combine than altogether. It is in 

20 one reference and are they all there and they have to all 

21 be mere, dther laid out or inherently, or inherently, 

22 meaning necessarily, positively, no exceptions. Inherently. 

23 That's the standard 

24 Now, you heard Dc Taylor say yesterday that 

25 me Roos '198 patent does not tell you where a connector 
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1 So here where it says the large band rests on 

2 tissue so that good electrical contact is ensured, that 

3 tells you the current flow is going through the tissue, 

4 It's not going through the fluid. If it were dectrically 

5 conducting fluid, you would get current flow through the 

6 fluid and there would be no need to have the return 

7 electrode resting on the tissue to ensure good electrical 

8 contact 

9 There's another point here, ladies and 

10 gentlemen, which is that about ten years after his first 

11 patent, Mr. Roos got another patent It's the '667 patent 

12 and that's admitted m evidence. 

13 And let's put up the '667 patent and Colurnb 

14 from it 

15 And if you highlight the language at 1 4 to29 

16 of Column 1, we talked about this some with Dr. Taylor 

17 yesterday. 

18 I know that's a lot of text and there arc a 

19 lot of words up there, but this is - this point shows 

20 that the fluid that Roos was using was not electrically 

21 conductive; 

22 Why? Here's Mr. Roos ten years later, 

23 describing DEOS 252 on the 719. That is the parent 

24 application^ the Roos ' 198 patent That was essentially 

25 the German patent that Mr. Roos filed and after be did 
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1 If you had saline present, if you had another 

2 electrically conductive fluid like lactate of Ringer's 

3 present, you wouldn't need secretions to make it 

4 condiictive. It's substantially more conductive than the 

5 tissue. If saline were there, what do you need secretions 

6 for? 

7 The secretions might even make it less 

8 cxmductivc because, after all, saline is more conductive 

9 than many bodily fluids. So Roos is relying upon, in his 

10 '198 patent, bodily fluid secretions into a nonconductive 

11 fluid to make it conductive. 

12 But you know what? It didn't work. That's 

13 what he says right here: Itdidn'twotk. He says it's 

14 difficult to maintain the current intensity for trouble- 

15 free cutting. It cEdntwork. 

16 There is simply no clear and convincing 

17 evidence that the Roos patent discloses any of the 

18 inventions of the '536 patent 

19 Let's go onto the Roos and Elsasscr article, 

20 This is also asserted against the '536 patent 

21 But, once again, there is no clear and cravirjcing evidence. 

22 This is another patent that was dted at the Patent OrTice. 

23 It has been the subject of the le^xarninatioa. 

24 I submit, ladies and gentlemen, that when, you 

25 look at the patent - I'm sorry, when you look at this-_ 
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1 that, he filed another patent in the United States on the 

2 same inventions. 

3 So sometimes you can file in one country, 

4 then fife bother countries. That's what he did here. 

5 So be filed the parent application. And what 

6 does he say in his new US. patent? He says that his old 

7 patent didn't work. He say* that the devices didn't work. 

8 'Why? Well be says that ra one of the 

9 embodiments, there is a plastic cover that extended over 

10 the endoscope and so that the only way that the return 

11 electrode and the active electrode could enter into 

12 electrolytic conrjection was through the fluid. 

13 But you know what be says? He says that was 

14 not good enough because he says that it can only enter 

15 into contact with the cutting electrode eiectrolytically 

16 via the secretion which is present during the cutting 

17 process. The secretion. 

18 What decs that mean? That's blood. That's 

19 other bodily fluids. 

20 When a cut is made inside the body, the body 

21 will secrete. Fluids will seep from the body. 

22 What he's saying is here is that he was 

23 relying upon secretions from the body to make the liquid 

24 conductive. He's relying upon blood or something else to 

25 get into the fluid and make it conductive. 


Page 1M 

1 article, iho is simply no doctncal connector that is 

2 shewn in tins patent There's a picture of a mechanical 

3 device, but there's no description in there as to where 

4 the electrical connector is. 

5 You can look in the translation yourself and 

6 you arc not going to find it It does not tell you 

7 whether it's the proximal end, the distal end, in the 

8 middle, nothing. 

9 There are certainly some knobs at tbc back end 

10 for fluid and other dungs, but it does not describe those 

11 as electrical connectors. It's not there. 

12 Second point: Again, there is no efcctrically 

13 conducing fluid that is disclosed in Roos. 

14 Let's go to the next slide. 

15 Again, the Roos article never mentions saline. 

16 ft, like the Roos '198 patent, shows current flow through 

17 a wm-cotxfcctrvo float 4 

18 Remember, mac is that figure, and you saw 

19 the current fhrx lines going through that current 

20 nonconductive fluid? Again, Roos is just telling you 

21 that you can get cuirent to flow in a nonconductive fluid. 

22 No doubt about that Current can flow through a 

23 nonconductiYe Quid. 

24 Tbat does not mean it's an electrically 

25 ccTKkjcting fluid. And Roos aVscribcs the fluids that are 
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1 used in the monopolar case, which wc know arc not 

2 conductive and the bipolar case as irrigation liquid He 

3 uses the same cenn to describe both. 

4 Now, you'll recall yesterday that Mr. Marsdcn 

5 brought a big bag of saline overtoDr. Taylor. Remember 

6 that? He brought the saline over and said. Hey, look, it 

7 says irrigation. If you brought a bag ofrnanitol, 

8 dextrose, distilled water, you know what it's going to 

9 say? Those arc also irrigants. Right? 

10 Do you recall that from Dr. Gokfrerg? All 

11 of those arc inigants that are used in this field of 

12 dectrosurgcry and some of those inigants are conductive 

13 and some are nxmcooductive. 
14 

15 MR. BOB ROW (Continuing): The fact that on a 

16 bag of saline Irrigant, we're not disputing that Saline 

17 banirngant Of course it is. So is glycine, inaiutol 

18 and so is dextrose and other electrical non-conductive 

19 fluids. 

20 What is convincing here, laxfics and gendemen, 

21 is why is there no clear and convincing evidence to the 

22 contrary. 

23 Mr. Rons described his irrigation liquid as 

24 irrigation fttridLfor both cases identically. 
25 
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1 

2 MR. BOBROW (Continuing): If he was using 

3 nonconductive fluid in the monopolar case, which he must 

4 have been, and then using saline in the other case, 

5 wouldn't he have said that? Tbey have totally different 

6 electrical properties, completely different 

7 Why wouldn't be have said Vm using grycine in 

8 one and Vm using saline in the other? Instead it's just 

9 irrigation liquid. 

10 Now, we know the irrigation in the monopolar 

11 case, wc know that it was iwncocuhx^ivc. Ho clear and 

12 convincing evidence. 

13 Let's look at the Doss patent Can we go to 

14 Doss, please? 

15 Thank you very much, 

16 The Doss patent This patent has been 

17 considered at least four times by the Patent Office. It 

18 was cited in connection with the prosecution of every 

19 single one of Arthrocare's patents and it was considered 

20 in connection with the rc-cxam. So on the *536 patent 

21 alone, it was cooridered twice. '536 issued over it and 

22 it was considered during the ICCXB8L 

23 Dr. Taytor said that the reference does not 

24 disclose where the ccmncctor Is in relation with the shaft 

25 That cods the story. That is a limitation in the '536 
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1 patent There's no disclosure as to where it is. There 

2 is no anticipation. 

3 But there's another factor here. There is no 

4 return electrode. No return electrode. 

5 This is a by active device, ladies and 

6 gentlemen: Two active electrodes. 

7 Let's go to the next slide, please. 

8 An active electrode. That means a stimulating 

9 electrode applied to tissue for stimulation. Applied to 

10 tissue for stimulation and extinguished from a return 
U electrode by having a smaller area of contact, thus 

12 anbrding a higher current density. 

13 Applied to tissue for singulation. 

14 Let's go to the next slide, because that's 

15 exactly what Rocs- I'm sorry, exactty what Doss does with 

16 both electrodes, with both electrodes. 

1? Dost never says there's a return electrode. 

18 He describes the electrodes as just electrodes. He never 

19 says active and return, He just says electrode, 

20 Remember the current flux line*? 

21 Can we go to the Doss patent in Figure 7? * 

22 Let's go to the next page. There we go, 

23 Yon can see there, la d ies and gentlemen, -we 

24 talked about those current flux lines yesterday and you 

25 heard Dr. Taylor say that, fa a sense, you're going to 
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1 get a torus or etonut-shaped region in the tissue. That's 

2 caused fa the vicinity of both of those electrodes. You 

3 are going to get a volume of tissue that* s going to be 

4 treated - heated fa this case, actuaHy, but U will be 

5 affected by the current flux Hnes going in that region. 

6 Now, you heard Dr. Taylor say that the current 

7 density of these dectrwies is high. We know that it's 

8 bypcr in density at both. We know that both of these are 

9 designed to treat tissue and wc know that tbey both do 

10 treat the tissue. Both of the electrodes arc used m that 



U 

12 Let's tiiink about mesec^ 

13 You've beard from all of the Smith & Nephew 

14 people and from Dr. Goldberg and others, the return 

15 dectrooe here is benign. You don't get a tissue effect 

16 here in the region of the return. You don't it's benign. 

17 It has a big surface area, low current density. It's 4 

18 designed not to. 

19 That device is designed to cause a tissue 

20 effect fa the region of both electrodes, in that torus* 

21 shaped region c^bothete<*rocies. Both are active 

22 electrodes. It has no return electrode. There's certainly 

23 no clear and convincing evidence of that, none whatsoever. 

24 Remember, the Patent Office has considered 

25 this reference a couple of times. It has considered mis 
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t 

2 PROCEEDINGS 
3 

4 (Proceedings corraxacnccd in the courtroom, 

5 beginning at 8:45 a.nt, and the following occurred without 

6 the presence of the jury.) 
7 

$ THE COURT: aH right, counsel Apparently, you 

9 have some issues we need to address before we bring the jury 

10 in. 

11 MR. BLUMEKFELD: Your Honor, from our side, I 

12 think the ooly issue btfce one we left off with at the 

13 end of the day on Friday, with a curative instruction. I 

14 drafted something and sent it to Mr. Marsden and Mr. 

15 Hebert I don't know if they have a position. Can I hand 

16 it to the Court? 

17 THE COURT; Yes. 

1* MR. BLUMENFELD: Our suggestion would be that \ 
19 it would fit perhaps at the end of the presumption of 
30 vatidity instruction. I think it b Page 37 of the 

21 mstrucdoos. 

22 MR. MARSDEK: Your Honor, if I can speak 

23 briefly to it- 

24 We have gone back and looked at the JMOt rnotkxL 

25 That was all about not making reference to the dropping of 
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1 claims, which ! certainly didnt do in closing. If they 

2 bad elected oat of the box to assert dependent claims 

3 rather than independent claims, I think this would have 

4 been a legitimate argument and b a km^imate argument. 

5 But it b peculiar for them to be asserting 

6 dependent claims and not independent claims 1 made no 

7 reference to the dropping of claims. We don't think an 
$ instructioa b necessary. Having said thai, if the Court 

9 is inclined to give such an instruction, the language that 

10 Mr. Biumenfcld has proposed b language that wedon't 

11 object to and the proposal to put where he proposes to 

12 put it, we do not object to. 

13 I said JMOl, which might have been reason for 

14 your puzzled face. 1 meant the motions in limine. 

15 THE COURT: 1 think I knew what yon meant 

16 MIL MAJtSDBfc JMOL raises one other issue. I 

17 beu^Ircrarwed ournwtiouon Friday. To the extent I 

18 didnX I renew it now before you charge the jury. I«a 

19 sure the other side does as wdL 

20 MR. BUUMENFELD: Your Honor, to the extent it b 

21 necessary, we do. 

22 THE COUKfc All your rights are reserved andmy 

23 dxisioos are reserved as well. 

24 Mr.Bhm>cnfcld,tamgomgtogte 

25 Explain again where you think it ought to be. 

1 ' s — . t^-f i7nn* 
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MR. BLtMENFEUfc ihopc I have the page right 
I am oot sure I have the final fosuotctions. At the end 
of the mstructtoa oa presumption of validity, there is 
instruction there oo each claim being a separately 
patentable invention. I guess it's Page 36, not 37. 

THE COURT: a would follow that before the 
instruction oo 37.. All right 

Anything else before we bring the jury? 
MR. HEBERT: One last item, your Honor. That 
10 is the treatment of the inequitable conduct portion of 
U the case. We did indeed clearly run out of time Friday. 
12 If your Honor was bclincd to give as another session, 
we would be interested in that Otherwise, we would 
14 submit our bequitab^ We 
have deposition testimony from a number of witnesses. I 
think it's three witnesses in jwticultr. And we could 
submit that along with the law that we believe is 

18 applicable. Wc can discuss a briefing schedule. Unless 

19 ywaremterestedmhearu^ testimony. - 

20 THE COURT; wdl lam not sure what lam 

21 going to do with it, because, qm^ franMy, for a trial, 

22 I don't just take deposition testimony on the record. So 

23 I nced to think about whether 1 wul let you proceed IT 

24 you have evidence other than wbt ism the trial itsel£ 

25 I have to drink about whether you should be allowed to 
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bring them in and start Thank you, counsel 
(Short recess taken.) 

(Court resumed after the recess.) 
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THE COURT: AH right Let's bring our jury m. 
(At this point the jury entered the courtroom 
and took their seats in the box.) 

THE COURT: welcome beck, ladies and gentlemen, 
and we'tt proceed wim the reaol^ 
I hope you drank ca/fcinc this morning. 

Members of the jury, now it is time for me to 
instruct you about the law chat you imtsz follow m o«o^ 
uuscasa. ! wffi start by expltuu^ywd 
general rmes mat apply in every civil case. I will . 
explain some roles mat you must use m evaluating 
partfcalar testing Tben I will explain the 

positions of the parties and the law that you will ar^m 
thiscasa And last, twill explain the rules that you 
nnislfoUow during your delu^^ 
the |>c«su^ verdicts that y^ Pkase listen 

very carefully tocveryllwg I say. 

You have two main duties as jurors. The first 
one is to decide what the facts an: from the evidence that , 
you saw and heard here m court Deciding what the facts- 
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1 present anything else. 

MR. BUiMEKFELD: your Honor, our position oa 
this is that you made it clear several times that the time 
we had included all issues* mdua^ rr^mtabb cotMhxx 
They made their chokes as to how to ynd hW (/ 
they wanted to put in evidence on mequitable conduct, 
they should have done it wimm die uw that was pmidel 
For example, we brwijfc Mr. He testified 

briefly. But we thought that he was coming on inequitable 
10 conduct 

The fact they ran out of time, it was due to 
the* choices. I don't know that we have • r^oblcm wim 
briefing Inequitable conduct based on the trial record as 

14 h exists. wTiatwedobavtaprobkmw^ 

15 back and creating incce of a rec^ 

16 record. 

17 THE COURT: Right I wodd agree wim that 

18 If you want to brief mequir^k cot^ on the record 

19 made at trials you certainly may. But we arc oot going 

20 » open the record for purposes of meltable conduct 

21 All right I wul go back. If our jury were 

22 here, I would start mstructm^ If they are w)t, we will 

23 have to wait 

24 They are here, but they are ruling out tbeir 

25 hmch orders. So. as soon as they have done that *e will 
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are b your job, sot mine, and nothing foat I have said or 
dooc during this trial was meant to influence your decision 
about the facts in any way. 

Your second duty is to take the law that I 
give you and apply it to the facet and decide, tader the 
appropriate burden of proof, which parry should prevaiL 
1 will instruct you as to the required buroens of proof 
shortly. It is my job to mstruct you about the law, and 
you are bound by the oath that you took at the begmmng 
of the trial to follow the instruction r 
evcar/)w personally o^^ Tmsindudes 
the instructions that I gave you before and during the 
trial, and these instructions. All the instructions are 
iiuportantandyoudixM 
whole. 

Perform these duties fairly. Do not let any 
bias,syinr*thyorprcjtt 

side or the other influence your decision in any way. 

You mast make your decision baaed only on the 
evidence that you saw and heard here in court Do not let 
rumors, suspicions or anything else that you may have seen 
or beard outside of court influence your decision in any 
way. 

The evidence b this case includes only what 
tig witnesses said while they were testifying under cam. 
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the exhibits that I allowed into evidence, and the 
stipulations to which the lawyers agreed 

Nothing else is evidence. Counsel's dosing 
arguments arc not evidence. Counsel were simply given the 
opportunity to summarize and interpret the evidence for 
you It is your recollection of the facts, not the lawyers' 
7 recollections, that must govern your deliberations. The 
S lawyers' questions and objections are not evidence. My 
9 legal rulings are not evidence. Any of my ccsnments and 
questions are not evidence. 

During the trial, I may not have let you hear 
the answers to some of the questions that the lawyers 
asked. I also may have rukd that you could cot sec some 
14 . of the exhibits that the lawyers wanted you to see. You 
must completely ignore all of these things. Do not even 
think about them. Do not speculate about what a witness 
might have said or what an exhibit might have shown. 
These things are not evidence, and you are bound by your 
oath not to let them influence your decision in any way. 

20 Make your decision based only on the evidence, as I have 

21 defined it here, and nothing else. 

22 You should use your common sense in weighing 

23 the evidence. Consider it in light of your every-day 

24 experieucejvith people and events, and give it whatever 

25 weight you believe it deserves. If your experience tefls 
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1 while testifying, any interest, bias or prejudice shown, 

2 and the nsisc^lenm c/the testimooy considered in 

3 light of all the evidence in (he case. 

4 During tc examination of a witness, you may 

5 have heard discussions about impeachment. Im peac hment of 

6 a witness, whether a fact witness or an expat witness. 

7 occurs when his or ber testimony is contradicted by other 

S evidence. When yon decide bow much weight to give to the 

9 testaaooy of a witness, you may consider any contradiction 

10 of the witness's testimony oemonstratcd through impeachment. 

11 In determining the weight to give to the 

12 testimony of a witness, you shocJd ask yourself whether 

13 there was evidence tending to prove that the witness 

14 testified fabdy abect some important ftct or. wbctber 

15 there was evidence that at some other tiax the witness 

16 said or dd something, or faded to say or do wmedung. 

17 that was different from the testimony he or she gave at 
IS the trial 

19 Yon should remember that a rirripk mistake by 

20 a witness does not necessarily mean that the witness was 

21 not letting the troth. Feopfeauy tend to foget some * 

22 things or remember other things in accurately. If a witness 

23 has made a m ts si s tem en t , yon must consider whether it was 

24 tSMpfy an ttmoccat lapse of m e m o r y or ao intentional 
23 fa lsehood and that may d e pe n d apon w hether it concerns an 
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1 you that certain evidence reasonably leads to a cxmduston, 

2 you are free to reach that conclusion. 

3 Now, some you may have heard the terms direct 

4 evidence and circumstantial evidence. Direct evidenc e is 

5 simply evidence like the testimony of an eyewitness which, 
$ if you believe it, directly proves a fact If a witness 

7 testified that he saw it raining outside; and you believed 

* him, that would be <firect evidence that it was raming. 

9 Circumstantial evidence is simply a chain of 

10 circumstances that indirectly proves a fact If someone 

11 walked into the courtroom wearing a raincoat covered with 

12 drops of water and carrying a wet umbrella, that would be 

13 circumstantial evidence from which you could conclude that 

14 it was raining. 

15 It is your job to decide how much wctghtto 

16 give the direct and drcumstanrial ev i de n ce . The law 

17 aatooodistiattkw between the weight you should 
IS give to either one, nor does it say that one is any better 

19 evidence than it other. You should consider all the 

20 evidence, both direct and circumstantial, and give it 

21 whatever weight you believe itdeserves. 

22 You are the sole judges of the credibility of 

23 the witnesses. In considering the testimony of any 

24 witness, you may talk into account the witness* abilities, 

25 education, opportunities to observe, agc r memory, 
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1 important fact or ao unimportant dcfcaiL 

2 . When knowledge of technical subject matter may 

3 be helpful to a jury, a person who has speciai training or 

4 experience in that technical field — called an expert. . 

5 witness ** is permitted to st ate his or her opinion on 

o* these technical matters. However, you are not required 
7 to accept that witness 1 opinion. As with any other 
g witness, rrts up to you to judge the credentials and 

9 credtbOityof tj«exr^ witness and decide whether to 

10 rdy upon his or her testimony. ^ 

11 Some of the witnesses that testified appeared 

12 here fa court. Others testified through depositions that 

13 were either read in court or played on videotape. You 

14 should alTord any kstimouy given by deposition the same 

15 consideration you would give it had the witness personally 

16 appeared m court like the testimony of a live witness, 

17 the statements made in a deposition are made under oath 
IS and are considered evidence whkh may be used to prove 

19 particular facts. 

20 One more point about the wimcsscs. Sometimes 

21 jurors wonder if the mimbcr of witnesses who testified 

22 makre the ocfcrencc. Do not make any decision us based 

23 only on the number of witness whose testi fi ed. What is 

24 mcrcuiupoctartf b 
[25 tow much wdghtyxm think t^ 
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Concentrate on that, not the numbers. 

During the course of the trial, you have seen 
many exhibits. Many of these exhibits were admitted as 
evidence/ You will have these admitted exhibits in the 
jury room for your deliberations. The remainder of the 
exhibits, including charts and animations, were offered to 
help illustrate the testimony of various witnesses. These 
illustrative exhibits, called demonstrative exhibits, have 
not been admitted are not evidence, and should not be 
considered as evidence. Rather, it is the underlying 
testimony of the witness that you* ve heard and the 
documents that were admitted into evidence when ycu saw 
the demonstrative exhibits that is the evidence in the 
case. 
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Those of you who are familiar with criminal 
cases will have heard the term proof beyond a reasonable 
doubt. That burden does not apply in acmlcaseand 
you, therefore, should put it out of your mind in 
considering whether or ooc ArthroCare or Smith & Nephew 
has met its burden. 

The plaintiff ArthroCare is the owner of VS. 
Patent numbers 5,697,536, 5,697,882, and 5,224,592 Bl, 
which are the patents asserted in this case. I will refer 
to these patents as the '536 patent, the '882 patent or 
the '592 patent, respective^, or as tho patents in suit 
The named inventors of the patents in suit are Philip 
Eggers and Hira ThapKyal, who assigned the patents in 
suit to AithroCare. ArthroCare has the exclusive rights 
to make, use, sdi and offer for sale any product, 
apparatus, system or rnethod that is covered by the patents 
in suit 

The ccfendant Smith & Nephew has marketed a 
number of medical devices called the EkctroBUde, Saphyre 

20 and Control Jtf. ArthroCare has accused these products and 

21 their use of mfrin^sment in this case, I may refer ft 

22 these devices collectively as the Smith A Nephew accused 

23 pro ducts . 

24 ArthroCare contends that Smith <fc Nephew 

25 literally iiu^hngc^ 
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the COURT (Oontf nning): This is a cxvU case 
b which the plaintiff, AitiwCaie; b charging the 
defendant, Smith & Nephew, with patent infringement 

ArthroCare has the burden of proving patent 
infringement by what is caikd a r*rporxlcraxe of the 
evidence. That means that ArthroCare has to produce 

8 evidence wliich, when coosi^^ 

9 facts, leads you to believe that what ArthroCare claims 

10 regarding infringement is more likely than not 
U To put it <nJ1crentry, if you were to put 

12 ArthroCare's and Smith & Nephew's evidence on the issue 

13 of infringement on the apposite tides of a scale, the 

14 evidence sur^orting ArthroCare's claims of infnngcnKat 

15 would have to make the scales tip somewhat on its ode. 

16 In this case Smith & Nephew contends that the 

17 claims of ArthroCam's patents are invalid. A patent, 

18 however, is presumed to be valid Because of the 

19 presumption that a patent is valid. Smith & Nephew has 

20 the burden of proving that the asserted claims am invalid 

21 by dear and convincing evidence. Clear and convincing 

22 evidence is evidence that produces an abiding conviction 

23 that the truth of a factual contention is highly probable. 

24 Proof by clear and convincing evidence is thus a higher 

25 burden than proof by a preponderance of the evioVnce. 
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1 Claims 13, 17 and 54 of the ^patent and Claims 1,3,4, 

2 H,21,23 9 26,27,nai>d42oflbembynttking, 

3 using, selling and offering for sak in the United States 

4 the Smith &Nepbew accused products and by contributing 

5 to and inducing the rnirmgement of these 

6 others. These claims are called the asserted claims. 

7 While I am at it, if I read something 

8 differently than what is in the written instructions, then 

9 I am undoubtedly reading it incorrccdy. So you shouM 

10 by the written msmicdom. r 
It Smith St Nqmcw contends that it does not 

U infringe the asserted claims and that they are invalid. 

13 Smith St Nephew contends mat the asserted claims of the 

14 patents in suit are invalid because, based on the prior 

15 art, they were inticipaied at the time of the alleged 

16 invention. 

17 Smith & Nephew further contends that Claims 

18 13, 17 and 54 of Oae ( 882 patent are invalid because the 

19 *SS2 patent does not teach one of ordinary skill bow to 

20 practice these claims without un do expc ri m cn iat i o a - 

21 In this case, you must decide several things 

22 according to instructions that 1 should give you. They 

23 are: 

24 One, as to eachof the asserted claims of the 

25 patents in suit, whether ArthroCare has shown by a 
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t preponderance of the evidence that Smith & Nephew has 

2 literally infringed that claim. 

3 Two. as to each of the asserted claims, whether 

4 Smith & Nephew has proven by clear and convincing evidence 
$ that the claim is invafid. 

6 The patent law provides that any person or 

7 business cntiry which makes, uses, offers for sak or 

8 sells, without the patent owner's permission, a product 

9 or method legally protected by at least one claim of a 
to valid patent, within tho United States, iniringes (be 
It patent. 

12 There are three ways to infringe a patent 

13 One may: 

14 One, directly infringe a patent. 

15 Two, induce others to infringe a patent 

16 Or, three, contribute to the infringement of a 

17 patent 

IS I wul explain each type of tofringemcot more 

20 A patent owner may enforce Its light to exclude 

21 others from making, umg. sctbng or oScring for sale 

22 the patenied invention by filing a lawsuit far paicnt 

23 mtVingeineat A patent confers on its owtkt an excimtve 

24 property right in the patented mvenrion. 

25 Here, AithrcCare, the patera owner, has sued 
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1 such as ArthroCare need only establish that one of the 

2 asserted claims in that paicnt has been Infringed. 

3 There are a Dumber of claims involved here. 

4 ArthroCare asserts feat Smith & Nephew infringes Claims 46. 

5 47 and 56 tfte*5K patent Oalm^^ 

6 patent and Oam» I, M,U^ 

7 42 of the '592 patent Cbim 46 of the '5J6 patem begins 
S atCdus»18.ttK29tftte^^ 

9 Plaintiffs Exhibit Ko. 1 in evidence The other tsjerted 

10 claims of the *536 patent are found m C^hmins 18 and 19 

11 ofthe '536 paamt Qaim 13 e^tbe'm patembegms at 

12 Cehtmn24.Une54of*e*882peteotwn^ 

13 ExhfbfcNa 2 » evidence. The other asserted claims of 

14 the '882 patent are found m Columns 24 and 25 of the ' 8*2 

15 patent daim 1 of the *W2 patent from which Claims 13. 

16 17 and 54 depend, has been corrected by a certificate of 

17 correction. Ctasa 1 of the '592 begins at Column 24. Unc 

18 6ofthe'592,i^bPlaiatifrs Exhibit No, 3 in 

19 evidence. The other asserted claims of the '592 patent 

20 are found in Ctfumas 24 throagh 26 of *a '592 patent 

21 m this case, ArthroCare contends that Smith * 

22 KcpheVa accused products and methods literally bfringe 

23 the asserted cbhns. border to prove that any one of' • 

24 the asserted claims fe ttersty tVAsBf^ ArfroCuc 

25 must prove by • pieporjderance of the evidence mat Smith & 
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1 SauttftNesfewandlttanegri 

2 infringes the asserted claims of dm patents in suit 

3 Additionally. Arthrr^ 

4 induced and contributed to tte mfnrtgnta^ of asserted 

5 claims ofthe patents m suit Sim^ Jb Meptew denim suck 

7 To oeckfe whether Sou^ 

8 the patent! in suit, you will have to bo* to the cUims 

9 of the patents bruit that have been asserted. The 

10 patent claims tie the numbered piragrtphs at the end of 

11 each patent 

12 Thepurpomof thcelaimab top 

13 to o^poJWkrf what ardent coven ar^^ 

14 The cUimsdcfmc the bounding 

15 described and uTa*tr»arf b theptto^ •ndu»p*t^ 

16 owner's property rights. Infringement is the ** of 

17 ucspaaaiug on those rights. Only the daunt of tbo 
IS patcmcanbemWngeA r^ito 

19 b tho written description of the mvcafaoc, nor the 

20 orawings of the patent can be kifringed. 

21 Koteveryclaimc^apatcatinustco^ 

22 featureof the patented invention. Each claim is a 

23 separate statement of the patented invention and. therefore, 

24 each of me asserted claims must be considered individually, 

25 Toshowinftagaraftof t parttothr patent a plajontY ^ 
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1 Nephew's accused prodocts or methods include each and 

2 rvry K™;t«ri™% «f tf«r perticular daim. In other words, 

3 must compare the features of the accused products or 

4 trxtbc^ with the fiinttadoosr^ 

5 order to detennine whether the accused peodrjets cc method 

6 include each and every Ifmiratirm of an asserted daim. 

7 With respect to the asserted daimsofibe 

8 '592 and '882 patents, the accused methods need oot always 

9 practice the bvcoiioo of any asserted method claim, so 

10 long as ArthroCare has proven by a preponderance ^f the 

11 evidence that ttesccbse^ 

12 meet each and every step of the method described in the 

13 daim some of the time, 

14 There can be two efferent types of daims in 

15 nnatent The first type U csile4 an tncfcpencte 

16 An ^dependent H«m does not refer to any other claim o f 

17 the patent An tncfcpcndcnt claim is readbyitsdf to 4 

18 doerrrirjc scope. Claim 45 of the *536 patent Claim I 

19 ofthe '882 p«4cnt,ar*dCUtM I and 23 of the '592 patent 

20 sreindeperjoVst dan^ You know this because these 

21 cbura mention no other clmm Accordingly, the words of 

22 these ri*ir"« are read by tfaemsdves in order to determine 

23 what the dsaxns cover. 

24 Onthec4hwbaiKl>ao*pento 

25 claim that refers to at te^ one 
J — ■ ■ ■ ZZZTvn£ 
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patent and thus incorporates whatever the other daim says. 
Accordingly, to determine what a dependent claim covers, 
you must read both the depcr^t daim and the independent 
daim to which it refers. 

In this case, for example, Claim 46 of the 
'536 patent is a dependent daim - it depends from Claim 
45. Accordingly, the words of Claim 45 and Claim 46 must 
be read together in order to determine what the dependent 
daim. Claim 46, covers. 

Some daims of the patents in suit art broader 
than other claims. You are not to read the limitations or 
words of a narrower or dependent daim into a broader or 
independent claim u* the broader daim does not cxpliddy 
contain the same Imitations. 

It is my duty under me law to define what the 
patent daims mean, I have made my determination on the 
meaning of each daim. I wiU now instruct you on the 
meaning of several of the terms and phrases in the patent 
claims that are at issue in this case. The meanings I 
20 give you should be interpreted by you in accordance with 
11 their plain meanings. Except where the Court has directed 
72 otherwise, aflother daim language shc^ be interpreted 

23 in accordance with its ordinary and accustomed mcanmg. 

24 Yotfarc advbed that the following defmitiens 

25 for the following terms must be applied 
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One, connector. The Court shall appry the 
ordinary definition of the word connector. The word 
connect means to bind, that shouU fc< "or* fasten together, 
join or unite, huh 

The word ccunector, in terms of the '536 



6 patent, shall be construed to inean a structure that 

7 dectricafly links 

8 frequent power supply. 
Two, electrically conducting fluid supply. 

Consistent with the prosecution history, tte plm*e 
dectrfcatty conducting fluid supply should be construed 
to mean a mccSeil container that stores electrically 
ccoducting fond An example of a medical container is a? 
IV bag. An example of electrically conduct ing fluid is 
isotonic saHnc. 

Spacing a return electrode away from the body 
structure and the icturo dectrofeUwftm contact with 
IS the body structure. 

19 The claim limitation the return electrode not 

20 in contact with the body structure is clear - the return 

21 electrode b not to contact the body at all during the 

22 performance of the claimed method. The claiix^ method 

23 does not contain any time Ie W***^? Thus, the 

24 rrtfthodbrxxformed wheneachof thetrmxste^of the 

25 daim has been completed. 



9 
10 
It 
12 
13 
14 
15 
16 
17 
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Four, electrically conducting fluid and 
dectricairy conductive fluid Consistent with the 
cmiinary definition, electrically conducting fluid and 
electrically concave fluid sn^ 
any fluid that facilitates the passage of electrical 
current Examples <>f electrically conducting fluids are 
Wood and saline, 

five, directing or delivering the electrically 
conductive fluid to the target site. Tms phrase shall be 
construed consistent with its ordinary meaning . No further 
construction is necessary. 

Electrode terminal. Consistent with the 
intrinsic evidence of the patents in suit, electrode 
terminal means one or more active electrodes. 

Active electrode. The Court shall apply the 
ordinary defmiuon of the term active electrode and the 
relevant art The term ac^ve dectrode means a 
s timu la tin g dectrode^appUed to tissue for 
stimulation and oSstttguishcd from 4 return electrode 
and having a smaller area of awtact, thm afTorcmg a 
higher current density. 

Return electrode. As contrasted with an 
active electrode, the term return electrode means* an. 
dectrode having a larger area of contact man an active 
electrode, thus affording a lower current density. 

Page 1720 

I am on Paragraph 9 here. 

Insulating member. The Court shall apply the 
ordinary definition of nv phrase insulating rrmbr Thus, 
the phrase insulating member has been con strue d to. mean a 
njcmbcr which provides a high degree of resistance to the 
passage of charge. 

Ten, 500 to 1400 volts peak to peak. This 
phrase shall be construed consistent with its ordmary 
meaning. No norther constriction is necessary. 

Eleven, through the region of the target site, r 
This phrase shall be construed consistent with its ordinary 
meaning. No further ecosuueiion is necessary. 

Twdve, mmiersing. The Court shaft* apply the 
ordinary definition of obe term immersing. The term 
immersing mall be construed to mean to plunge into or 
place under a fluid" 
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! 

2 THE COURT (Continuing): Thirteen, 

3 dectrosurgical system. 

4 The Court shall apply the ordinary definition 

5 of the torn system. The term system shall be construed to 

6 mean an assemblage or combination of things or parts 

7 forming a unitary whole. 

8 Fourteen, distal end and proximal end. 

9 The Court shall apply the ordinary definition 

1 10 of the term distal and proximal The term distal cad 

111 shall be construed to mean the end situated away from the 
12 pouttofc^igmcratiachnxat The term proximal end 

113 shall be construed to mean the end situated toward the 

1 14 pointof origin or attachment. 
[15 The asserted claims of ArthroCare's patents in 
|16 suit use the transitional phrase comprising or comprises. 

117 Comprising or comprises Is interpreted the same as 

1 18 inching or containing. In a patent clairn, comprising 

19 rne3mthatthedaim isoj)cM^ As such, the claim is 

20 not limited to only what is in the claim. Based on this 

21 explanation, if you find that Smith & Nephew's accused 
products or methods include til of the limitations of any 

|23 of d« asserted claims, the fact that the products or 

24 methods may also include additional features or elements is 

25 irrelevant The presence of additional fcamtsor 
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1 patent it may also infringe a patent even though it 

2 believes in good faith that what it is doing is ootan 

3 mfringement of the patent 

4 As I have told you, in addition to direct 

5 irifringement, there arc two types of indirect 

6 infringement — induced infringement or contributory 

7 mfringement The act. of encouraging or inducing others 

8 to infringe an patent is called inducing infringement . 

9 The act of contributing to the infringement of others b 
1 10 called contributory infringement 

lit A person induces patent infringement if he or 

1 12 she purposely causes, urges or encourages others to 

1 13 infringe a patent. Inducing infringement cannot occur 

14 unintentionally. This is different from direct 

15 mfringement which, as I've just told you, can occur 

16 uamtenucnaJry. In order to prove inducement the 

17 patent ownermust prove that it is more likely true than 

18 not that the accused inducer knew of the patent and 

19 encouraged or instructed another person to perform a 

20 process in a manner that infringes the patent The patent 

21 owner must also prove that it is more likely true than not 

22 that the otoer person mfringed the patent A person can 

23 be an Inducer even if he or she thought that what he or 

24 she was encouraging or instn^ 

25 was not an i 
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1 ckmenfcmSrmth&Nef^ 

2 n^ thai they don* infringe 

3 . (^rtamdaims use the language consisting 

4 essentially of certakc^ In interpreting patent 

5 claims, these words do not mean the same thing «s 

6 comprising, tnrhrrfipgj or containing. Rather, a claim 

7 including the language consisting essentia^ 

8 infringed oriy in you find that any components added by 

9 o^tendant beyond those in the claims do not materially 

1 10 affect the basic and novel characteristics of the 

111 invention claimed in the plaintiff's patent 

1 12 For each of die patents m«n\Snu^& Nephew 
13 is liab le f or directly infringing that patent if you find 

|14 that ArthroCare has proven by a preponderance of the 

15 evidence that Smith * Nephew 1m mad*, us*4*^or 

16 <>fferedfc<saktheinvend« 
117 the asserted claims c^ the patent 

18 Smith & Nephew is liable for directly 

119 infringing the patents in suit m thu case you fmd 
|20 that ArthroCarc has proven by a pfepooderance of ti* 

21 evidence that Smim& Nephew h^ 
122 sale or sold the mventioo defined m at least one asserted 

23 claim of the patents in suit 

24 A company can infringe a patent without 
1 25 knowing that what it is doing is an infringement of the 
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1 ArthroCare asserts that Smith <fc Nephew induced 

2 patent mfringement ArthroCare must prove four things by 

3 a preponderance of thcevidenee: 

4 First Smith A Nephew encouraged or instructed 

5 amrther person how to perform a process in a manner that 

6 you, the jury, find infruigw 

7 Second, Smith* Nephew kxiewcf ArthrcCarc's 
g patents. 

9 Third, Smith & Nephew knew or should have known 1 

10 that its eoecwagement or instnjetmes would likely result 
111 in the ether person doing that which you find to be a 
12 direct iafrbgemcnte^ 
[tt Fourth, the other person infringed the 
14 ArthroCare patents. 

jt5 Smith A Nephew cannot be liable for inducing 

16 irifringcment unless an •sserted claim has been directly 

17 infringed by another. However, proof of inducing 4 

18 irifringemcnt and the underlying direct mfringement may 

19 be Used on circumstantial evidence you have beard in 

20 this case. D«ct evidence of mrringement and 

21 coutiib uto r y infringrment b not required- 

22 And that should be inducing infringement 

23 Direaevioenceofinfr^ m&ingemcnt 

24 isnotreojnred. Not matta hew inany tima 

25 these , we find lapses so I a|)ri^ 
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In this case; ArthroCarc asserts that Smith & 
Nephew is contributing to the infringcruentof the 
ArthroCart patents. In order to establish that Smith St 
Nephew has coutributoriry infringed ArthroCarc's patents. 
AnhroCait must prove five things by the more likely than 
not standard. These five things are: 

First, Smith & Nephew knew of ArthroCarc's 

patents. 

Second, the accused products or methods perform 
a material part of the claimed inventions and Smith & 
II Nephew sold or supplied those products or methods. 

Tbird, Smith & Nephew knew that the products 
I? or methods were especially made for use b a manner that 
infringes the patem claims. 

Fourth, the products or methods are notsUpk 
16 or commodity articles. 

Fifth, the products or methods wercectually 
18 used in a maimer that you find mfringes the ArthroCarc 
19 
20 
21 

n 

23 
24 

25 have heard fa das case, greet evidence of mfrmgement 



Smith & Nephew cannot be liable for 
contributory infringement unless an asserted claim has 
been directly infringed by another. However, proof of 
contributory mfringemeot and the underlying direct 
infringementmay be based oo circumstantial evidence you 
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And I have an additional instruction which is 
not included in yours so don't be confused 

It is common for parties to decide not to assert 
certain claims in an effort to narrow the issues for trial. 
In reaching your verdict on the issues of iniringement and 
validity, ynu should no< cotid 
the patents have not been asserted or v% they have not 
been asserted. 

Back to the script here. 

Smith & Nephew has challenged the validity of 
the asserted claims on a nunbatf grounds. Fust, Smith & 
Nephew contends that die asserted damis of the patents in 
suit are not new, but arc contained m the prior art 
Smith & Nephew also contends that certain of the asserted 
claims are not adequately described or do not adequately 
teach one of ordinary skill in the art how to practice 
the claimed invention. 

A person cannot obtain a patent on an mventica 
if someone else has already made the same invention. In 
other words, the invention must be new. If an invention 
is not new, wc say that it was anticipated by the prlor 
art An mvention that U anticipated by the prior art is 
not entitled to patent protection. A party challenging 
the validity of a patent must prove anticipation by clear 
and convincing evidence. 



t b ooc required. 
The gratia*; ot • patent by iho P**ent Office 
canx* wfth it the pfrgmrptirm lh*t the prtcct it v*frt 
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From issuance of the patent* it a presumed that tfio 
wbjeet matter of (he patent b new and useful and 
eoostmacs an advance which was act, at the time the 
mvcanoo was made, obvious to one of ordinary skin in 
the arc The law presumes. In the abaenee of clear and 
ccuvfecing evidence to the contrary, that a* Patent 
10 Office »cted comedy b ittuing the ptlcat 

Because a patent b presumed vafii Saudi A 
Nephew bears the burden of proving um&fty by clear 
andeonvmemf evidence. Although thb pietnmpooo can 

Smith & Nepbcw can ooiy overcome the resumption of 
vaKdity wim tacts cstab&Bng iavaliolry by clear and 
coo vinciag evidence 

Each of (he asserted chums of ArthroCare's 
patents b presumed vafid indepcsdesifyof tevaSdlry of 
any other daim. TCs is because each dasn of the patent 
defines a scparakty j*n»tablc invention. Dependent 
claims «rc promncd valid even though ibey may be dependent 
upon a cbun which b proven invafil SonmAKephcw, 

24 6enfoce. must prove (be hvalkfity of etch claim by dear 

25 and convincing evidence. 



Page 1728 

1 fas thb case, the prior art asserted against 

2 the patents in suit includes: 

3 the Rons '19* patent And mat's Defendant's 

4 ExJubhU. 

5 TheartictebyEElsasserar^E.Roos. That's 

6 Defendant's Exhibits 59- A and 59-B. 

7 • Tbc Pao M99 patent. Defendant's Exhibit 23 1. 

8 Tbe Doss '007 patent, Defendant's Exhibit 17. 

9 The Manwaring 'US patent, Defendant's Exhibit 

10 46. ^ 

11 Andtbe articie by C Slager, et aL, Defendant's 

12 Exhibit 65. 

13 • The Rock '198 patent is asserted against claims 

14 46, 47 and 56 of the '536 patent 

15 lsthat54? 

16 MR. BOBR0W: 54w 

17 THE COURT: U it 567 All right « 

18 The articie by E Ebasser and E Roos is 

19 asserted against claims 46, and 56 of the '536 patent 

20 The Pao '499 patent Is assened against Claims 

21 46 and 56 of the '536 patent 

22 The Doss '007 patent is asserted against claims 

23 46 and 47 of tbe '536 patent and Oa^ 

24 of the '592 patent 

25 The Manwaring '138 patent is asserted against 
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1 Claims 13 and 54 of the *882 patent 

2 The article by C Slager, ct aL is asserted 

5 against Claims 13, l7and54oftbe '$82 patent and 

4 Claims 23, 26, 27, 32, and 42 of the *592 patent 

5 For as asserted patent claim to be anticipated 

6 by such prior art, each and every limitation of the daira 

7 must be present within a single item of prior art, whether 

8 that prior art is a publication or a prior patent You 

9 may not frcd that the prior art anticipates a patent daim 

10 by combining two or more items of prior art 

11 There must be no difference between the 

12 limitations of the asserted claims and the features of me 

13 prior art A prior-art disdosure that almost meets the 

14 claim does not anticipate. The prior* art reference also 

15 must describe the invention with sufficient detail to 

16 establish that the subject matter existed in the prior 
1? art Abo, in order to anticipate, the prior art must 

18 enable one skilled in the art to practice the mveorioo 

19 such that it Is available to the pimlia 

20 There cnanot be an accidental or unrecognized 

21 anticipation. A prior duplication of the claimed invention 

22 mat was accidental, or unrecogmaed, unappreciated and 

23 incidental to some other purpose is not an invalidating 

24 anticipation* 
In deciding whether a single item of prior art 
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making and using the claimed invention. The fact that some 
experimentation may be required for a skilled person to 
practice the claimed invention docs not mean that a patent* s 

4 writtra description does not meet the enablement 

5 requirement Enablement is not preduded by the necessity 

6 for sonic exrxrimentation such fa 

7 fact, a considerable amount of experimentation is permissible 

8 if it is merely routine or if the specification provides a 

9 reasonable imount of guidance with respect to the direction 

10 in which the experimentation should proceed, mother 

11 words, a written description is enab ling so long as undue 

12 experimentation is not necessary. 

13 In octermirnag whether undue experimentauon is 

14 needed, you should weigh a mimbcr of factors, wduding: 

15 One, the quantity of experimentation necessary. 

16 Two, the amount of ejection or guidance 

17 pfesen^ffli 

18 Three, the presence or absence of working ; 

19 e xampl es. 

20 Four, the nature of the invention. 

21 Five, the state of the prior art 

22 Six, the tdative stall of those in that art 

23 Seven, the rxeoSctability or mpredictabiliry 

24 of mean 

25 And eight, the breadth of the claims. 
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anticipates a patent class, you should consider both that 
which it expressly stated or present in the item of prior 
art, and also that which is mberently present Something 
is inherent in an item of prior art if it is always present 
in the prior art or always results from practice of the 
prior art and if a person with enfinary skill in the art 
would understand that to be the case. 

The patent laws also require that the 
disdosure of a patent be sufficiently detailed to enable 
those drilled in the art to practice the invention. 
Smith & Nephew has alleged that Claims 13, 17, and 54 of 
12 the '882 patent do not satisfy the enablement requirement 
The purpose of the enablement requirement tt to ensure 
that the public, is exchange for the patent rights given 
to the inventor, obtains from the inventor a full 

16 disdosure of how to practice the claimed invention. 

17 However, because descriptions in patents are addressed to 

18 those skilled in the art to which the invention pertains, 

19 an app licant for a patent need not expressly set forth in 

20 his specification subject matter which is Cttrrimooly 

21 understood by persons ddtledSn theart 

22 The law does not require that an applicant 

23 describe m bis specification every conceivable and possible 

24 future embodiment of the invention. The enablement 

25 requirement is met if the description enables any mode of 
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A permissible amount of experimentation is that 



amount that is appropriate for the complexity of the fidd 
of invention and for the tevd of expertise and knowledge 
of persons in that Odd. 

The person of ordinary siriU is not the inventor 
but, rather, a hypothetical person who is presumed to be 
aware of all the prior art at the time of the invention. 

In this case, a person of ordinary skill is 
someone with a Bachelor's degree in electrical chancering, 
physics, mechanical engineering or mcchamcal sciences and 
experience with the drsign, development operation, and 
equation of lU^owcred ekctrosurgicat devices for 
clinical applications. 

One of the patents m suit the '536 patent 
has been the subject of a re-examination proceeding 
Re-examination is a procedure that allows the Patent Office 
to address substantial new questions of patentability after 
the issuance of a pa te nt . 

Any person may request the re-examination of a 
patent at any time during the period of enforceability of 
an issued US. patent The nrcraminarion request must 
include one or more prior-art patents or printed 
publications as well as a statement by the requester 
outlining the relevance of each cited reference. Upon 
receipted the rexxammationreq 
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assigns an examiner to the rc^xomination request. 

If the Patent Office grants the rt-examination 
request, the patent examiner may decide to allow, reject 
or amend patent claims that arc the subjectofa 
rc^cxammaticn. A notice is issued at the end of the 

6 preceding to inform Ac patent owner and any Ourd-party 

7 requestor that the prosecution on the merits of the 

8 rcxxainmation proceeding b dosed If the patentability 

9 of the claims b omArmcd, the Patent Office will issue a 
notice of intent to issue an ex-paite reexamination 
certificate This notice states that until the 
reexamination certificate issues, the proceeding ts 



subject to being reopened If the proceec% b not 
reopened, a re-examination certificate is then mailed by 
the Patent Office. 

Like any other patent, a patent that has 
undergone nxxarnination can be found invalid by a jury. 

ArthroCare alleges that the l S82 patent issued 
from the Patent Office containing cooti Requesting a 
certificate of correction b one way toconoxcertmn 
kinds of errors in patents. Owe property cartel 
22 certificate of conection, a patent shall have the same 
effect and operation in law as if U were crigbeUy issued 
un corrected form 

certificate c^ correction for its patent Smith & Nephew 
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<*alfcxigeathevalic%c/thata 
and has the burden of proving invalidity by dear and 
convincing evidence 

When the patent applicant is the one who— * 
Kke ArthroCare — made the error, it can use a certificate 
of collection only to correct errors of a clerical or 
typc^rar^cal nature. An error b clerical and 
tyiwgraphica! if one of skill in the art can fed just 
from looking at the patent and the proeecutioo history 
that there was an error and also how that error should be 
corrected A certificate of correction for any other 
errors b not valid and can be chalknged m court 

Now that ail the evidence b fa and the 
arguments arc completed, you are free to talk about the 
casern the jttry room. In fact, it b your duty to talk 
with each other about the evidence, and to inake every 
reasonable effort you can to reach unanimous aptonent 
Talk with each other, listen carefully and respectfully 
to each other's views and keep an open mind as you listen 
20 tov^ywfdkrwjurcrthavetosay. Try your best to 
work out your cSrlcrcnccs. Do not hesitate to change your 
mind you arc convinced tha^ 
that your original position was wiong. 

But do not ever change your mind just because 
other jurors sec things QalTercntly, or just to get the 
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! case over with. In the end. your vote rrnmbccxacdf 

2 that: Your own vote. U b tm,>ortam for you to reach 

] ^ous agreement, but c^yif m 

4 rod m good coiscience. r 

5 ^ «y incmbcr of the jury ic^ iiotes, let me 

6 rernindye<itr^tr«ncte« 

7 w^thanthcrr^rncryoriinpre^ 
J what the tcstimccyrnayhave^ Wra^ you took notes 

rt M to the factj of lie case 

If you did not take notes, you should idy 
upon your own memory of what was said and oot be overly 
influmced by the ixto of other jurors. 

No one will be allowed to hear your discussions 



m the jury room and no record will be made of what you 
aysoyoushouldaUfedlwtospcaJcyw 

theadecide for yourself. 

Once yoo start oUibcrating, do not talk to the 
20 Juryo/ncer«tome,ortoanywete 
* ether abc<* the case. If Ittve anyo^jestiimorines^ 



you must write them down on a piece c/ paper, sign them and 
then give them to the jury officer. The officer will give 
themtoineandIwmrcsp<»dassoonasIc^ I will 
have to talk to the lawyers abom 
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ttinaytafcetnesonxstuaetogetbacktoy^ Anyquestion 

normally should be sent to iny through your 
Foreperson who by custom of this Court b Juror No. I. 

One more things about messages. Do not ever 
write down cr tcil anyone how you stand oo your votes. 
For example, do not write down or tell anyone that you are 
split 4M, or 6V2, or whatever your vote happens to be. 

8 That should stay secret until you are finished. 

9 Your verdict niust nmrcro dw cccsidered 

10 juc^mcm of each juror, herder for you as a juror to r 
retura a verdict, it b necessary that each juror agree 
to the venfict Your venfct must he unanimo us 
It b your duty, as juror*, to consult with 
ooe another «nd to deliberate with a view towards reaching 
an agreement, if you can do so without violence to your 
16 incfivi^ judgment Each of you nnjst decaon Uk cas« for 
yourself, but do so only after unpartiai consideration df 
the evidence with your fellow jurors. In the course of 

19 yourcWit<ratiattS,dow<b 

20 views and change your cou^ 

21 butdoiwtiunerjderycwho^ 

22 weight or effeatf evicted 
of your fellow jurors or for the purpose of reaming a 
venfict Remember tt all times that you are not partisans, 

25 You are judges - judges of the facts. Your sole interest 
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1 is to seek the imth from the evidence in the case 

2 A special verdict form has been prepared for 

3 you. Yew wiU take tins form to tteju^ 

4 you have reached unanimous agreement as to your verdict, 

5 you will have your Foreperson ftU in, date and sign the 

6 form. Each of you will then sign the form. Yon will then 

7 return to the courtroom and your Foreperson will submit 

8 your verdict to the Court 

|9 It is proper to add the caution that nothing 

10 said in these mstnictio^ 

11 special vcrditt is meant to suggest or convey in my way 
1 12 or manner any totimatioo as to what verdict 1 dank you 
|13 should find. What the verdict shaU be U the sole and 

14 exclusive duty and responsibility of the jury. 

15 Let mefkish up by saying ^ 

16 havesaid or done during tins trial has wasroeantto 
11 mfluekeycurdecisto 

18 case yourselves based on the evidence presented 
119 A couple of things that aren't contained in 

20 the instructions. Number one, you're only to confer with 

21 cached when evcryoi*bmtte So if yon have 

22 any srookm that r^ a srnoke break, tf 

23 different times in the rnorning, you arc really not to 
24' taUcabomthecasetMtaaUd^ofyotta 
I25 the room and talking togeto, 
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I 

2 THE COURT (Continuing): So if I don't hear from 

3 you, rest assured you will hear from me to see what kind of 

4 schedule you want to keep. 

5 Is there anything else wc need to address wish 

6 the jury before we excuse them? 

7 Then wc need to swear in our jury officer. 
$ (Jury officer sworn.) 
9 THE COURT: You are excused to commence your 

1 10 deliberations. 

11 (At 9:40 ajn., the jury retired to deliberate.) 

12 THE COURT: You need to leave one phone number 

13 pa a<fe with Franceses. I will be starting arnrther triaL 

14 But certainly, if any questions come from the jury, my staff 

15 will bring them right irrto mc and we will recess, once you 

16 arc avuTabfe on tr* phone. So we will be in touch with you 

17 as me day goes on. You sr^dmrve between 1200 and 1:30 j 
1 18 to yourselves. I wittteyootoowwlua the jury wantsto 
19 oV>trdiafternocnb terms of recessing at 3:00 or \ 
1 20 o^liberating until at least 5:00. 
|2i Thank yw very much, counsel 

(Counsel respond Thank yea, yw Honor/) 
|23 (Court recessed while the jury dcUberatoi). 

[24 

I25 • 
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1 HuntatwoJ always icscm an 1w 

3 they can stray and run errands. So between 1230 and 130, 

4 tfywhav«<rocstions,^ 

5 that time. Ialso wiU be out cf the court between 3^K) 
I 6 and 5:00, so before 3*0 1 wtts^ 

7 if w^ havenH heard as to whether yc* wart ^ 
g <klibcrating until 5:00 o'clock, when I get back to the 

9 courthouxct whether you w^ 

10 come baric tomorowinornh^ 
III 
m 

113 
[14 
J 15 
16 
117 
118 

I 19 
P 

[21 

122 

[23 

[24 

15 
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(Court resumed at 3:07 pm.) 



3 

4 the COURT The jury ben their way. The/rc 

5 down on the second floor. It wltt take mem just a minute 

6 towaflcup. 

7 MR. HEBEBX: Your Honor, with the Court's 

8 perna«oii,Mr.Marsdmk 

9 afternoon. 1^ accompanied here today by Mr. Thomas 
|10 HaDcowski of the Delaware office. r 

11 THE COURT That is fine 

1 12 (At this point me jury entered the courtroom 

1 13 and took thrirseatim the box.) 

14 THE COURT AH right Ms.Tassonc 
[15 THE OCWTYCLEWC: Madam Fordady, may 1 please 

1 16 have the venfict sheet? 
[17 f^erdiasr^ reviewed by the Cc^ 

15 the DETVTY CLEWfc The verdict reads. We the 
[19 jury, unarnmousry find at follows: 
20 fafimgcment of AitfaroCarVs patents, the '536 
121 patent 

L Du«tWm« a ^bySmith&Nepbcwofih C -536 
123 patent. 

M t Do you ficd that ArthroCare has sbown by a 
\tS prepoodcmceoftbeCTutowttotSnuth&Wq^to 
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1 dirccdy infringed any of the following claims of the 

2 '536 patent with its Saphyrc, EkctroBIade, or Control RF 

3 products? Yes answers to these questions are findings for 
« ArthroCare. No answers art finolngs for Smith & hfcphcw. 

5 Patent '536\ Claim 4*. Saphyrc yes. EkctroBIade 

6 yes. Control RF yes. 
Patent '536, Claim 47. Saphyrc yes. EkctroBIade 

yes, Control Rf yes. 

Patent '536, Claim 56. Saphyrc yes, EkctroBIade 
yes, Control RFyes. 

In du c em en t of infringement by Smith & Nephew. 
2. Do you find that ArthroCare has shown by a 
preponderance of the evidence that Smith & Nephew has 



7 

8 

9 
10 
II 
12 

13 _ 

14 induced mfringement by others of any of the following 

15 claims of the f 5 J6 patent with its Sa|^ EkctroBIade, 
" or Control RF products? Yes answen to these questions 

arc findings for ArthroCare. No answers are firxfings for 
18 Smith&Nephcw. 

Patent '536, Claim 46, Saphyrc yes, 
20 BcctroBbde yes. Control RFyes. 

Patent *536, Claim 47. Saphyrc yes, EkctroBIade 
yes. Control RFyes. 

Patent '534 Claim 56. Saphyrc yes; EkctroBIade 

24 yes. Control SIP yts. 

25 Contributory infringement by Smith & Nephew, 
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1 preponderance of the evidence that Smith & Nephew has 

2 induced mfrir^cnwit by others of any of the following 
• claims of the f W2 patent with its Saphyre or Control rf 

products? Yes answers to these questions are firxfings for 
AtthroCart No answers are findings for Smith & Nephew. 
Patent m Claim 13. Saphyrc yes. 
Patents Claim 17. Saphyre yes, Control rf 

Patent '$82, Claim 54. Saphyrc with suction yes. 
Control RFyes, 

tam^fcutory mftngmxnt by Smith* Nephew of 
me *SS2 patent 

6. Do yottfmd that ArthroCare has shown by 
* preponderance of to 

contriboted to the Wrmgeinentof anyof thefoflowii^ 
claims of the '8*2 patent with its Saphyrc or Control rf. 

17 products? Yes answers to these questions arc fimhogs for 

18 ArthroCare. No answers are fimfings for Smith & Nephew. 

19 Patent '882, Claim 13. Saphyrcyes. 

20 Patent m Claim 17. Saphyrc yes, Control rf 

21 yes. 

22 Patau '882 Claim 54. Saphyrc vritfi suction yes, 

23 Control RFyes. 

24 The '592 patent 

25 Inobccment of mtrmgement by Smith & Nephew of 



3 
4 

5 
6 
7 
8 
9 
10 
1! 
12 
13 
14 
15 
16 
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3. Do you find that ArthroCare has shown by 

2 a pre{>ooderance of the cvideoos that Smtdi ft l^iew lias 

3 contributed to the trtfrmgemeat of any of the following 
claims of the '536 patent with its Saphyrc, EkctroBIade 
or Control Rp products? Yes answers to these questions 
arc findings for ArthroCare. No answers are firxfings for 
Smim&NcrAcw. 

Patent '5M, Claim 46. Saphyrc yes, EkctroBIade 
yes. Control RFyes. 

Patent Claim 47. Saphyrc yts, EkctroBIade 
yes. Control RFyes, 

Patent '536, Claim 56, Saphyrc yes, EkctroBIade 
yes. Control RFyes. 

B. the '882 patent 
Validity of ArthroCarc's certificate of 
correction for the *882 patent 

4. Do you find that Smith & Nephew has shown 
by dear and convintir$ evidence that the certificate of 
connection for Claim I of the '882 patent is invalid? A 

20 yes answer to this question is a finding for Smith & Nephew. 

21 A no answer is a finding for ArthroCare. 

22 Patent 9 882, Claim I. Invalid, no. 

23 b dnoe m e nt of infringement by Smith & Nephew 

24 of the 4 882 patent 

25 5. Do yon find that ArthroCare has shown by a 



4 
5 
6 
7 
8 
9 
10 
11 
12 
13 
14 
15 
16 
17 
13 
19 
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the *592 patent 

7. Do yon find that AithioCarc hasshownbya 
Ftr>OQdcrance of the evidence that Smith & Nephew has 
induced mtxingement by others of any of the following 
claims of the '592 patent with its Saphyrc, EkctroBIade 
or G»trdRFr#odncts? Yes answers to these questions 
arc finmngs for ArthroCare. No answers arc fincfings for 
Smith * Nephew. 

Patent 1 592, Claim I. Saphyre yes, EkctroBIade 
yes, Control RFyes. . r 

ParemmOaim3. Saphyre yes, EkctroBIade 
yes, antral RFyes. 

Patent '592, Claim 4. Saphyre yes, EkctroBIade 
yes. Control RFyes. 

Patent '592, Claim 11. Saphyrc yes, EkctroBIade 
yes. Central RFyes. 

Patent ^Oaim 21. Control RF yes. 4 

Patem '592, Claim 23. Saphyre yes, EkoroBlade 
yes. Control RFyes. 

Patent '592, Oatm 26. Saphyre yes, EkctroBIade 
yes. Control RFyes. 

Patent '592, Claim 27. Saphyre yes, EkctroBIade 
yes. Control RFyes. 

Patent '592, Claim 32. Saphyre yes, EkctroBIade 
yes, Control RFyes. 
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I Patenr592, Claim 4Z Cootrol RFyes. 

1 Contributory infringement by Smith & Nephew of 

3 the # 592 patent 

4 8, Do you find that ArthroCare has shown by 

5 a preponderance of the evidence that Smith & Nephew has 

6 contributed to the infringement of any of the following 

7 claims of the '592 patent with its Saphyre, HectroBlade, 

8 or Control RF products? Yes answers to these questions 

9 are findings for ArthroCare. No answers arc findings for 
10 Smith & Nephew. 

It Patent '592, Claim I. Saphyre yes, HectroBlade 

12 yes, Control RF yes. 

13 Patent '592, Claim 3. Saphyic yes, ElcctroBlade 
H yes. Control RF yes. 

15 Parent '592, Claim 4. Saphyre yes, EkctroBlade 

16 yes, Control RF yes. 

17 Patent '592, Claim 11. Saphyre yes, ElectroBlade 

18 yes, Control rf yes. 

19 Patent *592 t Claim 21. Control RFyes. 

*« rovcnt ay*, vWBi *a» o«pujiv /w, Pt^^rePMog 

21 yes. Control RF yes. 

22 Patent '592, Claim 26. Saphyre yes, HectroBlade 

23 yes, Control RF yet. 

24 Patent '592, Claim 27. Saphyre yes, ElectroBlade 

25 yes. Control yes. 
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1 Claim 26. Anticipated no. 

2 Claim 27. Anticipated na 

3 Claim 31 Anticipated na 

4 Claim 42. Anticipated na 

5 D. Enablement of ArthroCarc's patent 

6 10. Do you find that Smith & Nephew has shown 

7 by clear and convincing evidence that the following claims 

8 are invalid for lack of enablement? A yes answer to this 

9 question Is a flmfing for Smith $t Nephew. A no answer is 

10 a finding for ArthroCare. 

1 1 Patent '882, claims 13, 17, 54. Invalid no. 

12 Members of the jury, is this the verdict you 

13 have agreed upon? 

14 . THE JURORS: Yes,iti*. 

15 THEoerVTYCLCix Juror No. Uisthisthe 

16 vertfict have you agreed upon? 

17 JUROR WXt: Yes. 

18 THE DEPUTY CLERK; juror No. 2* is this the 

19 vertfict have you agreed upon? 

*v jum/k nu. a. iv* 

21 THE DEPUTY CLERK: juror No. 3, is this the* 

22 verdict have you agreed upon? 

23 JUROR. NO. 3: Yes. 

24 THE DEPUTY CLERK: Juror No. 4, is this the 

25 verdict have you agreed upon? 
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1 Patent '592, Claim 32. Saphyre yes, ElectroBlade 

2 yes. Control RF yes. 

3 Patent *592, Claim 42. Control RF yes. 

4 rx Validity of ArthroCare's patents. 

5 A. Anticipation of ArthroCare*s patents. 

6 9. Do you find that Smith& Nephew has shown 

7 by clear and convincing evidence that the following claims 

8 of the patents in suit arc invalid due to anticipation? A 

9 yes answer to tins question is a finding for Smith & 

10 Nephew. A no answer b a finding for ArthroCare. 

11 The '536 patent 

12 Claim 46. Anticipated no. 

13 Claim 47. Anticipated no. 

14 Claim 56. Anticipated no. 

15 The '8*2 patent 

16 Claim 13. Anticipated no. 

17 Claim 17. Anticipated no. 

18 Claim 54. Anticipated no. 

19 The # 592 patent 

2D r~Ti»im 1 Anti^mAted ba. 

21 Claim 3. Anticipated na 

22 Claim 4. Anticipated no. 
33 Claim U. Anticipated no. 

24 Claim 21. Anticipated no. 

25 Claim 23. Anticipated no. 
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1 JUROR Na 4: YCS. 

2 THE DEPUTY CLERK: juror Na 5, btmsthc 

3 verdict have you agreed upon? 

4 JUROR WCX* Yes. 

5 THE DEPUTY CLERK; Juror Na 6, is this the 

6 verdict have you agreed upon? 

7 • JUROR NO.*: Yes. 

8 THfe DEKJIY CLERK: Juror No. 7, is this the 

9 verdict have you agreed upon? 

10 JUROR NaT: YCS. _ 

11 THE DEPUTY CLERK: JUrorNd. 8, is this the! 

12 verdict have you agreed upon? 

13 JUROR Nat: Yes. 

14 the COURT. All right Members of the jury, 

15 on behalf of the parties and the Court, we thank you for 

16 your servico and at this point you arc excused. I always 

17 take a minute to talk to jurors to make sure that we, a£ 

18 a court, have done everything we can to make your service 

19 8 good one. So if you'd care to wait in the old jury room 

20 for a minute, I would like to come back and talk to you. 

21 tfycu don't care to wait yw 

22 free to jo. 

23 Thank you very ranch. 

24 (Atthbi>pmtthejuryUMleftthe 

25 courtroom.) 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 
ARTHROCARE CORPORATION, 



C.A. No. 01-504 (SLR) 



Plaintiff, 

v. 

SMITH & NEPHEW, INC., 

Defendant 

ARTHROCARE'S MOTION 
FOR A PERMANENT INJUNCTION 

Pursuant to 35 US.C. § 283, plaintiff ArthioCare Corporation ("ArthroCare") 

moves for the entry of a permanent injunction in the form attached hereto as Exhibit A. The 

grounds for this motion are set for in ArthroCare's Opening Brief; submitted herewith. 

MORRIS, NICHOLS, ARSHT & TUNNELL 




OF COUNSEL: 

Matthew D. Powers 
Jared Bobrow 
Peny Claik 

Weil, Gotshal & Manges LLP 
201 Redwood Shores Parkway 
Redwood Shores, CA 94065 
(650)802-3000 



.Bhunenfeld(#1014) 
en Jacobs Louden (#2881) 
James W. Parrett, Jr. (#4292) 
1201 N. Market Street 
P.O. Box 1347 

Wilmington, DE 19899-1347 . 
(302)658-9200 

Attorneys for Plaintiff ArthroCare Corporation 



May 20, 2003 
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C.A. No. 01-504 (SLR) 



IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 



ARTHROCARE CORPORATION, 
Plaintifl; 

v. 

SMITH & NEPHEW, INC., 

Defendant 

PERMANENT INJUNCTION 

In accordance with the May 1 2, 2003 jury verdict in this action (D JL 405) finding 
that Smith & Nephew, Inc. has infringed the asserted claims of United States Patent Nos. 
5,697,536 Obe. '536 patent"), 5,697,882 ("the 4 882 patent") and 6,224,592 Bl ("the. 4 592 
patent**), and that the asserted claims of those patents are not invalid, 

rr IS HEREBY ORDERED that: 

1. Defendant Smith &. Nephew, Inc., its officers, agents, servants, 
employees, and attorneys, and those persons in active concert or participation with any of them, 
are enjoined from infringing claims 46, 47 and 56 of the *536 patent by making, using, offering 
to sell, or selling in the United States, or importing into the United States, any system that uses or 
includes any of the products listed on Exhibit A hereto ("the Infringing Products"), until the 
expiration of the *536 patent; 

2. Defendant Smith & Nephew, Inc., its officers, agents, servants, 
employees, and attorneys, and those persons in active conceit or participation with any of them, 
are enjoined from inducing the infringement of claims 46, 47 and 56 of the '536 patent by 
inducing any person or entity to make, use, offer to sell, or sell in the United States, or import 
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into the United States, any system that uses or includes any of the Infringing Products until the 
expiration of the 4 536 patent; 

3. Defendant Smith & Nephew, Inc., its officers, agents, servants, 
employees, and attorneys, and those persons in active concert or participation with any of them, 
are enjoined from inducing the infringement of: 

(a) (1) claims 46, 47 and 56 of the *536 patent, (2) claims 13, 17 and . 
54 of the '882 patent, and (3) claims 1, 3, 4, 11, 23, 26, 27 and 32 of the *592 patent, by selling, 
offering to sell, marketing, advertising or promoting the Saphyre Products listed on Exhibit A in 
the United States, or instructing, training ocotherwise actively encouraging others in the United 
States with respect to the use of those Saphyre Products, until the expiration of the last to expire 
of those patents; 

(b) (1) claims 46, 47 and 56 of the *536 patent, and (2) claims 1, 3, 4, 
11, 23, 26, 27 and 32 of the *592 patent, by selling, offering to sell, marketing, advertising or 
promoting the ElectroBlade Products listed on Exhibit A in the United States, or instructing, 
training or otherwise actively encouraging others in the United States with respect to the use of 
those ElectroBlade Products, until the expiration of the last to expire of those patents; and 

(c) (1) claims 46, 47, and 56 of the *536 patent, (2) claims 17 and 54 
of the '882 patent, and (3) claims 1, 3, 4, 11, 21, 23, 26, 27, 32 and 42 of the '592 patent, by 
selling, offering to sell, marketing, advertising or promoting the Control RF Products listed on 
Exhibit A in the United States, or instructing, training or otherwise actively encouraging others 
in the United States with respect to the use of those Control RF Products, until the expiration of 
the last to expire of those patents; 

-2- 
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4. . Defendant Smith & Nephew, ha, its officers, agents, servants, 
employees, and attorneys, and those persons in active concert or participation with any of them, 
are enjoined from contributing to the infringement of: 

(a) (I)clainis46,47and56ofthe'536patemi(2)claims 13, Hand 
54 of the '882 patent, and (3) claims 1, 3, 4, 1 1, 23, 26, 27 and 32 of the '592 patent, by offering 
to sell or seffing in the United States, or importing into the United States, the Saphyre Products 
listed in Exhibit A, until the expiration of the last to expire of those patents; 

(b) (l)clainis 46, 47 and 56 of the «536 patent,^ 

11, 23, 26, 27 and 32 of the '592 patent, by offering to sell or selling in the United States, or 
importing into the United States the. ElectroBlade Products listed on Exhibit A, until the. 
expiration of the last to expire of those patents; and 

(c) (1) claims 46, 47 and 56 of the '536 patent, (2) claims 17 and 54 of 
the '882 patent, and (3) claims 1, 3, 4, 11, 21, .23, 26, 27, 32 and 42 of the '592 patent, by 
offering to sell or selling in the United States, or importing into the United States the Control RF 
Products listed on Exhibit A, until the expiration of the last to expire of those patents; 

5. Defendant Smith & Nephew, foe, its officers, agents, servants, 
employees, and attorneys, and those persons in active concert or participation with any of them, 
are enjoined from making, using, offering to sell, or selling in the United States, or importing 
into the United States, any system that infringes claim 46, 47 or 56 of the. '536 patent, and 
enjoined from inducing the infringement of or contributing to the infringement of (a) claim 46, 
47 or 56 of the '536 patent, (b) claim 13, 17 or 54 of the '882 patent, or (c) claim 1, 3, 4, 1 1, 21, 
23, 26, 27, 32 or 42 of the '592 patent, in the United States, until the expiration of the last to 
expire of those patents; and 
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6. Defendant Smith & Nephew, be. is hereby ordered to provide a copy of 
this Permanent Injunction to each of its sales representatives, and distribution executives for the 
Infringing Products* 



District Judge 
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EXHIBIT A ("The Infringing Products") . 



(a) Saphvre Products 

Saphyre 90-degree, 3mm Bipolar Ablation Probe. Integrated 
Cable, REF 925001 / 7209686 

Saphyre 90-degree, 3mm Suction Bipolar Ablation Probe, 
Integrated Cable, REF 92501 1 / 7209683 

Saphyre 60-degree, 3mm Bipolar Ablation Probe, Integrated 
. Cable, REF 925003/ 7209685 

- Saphyre 60-degree, 3mm Suction Bipolar Ablation Probe, 
Integrated Cable, REF 925013 / 7209682 

Saphyre 90-degree HP Ablator, REF 7209684 

Saphyre 90-degree HP Ablator with suction, REF 7209681 

Pro-Saphyre 60-degree Small Joint with Suction, Oratcc No. 
925016 

Pro-Saphyre 60-degree Small Joint, Oratec No. 925026 
Saphyre n 90-degree HP with Suction, REF 72101 12 
. Saphyre H 90-degree wfth Suction, REF 721011 1 
Saphyre II 60-degree with Suction, REF 7210113 
Saphyre U 40-degree curved with Suction, REF 7210185 



(b) ElectroBlade Products 

Dyonics Series 9000 ElectroBlade Resector 43mm Full Radius 
" Blade, REF 7205961 

Dyonics Series 9000 ElectroBlade Resector 4.5mm Elite. REF 
7209700 

Dyonics Series 9000 ElectroBlade Resector 5.5mm Full Radius 
Vulcan Plug-in, REF 7205962 

Dyonics Series 9000 ElectroBlade Resector 53mm Elite Vulcan 
Plug-in, REF 7209982 

Dyonics Series 9000 ElectroBlade Resector 4.5mm Full Radius 
Blade Vulcan Plug-in, REF 7209855 



Dyonics Series 9000 ElectroBlade Resector 43mm Elite Vulcan 
Plug-in, REF 7209983 
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(c) CoirtrolRF 



350313 



Dyonics Series 7000 RF Arthroscopic Probe, Type RS, 
REF7205956 

Dyonics Series 7000 RF Arthroscopic Probe, Type RSX, 
REF 7205957 

Dyonics Series 7000 RF Arthroscopic Probe, Type RE, 
REF 7209034 

Dyonics Series 7000 RF Arthroscopic Probe, Type REX, 
REF 7209035 

Dyonics Series 7000 RF Arthroscopic Probe, Type AP, 
REF 7209036 

Dyonics Series 7000 RF Arthroscopic Probe, Type APX, 
REF 7209037 

Dyonics Series 7000 RF Arthroscopic Probe, Type MR, 
REF 7209038 

Dyonics Series 7000 RF Arthroscopic Probe, Type MRX, 
REF 7209039 

Dyonics Control RF Generator Adaptor, REF 7207908 
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CERTIFICATE OF SERVICE 



I, Jack B. Bhimenfeld, hereby certify that copies of the foregoing document were 

caused to be served this 20th day of May, 2003, upon the following in the manner indicated: 

BY HAND DELIVERY: 

William J. Marsden, Jr. 
Fish & Richardson 
919 N. Market Street 
Wilmington, DE 19801 

Steven J. Balick 
Asnby&Geddes 
222 Delaware Avenue 
Wilmington, DE 19899 

BY FEDERAL EXPRESS ; 

MarkJ.Hebert 
Fish & Richardson 
225 Franklin Street 
Boston, MA 02110 
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IN THE UNTIED STATES DISTRICT COURT 
FOR THE DISTRICT OF -DELAWARE 
ARTHROCARB CORPORATION, 
Plaintiff, 



v. 



CA. No. 01-504 (SLR) 



SMITH & NEPHEW, INC, . 

Defendant 

ARTHROCARE'S MOTION TO DISMISS 
SMITH & NEPHEWS ANTITRUST COUNT ERCLAIM 

Pursuant to Fed. R Civ. P. 12(bX6), plaintiff ArthroCare Corp. CArthroCaie") 

moves to dismiss Smith & NepbeVs Counterclaim for Antitrust Violations for failure to state a 

claim upon when relief can be granted. The grounds for this motion are set forth in ArthroCare's 

opening brief submitted herewith. 



MORRIS, NICHOLS, ARSHT & TUNNELL 




iumenfeld'(#1014 



^.Blumenfel^lOM) 

en Jacobs Louden (#2881) 

James W. Parrett, Jr. (#4292) 
1201 N. Market Street 
P.O. Box 1347 

Wibnington.DE 19899-1347 
(302)658-9200 

Attorneys for Plaintiff ArmroCare Corporation 



OF COUNSEL: 

Matthew D. Powers 
Jared Bobrow 
Perry Clark 

Wed, Gotshal & Manges LLP 
201 Redwood Shores Parkway 
Redwood Shores, CA 94065 
(650)802-3000 



May 27, 2003 
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CERTIFICATE OP SERVICE 



I, Jack B. Bluinenfeld, hereby certify that copies of the foregoing document were 

caused to be served this 27th day of M^y, 2003, upon die following in the manna- indicated: 

•*-* * * 
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1 . 

2 -606- 

3 PROCEEDINGS 

4 (Proceedings began at 3:30 pjn.) 

5 the COURT: This is Judge Robinson, Brian is our . 

6 court reporter. You need to identify yourself each time you 

7 speak. * 

8 I really don't need to hear from you with respect 

9 to briefing the issues that we tried because my practice is, 
10 number one, I don't enter a permanent injunction until the 
21 post-trial briefing is done and I've made my decisions and, 

12 number two, it only rnates sense tome to go ahead and brief 

13 the inequitable conduct and all the JMOL motions at ooc 

14 tima So if you can't get together and work out a schedule, 

15 then I'm happy to set a schedule right now on all those 

16 post-trial issues and I frankly don't want to bear anything 

17 more about it except if you want me to give you dates. If 

18 you can work out dates, then I'm happy to go on to what I 

10 think ts kind of the harder issue because I'm not used to 

17 UIUUL fcO BIIW VI *J«S* WHIM i*>J* v*^*M***^r M. *u »w» <^f»^ ■ 

20 bifurcation end that is what we do with the antitrust damages 

21 end willfulness issues. 

22 MR. BLUMENFELD: Your Booor, Jack Blumenfeld for 

23 ArthroCarc. * ~_ 

24 1 actually think that it might be helpful if you 

25 would just set schedules because we've had a difficult time 
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1 agreeing not only on •Nvhaf 1 should be briefed "when" bat on 

2 the "whaT part even on the incqaitabk conduct; and yoa know 

3 our view is lhat we fikd the motion c« Inequitable conduct, 

4 it's pending; Vet whatever your Honor wants to do, we agree 

5 that wc would like to get the JMOL ond the incquitabJo condoct 

6 over with as soon as possible so we can get the injunction 

7 andwecan discuss Ihe antitrust and damages and wfflfiriacss 

8 sepantdy. r 

9 Tfffi COURT; aB right. Well, my opinion b 

10 30 daysV30 days/2 weeks on whatever motions are going to be 
U fikd and they all oocd to be fUfd. I guess that is the 

12 only issue! Ifs been a month I thmk approximately since 

13 the crid of trial » you aflshouM 

14 together. So I would suggest that by June 20th» any motions 

15 that are going to be filed should be filed and tbco you've 

16 got 30 days to file answers and two weeks after that to file 

17 your replies. 

18 MR.MAFSOEN: Your Honor, this is William 

19 Marsdcn. On I speak brictry to that schedule? 

20 THE COURT: YCS. 

21 MR.MARSOEN: The 30/3Q/1 5 in principle is 

22 swncming mat is very dose to what we bad proposed on 

23 some of these things. However, the start date forthatisa 

24 Httle tight for us principally because of all the motions 

25 that the plaintiff has fited since the end of trial that 
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J weVe been responding to. There have been three motions l 

2 filed: one on inequitable conduct, one cm our antitrust . 2 

3 counterclaim and one on the permanent injunction which, as. 3 

4 you're indicated, was premature. We've had to respond to 4 

5 all of those and that has obviously taken time and attention 5 

6 from preparing our post-trial motions. So we would request 6 

7 that we have 30 days from today to file those motions and 7 

8 then follow the remainder of the schedule your Honor has 8 

9 outlined 9 

10 MJL BUJMENFELXh Your Honor, Jack Bhimenfeid 10 

11 again. I'm a little surprised to hear that because ori the 11 

12 inequitable conduct, they actually had proposed to us that 12 

13 they would file their papers ^wedc WeWe aheadybeen 13 

14 a month from trial and to now to wait another month and then 14 

15 another up to a month for our brief is going to, ifs just 15 

16 going to be a ray long time. I think your Honor is right, 16 

17 that tlx^kiiw what Ae/re going to do. It's not luce 17 

18 they've been sitting a around for a month and not thinking 18 

19 aboutit 19 

20 MR. MARSDEN: Yes, your Honor. This is William 20 

21 Marsden. Maybe I misspoke or I didn't speak enough to 21 

22 explain iny proposal We ^ in faa prepared to address die 22 

23 inequitable conduct issue with a brief that wc are filing 23 

24 this afternoon. So the briefing on that could proceed with 24 

25 30 days from today and then 15 days thereafter. It was the 25 
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not waste anymore money on trial proceedings until wc get a 
definite landscape from the Federal OrcmX But Tto hanpy ^ 
hear from you aO as to why wc should go ahead sad spend your 
cfienfs money. 

And r m also a little confused about why Bthicon 
is on tho phone, I assume no one objects because yon aic 
talking on too record in Irontcf thembut, aiiyway,Ihavo 
to say Ym - 

MS. Maroous: Your Honor, this is Vicki Margolis 
forEuncon. We were called by Smith & Nephew's couhscland 
invited to be on tfas caB, having l«n informed fore may 
issues wc would have an interest in. There is at least one 
issue wc definitely have interest in which is Ac motion for 
protective order which I think was represented to the Court 
as being foBy briefed but wc have not had an opportunity to 
lodge our opjKwdon to. If me Court takes that matter up, 
wo can address it I don't want to interrupt what you're 
addressing now. And other than that, we're here because we 
were invited to be here. As you've just queried, I just 
wanted to let you know why wc thought wc were here, 

THBOOUJO- All right Well, that is helpful I 

appreciate mat 

MR. MARSDEN: Your Honor, mis is William 
Marsden. If I could respond briefly to your comments about 
the second phase of the trial 



1 JMOL, new trial motioos that we have nc< had thne to address, 

2 and f: is those wc would like lo have 30 days to 
! 3 motions on. 

< THE court, wefl, 1 frankly don't like to spend 

5 irtneontti^sow^ 

6/ and all jmol motions are due by Jui* 30m which gives you a 
. I 7 Utile more tunc than I bod originally proposed but cot as . 

8 muritinwasSrdfc^ So spUt it down the 

9 middle arxirx>pefu^ 
|10 Now, with respect to these other Issues, I have 
III to say that tfcoorae up rmtfl tins bst year or sc% I neva 
12 bifurcated. Now Tm starting to, to givcour juries a chance 

Il3 togetobetterKieattlieappb And I guess it had 

14 always been my feeling, without ever having to articuJale k 

15 because this it one of the first cases that didVt settle 
|16 after the firstpart of the trial, rs that aU of these sorts 

117 of issues would wait because you certainly don't want to wait 

118 to appeal the Babflity issues, I wouldn't mink, and why go 

1 19 to the trouble of going forward if the appeal is going to be 
20 bifurcated anyway? Why go to fi» trouble of <ttseoveryaad 

©pi trying these other issues when the Federal Circuit might 
|22 chai^thowf^laridscar^ 

123 SOiasIsai^IhaoVtreaOylhcu&it^ 

124 just though! that the most efficient way of doing this was to 

1 25 wait for the Federal Circuit to either reverse or affirm and 
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I think in principle wc agree with a lot of 
what you said about conserving resources and resolving all 
issues on liability be/ore expending money on a second trial 
Frankly, wc haven't expressly discussed that option vriih our 
client. We certainly would like an opportunity to do so 
But I think we would certainly be open to the possibility 
of simply finishing all the briefing oh all issues bete and 
ending the first phase and getting your Honor r s rulings on r 
those and takes those issues up on appeal without launciirng 
into a second trial on damages and willfulness and anti 
trust But again, that's not sornething that we've expressly 

12 discussed with our client op to this point 

13 MR. BLUMEKFELD: Your Honor, Jack Blurnerafdd 

14 We're in a little bit of a similar position but not exactly. 

15 And that is, I guess I'd like to have the opportunity to talk 

16 to ray a>-counsei and client about the damages, willfulness 

17 aspect The antitrust aspect, I guess our view is, as we put 

18 this in a motion and a brief whkfa is pending before your 

19 Honor, is mat with the jury having found the patents to be 

20 valid and infringed that there can't be any antitrust count 

21 erclarmtJtat survives. And that I dunk we would be happy to 

22 put that otT pending any appeal of the patent issues. 

23 The concern I have is that so far, Smith & Nephew 

24 has taken the position that it would be irnproper to enter an 
125 injunction while those issues are still out there. I don't 
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1 understand that, but that is their position. And we want 

2 to make sure that we get things in a position where now that 

3 you've set a schedule on inequitable conduct and JMOt where 

4 we're in a position to get a permanent injunction. So tint 

5 is our concern. 

6 MR. MARSOEH: Vour Honor, I think we have briefed 

7 the issue of permanent injunction. You indicated it was 

8 pronators at this time. We obviously need to see bow issues 

9 sort out, what happens in the pending requests for rccxara, 
ID and aJot of other things to detennine what me equities are 

11 'when we reach the point where the Court has either modified 

12 „ the jury's verdict, granted a new trial or afiinncd it But 
we certainly don't want to commit and would not commit at 
this point there should be a permanent injunction issued at 
the end of this briefing period because, frankly, we uunk wc 
have meritorious motions. We doot know what will happen in 
the rccxam and a number of other things. 

Having said that, we think it does make sense to 
resolve the issues that are before the Court and get those 

20 issues up on appeal I don't know if Mr. Hebcrt has anything 

21 to add. Ho has actually been in discussions with the omer 

22 side more than I have on scheduling matters, 

23 MR. hebekt: This is Mark Hcbat No, I don't 

24 KpcftB ibis pftf ^icttiftr sssoo oom3p^ itk otif ^Bscmy^om 

25 with fee other side. Although I will add, and I think this 



13 
14 
15 
16 
17 
18 
19 
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argument posMrial and I would suggest the cad of August 
or the beginning of September. I think briefing won't be 
done until raid August so maybe early September would be an * 
appropi iatp ume> 

I'm not sine how well my calendar reflects tho 
real world but on Monday, September 15th, I'm in a jury trial 
but I don't have anything scheduled at the end of my day. 



1 
2 
3 
4 
5 
6 
7 

8 Would you all be available for oral argument on all this? 

9 MR. MARSDCN; vour Honor, William Marsden for 

10 Smim& Nephew. Yes, I believe we would. 

11 MR. BUJMENFELOe Your Honor, Jack Bromenfcld. 

12 That's fine with mc 

IS fared, aro you okay then? Doyouknow7 

14 mpl BOBROW: The 15th is line, as are the dates 

15 carber than that 

16 THE COURT: weU, I think Tm going to leave it 

17 there because I suspect you're going to file a little bit of 

18 paper with me so Tm hesitant to schedule it before then. So 

19 why don't we schedule it at 3:30 oa the 15m, oral argument ' 

20 on trx motions. I will try to let you know how much specific 

21 time and which motions Tm paxUcuiarry interested in before 

22 the 15th but I won't try to do that now. 

23 All right Should we discuss this prc<cctrvo 

24 order issue? I have to say that I haven't focused on it, but 

25 since EfiBCoa is paying its lawyers to be on me phone, if 
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1 
2 
3 
4 
5 
6 
7 
8 
9 
10 
11 
12 
13 
14 
15 
16 
17 
18 
19 
20 
21 
22 
23 
24 
25 



is pointed out m our opposition to the motion for entry of 
an mjnnction, that the antitrust issue raises fee question 
of cofcrccabflity of the patents, ft robes the issue of 
misuse of me patents by entering into this collusive agree- 
ment We think mat is a further reason for denial of the 
injunction. And as I say, it's included in the brief we 
recently filed. 

TOE court, well, it seems to me that, number 
one, well go ahead brief the issues that are xpccificaDy 
before the Court based on the trialrecord. That briefing 
should be done; what, mid August And maybe we should go 
ahead and set an oral argument date, since everyone's sche- 
dules are going to be difficult generally in mat time 
perjoo. 

For the time being, we're going to stay the anti- 
trust damages and willfulness issues, and we will reconsider 
those issues once we finish briefing and have oral argument. 
Perhaps at the oral argument, those arc issues that we might 
want to address again. Certainly after I issue my decision, 
those win be issues we need to address again as to whether 
anything should go forward and what should be entered at that 
time. 

So for the moment, antitrust damages, 
willfulness, stayed. We've got a briefing scheduled for aU 
the other issues. So I behove mat we can schedule oral 



there is something we can helpfully do? 

MS.MARGOUS: Your Honor, if I might This is 
Vicki Margolis of Ethicxm again. If 1 could just to visit 
the last issue just for a moment of dariiloatton. The 
status of Ethicoa I have vis-a-vis the antitrust issue 
vis-a-vis the stay, we have, right now, in terms of the stay 
vis-a-vis Efttcon, wc don't need to respond to the complaint 

8 that has been filed with our response, which would be in the 

9 foon of a motion to dismiss, of course, until it's triggered 

10 by actually notice of the verdict, which wc haven't formally 

11 received 

12 But be that as it may, I assume you don't want us 

13 to be responding or filing any papers at this time, and the 

14 question is can we have some indication from the Court as to 

15 what point after that hearing on the 15th, which I guess is 
when the Court is going to decide when briefing on of your 
further issues would be heard? If we can get some notice at 

18 that point as to when we would need to then brief our motion 

to dismiss, for example, the complaint or the counterclaim 
20 against us? 

the COURT; Yes, I think basically the proper 
wording, which I'm not going to put in an order; it's part of 
the transcript, is that the antitrust damages and wllftilness 
issues are stayed until further Order of tte 

Ms. margous: Thank you, your Honor. That's 
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J very help faL 

2 THEOOUKTi AD right 

3 MS- MAKOOUS: On the protective order issue, 
/ 4 just to address the second issue, as I understand it our 

5 response to the pending motion is that Friday, if the Court 

6 hasn't bad a chance to review the papers, we can simply file 

7 our papers then. 

8 I do want to note for the Court that neither 

9 Smim & Nephew nor ArthroCarc has noticed in their briefing 

10 or notified the Court in their briefing there k another 

11 party to that confidential agreement, and that is Gyros 

12 Medical who baa not been notified, as far as I know, or been 

13 given an opportunity to weigh in on this. But the terms of 

14 that agreement are confidential and Gyrus, the Court should 

15 know there is another party to notify which is a separate 
15 pcrty from everybody here that is on this phone call before 

17 feat agreement can be made public, especially to Smith & 

18 Nephew and the competitive people at Smith & Nephew because 

19 what they're seeking is the competitive infonnatioo from that 

20 agreement to go to the operations and business people there. 

21 So I wanted k> rtofo^ the Court about that and, 
22' to the extent that the parties have represented briefing u 

23 closed, to kt the Court know we're going to fDo our eppce- 

24 thoo on Friday. Pin prepared to argue it, of course, today, 

25 bet if you would rather have the briefing, we can do ft that 
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1 THE COURT: Yes. 

2 MR. HEBEKT: There is a pending motion to o^snata 

3 the anliuust claim. I would understand that is stayed as 

4 wdL 

5 TUB COURT: Yes. 

6* mr, buxvienfeld: YottrHonor, we actually think 

7 mat we have a motion pending. Their response is o^ Tbcy 

8 asked for an extension, which we're glad to give them, but it 

9 seems to ns that maybe tha t ought to get heard on September 

10 15thaka Ifs going to be an issue as to whether ihatought 

11 to be permitted to go forward at all 

12 MR. hebekt: rf I might respond to that. This it 

13 Mark Hebert again. If we're going to have motions to dismiss 

14 on the antitrust claim, perhaps we could get Ethicon's motion 

15 as wefl out of the way. 

16 thb COURT: Ethicon's motion to? 

17 MR. HEBERT: Elhjcon has indicated k wants to 

18 file a nation to dismiss the antitrust claim as wdL 

19 THECOORT: well, you know, you either nay it 

20 or you don't So as far as I'm concerned, Vm going to have 

21 enough to deal with your JMOtnow. So cveryming fa stayed 

22 and WD deal with the antitrust issues lafcr. That* f v*tmt 

23 I said and that's what I mean. So the pending motion on 

24 antitnist is stayed and everything having to do with the 

25 antitrust counterclaims, discovery, substantive motions, ct 


Page 14 

1 way. Whatever the Court's pleasure is. | 

2 MR. BLUMENFELD: Tour Hooor, this is Jack 

3 Bhirnenfdd. If I can rnake a suggestion. Id its papers that 

4 were filed last week, the only thing that Smith & Nephew said 

5 was that it needed the information so they could have its 

$ people participate in the antitrust and damages issues. We, 

7 of course, disagree with that, but given your Honor has stayed 

8 those things until September 15th, I dool see any reason why 

9 that this issue even needs to be dealt with, why it can't be 

10 dealt with when we're before yon on September 15th. 

11 the COURT; Well, that is exactly what I was go* 

12 ing to question. If this has to do with antitrust and other 

13 issues, then it essentially is stayed as well as cverytMng 

14 else. That there is no discovery going forward. Therefore, 

15 there is no need to deal with the protective order issue as 

16 far as I can tell unless sorneone has a different interpret- 

17 ation of what I have said about four times during the tde~ 

18 phone conference. 

19 (Sealed proceedings take place at this point) 

*** i tus luuri. adq so toe protective oroer issue is 

21 stayed There is no need to do any further briefing and that 

22 will be stayed until we address all of the stayed issues in 

23 September or by my order, 

24 MR. hebekt: One further clarification, your 

25 Honor. 
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1 cetera, is stayed pending further order of the Court 

2 AU right, cwmscL Thank you very much. Have a 

3 good day. 

4 the ATTORNEYS: Thank you, your Honor. 

5 (Telephone conference ends at 4:00 pjn.) 
6 

7 

* r 

9 
10 
11 
12 
13 
14 
15 
16 
17 
IS 
19 
20 
21 

22 

23 
24 
25 
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DEFENDANT SMITH & NEPHEWS MOTION FOR A NEW TRIAL 
UNDER FED. R. CTV. P. 59 

Defendant Smitli & Nephew, Inc. ("Smith & Nephew") respectfully 
moves for a new trial pursuant to Fed R. Civ. P. Rule 59. hi support of this motion, 
Smith & Nephew has filed a memorandum and a declaration simultaneously herewith 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 



ARTHROCARE CORPORATION, 



CA.No.Ol-504-SLR 



SMITH & NEPHEW, INC. 

Defendant 

IPROPOSED1 ORDER 

The Court having considered Smith & Nephew's Rule 59 Motion for a 
New Trial, and good cause having been shown therefore, 

IT IS HEREBY ORDERED this day of ; 2003 that; 

Smith & Nephew's Motion is GRANTED. 
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1201 North Markei Stredt 
P.O.Box: 1347 
Wilmington, DE 19899-1347 



AithroCare Corporation 



o 



VIA FEDERAL EXPRESS 

Matthew D. Powers, Esq. 

JaredBohrow 

Perry Cteak, Esquire 

Weil Gotshal & Manges LLP 

201 Redwood Shores Parfcway 

Redwood Shores; CA 94065 



VIA HAND DELIVERY 

Steven J. Balick, Esq. 

Ashby & Geddes 

222 Delaware Avenue, 1 7th Floor 

P.O. B6x 1150 

Wilmington, DE 19899 



Attorneys for Plaintiffs 
AithroCare Corporation 



Attorney for Plaintifi^Counterclaim 

Defendant 

Ethicon, foe. 
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A 16768 



ARTHROCARE CORPORATION, 

Plaintiff; 

v. 

SMITH & NEPHEW, INC 

Defendant 



IN THE UNITED STATES DISTRICT COURT C ^W%^ r nm , J 
FOR THE DISTRICT OF DELAWARE WtoCT Of OEuV/A^' 



SMITH & NEPHEW, INC, 

Counterclaim Plaintiff; 



ARTHROCARE CORPORATION, AND 
ETHICON.INa, 

Counterclaim Defendants. 



OA.No.Ol-504-SLK. 



DEFENDANT SMITH & NEPHEWS MOTION FOR A NEW TRIAL 
UNDER FED. R. CIV. P. 59 

Defendant Smith & Nephew, Inc. (-Smith & Nephew") respectfully 
moves for a new trial pursuant to Fed. R. Civ. P. Rule 59. In support of this motion, 
Smith & Nephew has filed a memorandum and a declaration simultaneously herewith. 



Dated: June 30, 2003 



FISH & RICHARDSON PjCL 



William J. Marsden, Jr. (#2247) 
Keith A. Walteirfer(#4157) 
919 N. Market Street, Suite 1100 
P.O.Box 1114 
Wilmington, DE 19899-1114 
Telephone: (302)652-5070 
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Mark J. Hebert 
225 Franklin Street 
Boston, MA 02110-2804 
Telephone: (617) 542-5070 

Kurtis D. MacFenin 
500 Argacllo Street, Suite 500 
Redwood CSty, California 94063 
Telephone: (650) 839-5070 



Attorneys for Defendant 
SMITH & NEPHEW, INC 



2068279Ldoe 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 



ARTHROC ARE CORPORATION, 



Plaintiff 



OA.No.OI-504-SLR 



v. 



SMITH & NEPHEW, INC 

Defendant 

[PROPOSED! ORDER 
The Court having considered Smith & Nephew's Rule 59 Motion for a 
New Trial, and good cause having been shown therefore, 

IT IS HEREBY ORDERED this day of , 2003 that: 

Smith & Nephew's Motion is GRANTED. 



UNITED STATES DISTRICT JUDGE 
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CERTIFICATE OF SERVICE 

I hereby certify that on this 30 th day of June, 2003, a true and correct copy of the 
Defendant Smith & Nephew's Motion For A New Trial Under Fed, It Civ. P, 59 was 
caused to be served on the attorneys of record at the following addresses as indicated: 



VIA HAND DELIVERY 
Jack B. Blumenfeld, Esq. 
Morris, Nichols, Arsht & Tunnell 
1201 North Market Street 
P.O. Box 1347 
Wilmington, DE 19899-1347 



Attorney for Plaintiff 
ArthroCare Corporation 



VIA FEDERAL EXPRESS 
Matthew D. Powers, Esq. 
Jared Bobrow 
Pcny Clark, Esquire 
Weil, Gotshal & Manges LLP 
201 Redwood Shores Parkway 
Redwood Shores, CA 94065 



Attorneys for Plaintiffs 
ArthroCare Corporation 



VIA HAND DELIVERY 

Steven J. Battel; Esq. 

Ashby&Geddes 

222 Delaware Avenue, 17th Floor 

P.O. Box 1150 

Wilmington, DE 19899 



Attorney for Plaintifi/Connterclaim 

Defendant 

Ethicon,Inc. 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 



ARTHROCARE CORPORATION, 
Plaintiff 

v. 

SMITH & NEPHEW, INC. 

Defendant 



SMITH & NEPHEW, INC., 

Counterclaim Plaintifl; 

v. 

ARTHROCARE CORPORATION, AND 
ETHICON, INC., 

Counterclaim Defendants. 



C.A.No.Ol-504-SLR 



CONFIDENTIAL 
FILED UNDER SEAL 



SMITH & NEPHEW'S OPENING BRIEF IN SUPPORT OF ITS 
RULE 59 MOTION FOR A NEW TRIAL 



Dated: June 30, 2003 



NEWTRIALdoc 



FISH & RICHARDSON P C. 
William J. Marsden, Jr. (#2247) 
Keith A Walter, Jr. (#4157) 
Eugene B. Joswick(#427l) 
919 N. Market Street, Suite 1100 
P.O. Box 11 14 
Wflmington, DE 19899-1 1 14 
Telephone: (302)652-5070 

Mark J. Hebert 
225 Franklin Street 
Boston, MA 02110-2804 
Telephone: (617) 542-5070 

Kurtis D. MacFemn 
500 Arguello Street, Suite 500 
Redwood City, CA 94063 
Telephone: (650) 839-5070 

Attorneys for Defendant 
SMITH & NEPHEW, INC. 
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These pages have been removed from the 
non-confidential appendix due to confidential 

designations 



A 16774 - 16815 



CERTIFICATE OF SERVICE 



I hereby certify that on this 30* day of June, 2003, a true and correct copy of SMITH & 
NEPHEWS OPENING BRIEF IN SUPPORT OF ITS RULE 59 MOTION FOR A NEW TRIAL 
was caused to be served on the attorneys of record at the following addresses as indicated: 



BY HAND DELIVERY 

Jack B. Blumenfeld, Esq. Attorney for Plaintiff 

Morris, Nichols, Arsht & Tunnel! ArthroCare Corporation 

1201 North Market Street 
P.O. Box 1347 
Wilmington, DE 19899-1347 



BY FEDERAL EXPRESS 

Matthew D. Powers, Esq. Attorneys for PlaintifB 

Jarcd Bobrow ArthroCare Corporation 

Peny Clark, Esquire 

Weil, Gotshal & Manges LLP 

201 Redwood Shores Parkway 

Redwood Shores, CA 94065 



BY HAND DELIVERY 

Steven J. Balick, Esq. Attorney for PlaintifiTCounterclahn 

Ashby & Gcddes Defendant Ethicon, Inc. 

222 Delaware Avenue, 17th Flow 
P.O. Box 1150 
Wilmington, DE 19899 
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CERTIFICATE OF SERVICE 

I hereby certify that on December 21, 2004, 1 caused two copies of the 
foregoing Non-Confidential Joint Appendix to be served as follows: 



Via Federal Express 

Jack J. Blumenfeld 

Morris, Nichols, Arsht & Tunnell 

1201 North Market Street 

P.O. Box 1347 

Wilmington, DE 19899-1347 



Attorneys for Plaintiff-Counterclaim 
Defendant-Appellee, Arthrocare 
Corporation 



Via Federal Express 



Jared Bobrow 

Weil, Gotshal & Manges, LLP 
210 Redwood Shores Parkway 
Redwood Shores, CA 94065 



Attorneys for Plaintiff-Counterclaim 
Defendant-Appellee, Arthrocare 
Corporation 



Via Hand Delivery 

George F. Pappas 
Vicki Margolis 
Venable LLP 
575 Seventh Street, N.W. 
Washington, D.C. 20004 



Attorney for Counterclaim-Defendant- 
Appellee, Ethicon, Inc. 



# • 
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This Page is Inserted by IFW Indexing and Scanning 
Operations and is not part of the Official Record 

BEST AVAILABLE IMAGES 

Defective images within this document are accurate representations of the original 
documents submitted by the applicant. 

Defects in the images include but are not limited to the items checked: 

□ BLACK BORDERS 

□ IMAGE CUT OFF AT TOP, BOTTOM OR SIDES 

□ FADED TEXT OR DRAWING 

□ BLURRED OR ILLEGIBLE TEXT OR DRAWING 

□ SKEWED/SLANTED IMAGES 

□ COLOR OR BLACK AND WHITE PHOTOGRAPHS 

□ GRAY SCALE DOCUMENTS 
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IMAGES ARE BEST AVAILABLE COPY. 
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